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PART I 


EQUITABLE DEFENSES IN PATENT OFFICE PROCEEDINGS* 
Walter J. Derenberg{ 
I 


One of the most troublesome and important problems arising under the new 
Trade-Mark Act concerns the availability of the equitable defenses of acquiescence, 
laches and estoppel in patent office proceedings. I thought it would perhaps be 
helpful if I offer tonight an up-to-date survey of the situation with which the patent 
office, the Court of Customs and Patent Appeals and the equity courts are cur- 
rently confronted. As you know, Section 19 of the new Act is, according to the 
recent decision of the Court of Customs and Patent Appeals in the Kwirtart case 
(McPartland, Inc. v. Montgomery Ward & Co., Inc., 76 U. S. P. Q. 97 [C. C. 
P. A. 1947]), the only section of the Act which is applicable in appellate cases 
which were pending on the effective date of the Act. It is not surprising, there- 
fore, that at the present moment the treatment of equitable defenses in inter partes 
proceedings appears to be by far the most acute problem both in the patent office 
and in the courts. 

Section 19 raises not only difficult questions of pleading, but also questions with 
regard to the nature of each of the three specifically enumerated defenses them- 
selves. In other words, the situation becomes increasingly difficult because there 
apparently exists considerable confusion with regard to the basic question what 
conduct actually constitutes laches or estoppel in registration proceedings and to 
what extent court rulings in infringement cases should be applicable without more 
in patent office proceedings. Moreover, it seems that different principles may have 
to be applied in opposition proceedings on the one hand, and in cancellation pro- 
ceedings on the other. 

First of all, let me dispose of certain procedural issues which are currently raised 
not only in the patent office, but in the C. C. P. A. and district courts as well. There 
seems to be widespread belief among lawyers that in order to invoke Section 19 of 
the new Act a pending application has first to be amended and brought under the 
new Act. In numerous instances, applicants have filed motions in pending opposi- 
tion or cancellation proceedings to suspend these proceedings in order to be able to 
amend their applications or—in cancellation proceedings—to convert their 1905 
registrations to the new Act. Such procedure is, of course, entirely unnecessary so 
far as Section 19 is concerned. It is clear that if a proper case of laches can be made 
out, the office and the courts have statutory authority now to consider such defenses 
even if the application is prosecuted under the old Act or if the mark sought to be 
cancelled has not been converted to the Act of 1946. Indeed, in one case now pend- 
ing in the District Court under Section 4915, the unsuccessful applicant filed a mo- 


* Delivered before the Practising Law Institute, New York City, January 22, 1948. 
» + Trade-Mark Counsel, United States Patent Office; contributing editor, the Trape-Mark 
EPORTER. 
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tion “to consider the new Act” and the successful opposer argued in turn that 
Section 19 would not have any application in a 4915 proceeding on the ground that 
such proceeding had been “finally determined” in the patent office and was in fact 
a de novo proceeding. What was overlooked by both parties was the obvious truth 
that an equity court whose jurisdiction is invoked under Section 4915 has, of course, 
inherent jurisdiction always to consider equitable defenses. Certainly Section 19 
of the new Act was not needed for the purpose of conferring jurisdiction upon 
an equity court to consider equitable defenses. If you look through recent prec- 
edents, you will find any number of court decisions in which equitable principles 
of laches and estoppel were given very careful consideration and weight by the 
courts. <A typical illustration is, for instance, the case of Solventol Chemical Prod- 
ucts, Inc. v. Langveld, 41 Supp. 877 (D. C., E. D. Mich., 1941) involving a 4915 
proceeding by an unsuccessful applicant where the court said: 


The plaintiff did not acquire the right to use defendant’s trade-mark by the expenditure 
of a large sum of money to build up its good will with the mistaken idea that it had a right 
to do so; and it follows that it did not acquire the right to use a trade-mark confusingly 
similar to that of the defendant. The defendant has not been guilty of laches but objected 
to the plaintiff’s conduct as soon as he discovered it, and has persistently and vigorously 
asserted his right to the registered trade-mark. . . . 


It seems clear, therefore, that Section 19 was not needed to confer added juris- 
diction upon the federal courts and that no motions are appropriate in any pending 
4915 proceeding asking the court to consider Section 19 of the new Act. It is 
equally clear that even the patent office tribunals and the C. C. P. A. may apply 
Section 19 in a proper case regardless of whether the application or registration 
involved has been brought under the new Act or not. 

More difficult is the question of pleading Section 19 in pending cases. As you 
know, Rule 8 (c) of the Federal Rules now expressly provides that the equitable 
defense of laches must be affirmatively pleaded. On the other hand, it appeared to 
be rather futile before July 1947 to plead these defenses in the patent office or in 
the C. C. P. A. since it had been the well established practice of the office and that 
court not to consider such defenses at least as a complete bar to cancellation or op- 
position proceedings. Despite this, facts were alleged and pleaded in many pend- 
ing cases which may or may not justify a finding of laches or estoppel if supported 
by testimony and the C. C. P. A. apparently has the authority under Section 47 
(b) to remand the case to the patent office if in its opinion the record may support 
a defense of laches, estoppel or acquiescence. While the Act does not expressly 
so provide, it would seem that the Commission of Patents has like authority to 
remand the case to the Examiner of Interferences under similar circumstances. 
Since its decision in the Kwirtart case, supra, the Court of Customs and Patent 
Appeals has rendered two important decisions dealing with this procedural aspect 
of the problem. In West Disinfecting Co. v. Owen (not yet reported), Judge Hat- 
field pointed out that in a case where the record failed to indicate any actual knowl- 
edge on the part of the petitioner for cancellation of respondent’s mark and where 
the records showed nothing more than a mere lapse of time over a number of years, 
no case for remanding under Section 19 was made out. He said: 
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It affirmatively appears from the record that appellee had no knowledge, actual or im- 
plied, of the use of appellant’s trade-mark on its goods until April 1944, substantially 
four years after appellee’s trade-mark was registered, and many years subsequent to the 
registrations, as hereinbefore noted, of appellant’s trade-mark, at which time appellee re- 
ceived a letter notifying him of appellant’s trade-mark for use on its goods, although 
appellee’s trade-mark was registered May 7, 1940. It is obvious, therefore, that the ele- 
ment of estoppel whereby appellee might have been injured or caused to believe that he 
had a right to use his registered mark because of the delay on the part of appellant in 
filing its cancellation proceeding or otherwise objecting to the use of appellee’s mark, is 
not present in the instant case. Furthermore, the elements of estoppel whereby appellee 
may have been injured through the delay by the proceedings here involved, are wholly 
absent in this case. It is well settled that before the doctrine of laches may be applied, 
something more than a mere lapse of time must exist. . . . 


On the other hand, the court held on the same day in Willson (Grafo Colloids 
Corp., Joined) v. Graphol Products Co., Inc. (not yet reported), in an opinion by 
Judge Jackson, that remanding was the proper procedure in a case in which the 
respondent’s answer specifically raised issues of estoppel and laches and set forth 
circumstances which, if supported by evidence, may support these defenses. On 
the procedural aspect, the court said : 


Under the Rules of Practice in Trade-Mark Cases adopted and promulgated under 
the authority of the Trade-Mark Act of 1946, rule 23 specifically states that the petition to 
cancel and the answer thereto correspond to the complaint and answer such as under 
the Federal Rules of Civil Procedure apply to the District Courts of the United States. 
The petition constitutes a complaint, and the answer to the petition may not only traverse 
the averments therein, but also set up affirmative defenses. We see no reason why, even 
before the promulgation of the said Rules of Practice in Trade-Mark Cases, the same 
analogy does not obtain. Here appellants intended to avail themselves of the equitable 
defense of laches and pleaded such defense in the answers. Such affirmative pleading 
would seem to be necessary to secure relief thereunder. See Rule 8 (c), Federal Rules 
of Civil Procedure. 

Prior to the effective date of the Trade-Mark Act of 1946, the defense of laches per se 
was not available either in the Patent Office or in this court. See White House Milk 
Products Co. v. Dwinell-Wright Co., 111 F. (2d) 490. . 

The present proceedings were initiated and completed, as far as the Patent Office was 
concerned, before the effective date of the new Act. Therefore, it is clear why the 
equitable defense pleaded by appellants was not determined by either the examiner or the 
commissioner, and perhaps was the reason why appellee did not traverse such defense. 
Probably if that defense had been proper under the old Act, the allegation of laches would 
have been traversed by appellee and the issue raised thereon would have been tried and 
decided by the tribunals of the Patent Office on a more extended record. . 


Personally, I believe that with regard to cases which were pending on appeal 
when the new Act became effective, an opportunity should be afforded the appel- 
lant to prove the equitable defenses specified in Section 19 by way of remanding the 
case in any situation where it appears from the entire record that estoppel, ac- 
quiescence or laches may be found, even though such defenses may not have been 
affirmatively pleaded or traversed as a matter of pleading under Rule 8 (c) of the 
Federal Rules. This would be true, in my opinion, even in cases in which factors 
bearing upon an issue of acquiescence or laches were brought into the case at the 
tribunal below only in order to be considered as one element in determining likeli- 
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hood of confusion or possible damage or injury but were not and could not have 
been pleaded as a complete bar to the opposer’s or petitioner’s right to institute op- 


position or cancellation proceedings. 
II 


Much more difficult are the substantive problems which have already arisen in 
connection with the nature and scope of the equitable defenses now allowed by 
Section 19. I consider it essential in this connection to distinguish between opposi- 
tion and cancellation proceedings, since the question apparently arises in an entirely 
different way in the two types of proceedings. 

Let us consider opposition proceedings first. The question most frequently 
raised is this: Under the new Act, should an opposer be held estopped to oppose 
registration of a mark containing a common syllable such as “vege” or a word such 
as “Southern” on the ground that the patent office to his knowledge has registered 
dozens of marks over a period of years for similar merchandise which comprise 
the same or an almost identical syllable or word. As you know, nothing is more 
firmly established in the patent office and in the Court of Customs and Patent Ap- 
peals than the rule that in considering likelihood of confusion and similarity be- 
tween an applicant’s and an opposer’s mark, third party registrations will not be 
considered. Indeed, they will not be considered either in favor of or against the 
applicant. Thus, an application to register the term “Mid-West” was denied by 
the Court of Customs and Patent Appeals a few years ago despite the fact that the 
applicant could point to any number of other similar registrations comprising these 
words. (Jn re Mid-West Abrasive Co., 64 U. S. P. Q. 400 [C. C. P. A. 1945].) 
Conversely, hundreds of registrations may have been granted comprising such 
syllables as ‘‘vita,” “vege’’ or the word “Southern,” before the patent office or the 
C. C. P. A. may suddenly decide that registration should be denied to an applicant 
for still another similar mark on the ground that one of the previous registrants 
may suffer damage thereby. The usual argument on the part of the patent office 
or the C. C. P. A. in such cases would be that the public interest demands not to 
add one more error to many committed in the past and not to permit an additional 
registration where many of doubtful validity had been issued before. It has al- 
ways seemed to me that this line of argument is basically vulnerable. I suggest 
that the fact that a multitude of similar marks has been registered is proof or at 
least an indication that the particular similar part of the mark is a very weak ele- 
ment thereof and that the public has already learned to distinguish between the 
various ‘‘vege,” “vita,” or other similar marks. It is highly significant that a dis- 
trict court in a 4915 case recently adopted this approach and ordered registration 
of the trade-mark “‘Vegemite” for a yeast product over the opposition of the owner 
of the trade-mark “Vegex.” (Kraft Walker Cheese Co. v. Kingsland, 75 U. S. 
P. Q. 318 [D. C., D. C., 1947].) The court was apparently much impressed by a 
beautiful exhibit prepared by petitioner showing that over the course of fifty years 
some forty-two registrations had been issued, all showing the same first two syllables 
“vege.” Said the court: 


a” 66 


1. The doctrine that any doubt should be resolved against the newcomer is not ap- 
plicable to this case for two reasons: (a) There is no doubt; (b) There is no evidence 
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of any special equities associated with any prior registered mark, or of any inequitable 
conduct by the plaintiff. 

2. The refusal of the Commissioner of Patents to register plaintiff's mark “Vegemite” 
was erroneous. . . . 


If other equity courts would follow this decision, the patent office will then find 
itself in a squeeze between the established practice of the Court of Customs and 
Patent Appeals and its own prior practice on the one hand, and these rulings by 
various equity courts on the other. Only a decision by the U. S. Supreme Court 
would eventually dissolve this dilemma. Until then the patent office would prob- 
ably be bound by the innumerable precedents set by the C. C. P. A. in this respect 
unless Section 19 of the new Act would justify or indeed compel a change of prac- 
tice in this connection. As a general proposition, I cannot fully agree with those 
who now argue that it will be mandatory under Section 19 for the patent office 
to consider such third party registrations in opposition proceedings and that an 
applicant’s allegation referring to such preexisting registrations is in the nature of 
an equitable defense of estoppel. While I believe, as previously indicated, that 
some weight should be given to such third party registrations to a much greater 
extent than has been done in the past, I do not believe that in the usual case such 
multiple registrations of marks comprising identical or similar syllables will create 
a defense of estoppel in the absence of other affirmative factors. In other words, 
an applicant who, for instance, wants to register a mark containing the word 
“Western” over the opposition of a registrant whose mark contains the same pre- 
fix should not be able successfully to argue under Section 19 that the opposer is 
estopped from instituting the proceeding on the ground that a number of other 
similar marks had been registered in the interim, although I do think that the fact 
of the issuance of all those intermediate registrations should have a much greater 
bearing on determining likelihood of confusion or possibility of damage than has 
been afforded to it in the past. The Commissioner was entirely justified, I sug- 
gest, in his recent decision in R. C. Williams & Co., Inc. v. Gordon, 76 U. S. P. Q. 
67 (C. P., 1947) in refusing to consider Section 19 or remand the case where the 
only so-called equitable defense raised by an applicant for the word “Brownie” was 
that there has been previously registered a number of marks by third parties con- 
taining the same element. The Commissioner said in this respect : 


It is not apparent how the existence of registrations of others can constitute laches on 
the part of the opposer, nor, if the alleged failure or neglect to oppose or cancel such reg- 
istrations could amount to laches, how or why any such alleged delay as against any 
third party would inure to the benefit of applicant. Actually, few of the third party reg- 
istrations referred to appear to possess any close similarity to opposer’s mark, but this 
need not be considered to decide that they constitute no basis for “equitable relief” to 
applicant. If failure to proceed against such third party would constitute delay, and no 
basis of any duty to proceed against them is shown, it still would not establish any right on 
the part of applicant to register as a trade-mark a mark which so nearly resembles one 
or more registered or known trade-marks as to be likely to cause confusion or mistake in 
the mind of the public when applied to merchandise of the same descriptive properties. . . . 


On the other hand, the Trade-Mark Committee of the Chicago Patent Law 
Association in one of its recent studies goes so far as to suggest that under Section 
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19 of the new law the patent office would have to change its practice to refuse con- 
sideration of other marks in connection with inter partes proceedings. 







. . . The Patent Office may now well hold that if an opposer or petitioner for cancella- 
tion has adopted a mark which is asserted in the proceeding against another mark, the 
other party should be permitted to call the attention of the Patent Office to registrations 
and marks similar to the opposer’s mark so that the scope of protection to which the op- 
poser’s or petitioner’s mark is entitled may be considered. . 









In my opinion, it is quite doubtful, therefore, whether consideration of third 
party registrations in opposition proceedings without more has anything to do with 
the equitable defenses of laches or estoppel referred to in Section 19. 


III 


On the other hand, the situation may be entirely different if one or more of 
such third party registrations happen to be owned by the very applicant who now 
applies for an additional registration. The question will then arise whether an 
opposer who never objected to the applicant’s previous registration but may have 
silently encouraged its use may now object to the new registration on grounds 
which could have been raised with equal force against applicant’s previous regis- 
trations. It is in this respect that closer scrutiny of the substantive elements of 
the defenses of laches and estoppel will become of utmost importance. More 
particularly, the question must be decided in the near future whether mere failure 
to file opposition or cancellation proceedings years ago may result in laches or 
estoppel where the applicant has in the meantime been permitted to build up a large 
business of his own. Is it really true that in order to make out a case of laches or 
estoppel in an opposition proceeding it will be necessary to show much more than 
mere delay? In the language of Judge Hatfield in the West case, supra, “must it 
be shown that the applicant has relied on such delay to his detriment and has changed 
its position because of it?’ Or, as succinctly stated by Judge Learned Hand in 
the White House case (Dwinell-Wright Co. v. White House Milk Co., Inc., 56 
U.S. P. Q. 120 [1943] ): 
. . The wrong is therefore really a series of wrongs, and delay alone can never be 
more than a partial defense; it will bar any redress for those wrongs which have happened 
before the period of limitation, but it will never bar redress for any others, past or future. 
McLean vy. Fleming, 96 U. S. 245; Menedez v. Holt, 128 U. S. 514. This has at times been 
said to be because infringement of a trade-mark is a “fraud,” but it is hard to see what is 
gained by interjecting that idea, and indeed it is not accurate to do so, for delay alone is 
as bad a defense when the newcomer’s past user has been innocent as when it has been 
guilty. He must show some reason why it will not be just to stop him. That he may i 
of course do, if he has acted upon the actual consent of the owner of the mark, or if the 
owner has abandoned it—and that may at times appear by inaction continued long enough. 
Sasxlehner v. Eisner & Mendelson Co., 179 U. S. 19. But those are not the only possible 
defenses; the owner may have so conducted himself as impliedly to assure the newcomer 
that he does not object, and the newcomer may have built upon that assurance. 



































a2 ae eee a — 





Personally, I am inclined to say that an opposer who had actual knowledge of ap- 
plicant’s use and registration of a mark over many years without ever bringing 
suit or even writing a letter objecting thereto should ordinarily be held barred from 
bringing opposition proceedings at a subsequent time. It seems to me, however, 
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that in order to make out a case of laches or estoppel, actual notice plus silent con- 
sent rather than constructive notice should be required. Judge Jackson in his 
recent decision in the Willson case, supra, seems to indicate that mere registration, 
if it had the effect of constructive notice under the old Act—which is a matter of 
some controversy—may result in a finding of laches. Judge Jackson said in this 
regard: 


. . . . If registrations in the Patent Office are to be considered as public records, it would 
appear that appellee might be deemed to have had constructive notice of them as of the 
dates thereon. If knowledge is to be presumed by reason of such notice, and appellee 
knowingly stood idly by for about ten years during which time appellants innocently con- 
ducted, developed, and advertised their business, it would seem that the doctrine of laches 
could apply. Appellants alleged such delay and damage to them as constituting a bar 
to the prosecution of the cancellation proceedings. . 


But even if the patent office or the Court of Customs and Patent Appeals should 
finally determine that long delay plus implied consent may suffice to establish the 
defense of laches, two other very difficult problems immediately present themselves. 
If the office should hold two marks confusingly similar, must it not reject the ap- 
plication under Section 2 (d) on ex parte grounds, regardless of the opposer’s 
right to institute the proceeding? In other words, if it were still true that the mark 
now applied for is confusingly similar to opposer’s previously registered mark, 
should not the opposition be dismissed and the application rejected ex parte? This 
may probably be true in some cases but I think that in the majority of situations of 
this kind the office may conclude that either in view of long concurrent use of both 
marks or because of the inherent weakness of the mark, likelihood of confusion 
would not be increased if both marks were registered. 

The second difficulty which will have to be surmounted stems from certain court 
decisions such as the recent Budweiser case (Anheuser-Busch, Inc. v. Du Bois 
Brewing Co., 73 F. Supp. 338 [D. C., W. D. Pa. 1947]) where it was held that 
delay of approximately twenty years would not deprive the owner of a trade-mark 
of its rights to get injunctive relief against an infringer although it would deprive 
him of the right to obtain a preliminary injunction or an accounting of profits. 
But it should be noted that in that case the defendant at least had notice all along 
that plaintiff considered use of the designation “Du Bois Budweiser” an infringe- 
ment. But the question may well be asked whether the patent office should issue a 
registration under such circumstances unless it felt certain that the applicant would 
not be barred from using the mark in an infringement suit instituted by the op- 
poser. In other words, it may well be that for the purpose of opposition proceed- 
ings the test to be applied by the patent office tribunals should be one of actual 
acquiescence rather than mere laches in order to avoid a situation in which the 
opposer may still be able to secure a permanent injunction on the ground that 
mere laches but not acquiescence had been established. 


IV 


A few more words about cancellation proceedings: Most of the previous ob- 
servations will apply to cancellation proceedings as well. It should be recalled 
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that the great majority of cases which in the past involved the raising of equitable 
defenses in the patent office and in the C. C. P. A. were cancellation rather than 
opposition proceedings. You will all remember the ill-famed White House case, 
White House Milk Products Co. v. Dwinell-Wright Co., 45 U. S. P. Q. 444 
(C. C. P. A. 1940), and the Chipso-Chaso case, Procter & Gamble v. J. L. Prescott 
& Co., 102 F. 2d 773, in both of which marks were cancelled after many years of 
use and despite the fact that strong equities and even unclean hands were proven. 
It was held in those cases that the language of Section 13 of the Act of 1905 per- 
mitting the institution of cancellation proceedings “at any time” precluded the rais- 
ing of equitable defenses against the petitioner. The new Trade-Mark Act, as you 
know, generally provides for a period of five years for the bringing of cancella- 
tion proceedings and authorizes cancellation at any time only in certain designated 
situations. Included in this latter category are cancellation proceedings concern- 
ing registrations under the Act of 1905 which have not been brought under the 
new Act. The question arises whether the registrant of a 1905 mark which has 
not been republished may raise equitable defenses under Section 19 even though 
the statutory language “‘at any time” is still applicable with regard to a possible 
cancellation of his registration. I am inclined to think that under the new Act 
equitable defenses may be raised even := this situation ; in other words, the equitable 
doctrines of estoppel or acquiescence may be invoked by a registrant under the 
1905 Act in a situation similar to the White House case or the Chipso-Chaso case, 
despite the face that the registrant may not have availed himself of the benefits of 
the new Act. Whether Section 19 may be invoked even in situations in which 
cancellation is sought because of abandonment, fraud, development into a common 
descriptive term and other cases, is open to more serious doubt. It would seem 
that the language of Section 19 which refers to all inter partes cases may be broad 
enough to permit the raising of these defenses even in the last-mentioned circum- 
stances. 

The question has already been raised whether the normal five-year period pro- 
vided for filing cancellation proceedings under the new Act is in the nature of a 
statute of limitations so that the defense of laches or acquiescence may not be held 
available against any petitioner who duly institutes a proceeding at some time within 
the five-year period. I do not believe that the five-year limitation has any such 
effect. It would be my view that a respondent in a cancellation proceeding may 
very well establish and prove a defense of estoppel or laches against a particular 
petitioner, despite the fact that the petition was filed within the period. In other 
words, if the registrant could show that he had used the mark several years prior 
to the registration with the knowledge and tacit approval of the petitioner, such 
conduct on the petitioner’s part may well be held to preclude him on equitable 
grounds from seeking cancellation even during the five-year period under Section 
14 of the new Act. 

In conclusion, let me reiterate that it would hardly seem possible at this early 
stage to offer any authoritative comments on the scope and effect of Section 19 of 
the new Act. Most of the observations offered here tonight are, therefore, in the 
nature of personal opinions and predictions. They have been presented tonight in 
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the hope that even a clear recognition and delineation of the difficult problems 
which have arisen and will continue to arise in the near future regarding the inter- 
pretation of Section 19 of the new Act may prove to be a small contribution to the 
ultimate solution of these problems. 


TRENDS IN THE JUDICIAL INTERPRETATIONS OF 
THE LANHAM ACT* 


George E. Middleton; 


The subject of my talk tonight is “Trends in the Judicial Interpretations of the 
Lanham Act.” It just so happens that in the current advance sheets of the United 
States Patents Quarterly—which you all have doubtless read—there are published 
the first two decisions that have been handed down under this Act: McPartland v. 
Montgomery Ward (76 U.S. P. Q. 97) which I had the misfortune to lose; and 
California Fruit Growers Exchange v. Sunkist Baking Company (76 VU. S. P. Q. 
85). I plan to make a few remarks about both of these cases. 


McPartland v. Montgomery Ward 


The McPartland case was a cancellation proceeding, brought way back in 1944 
when the Lanham Act was just a hope. We had pretty hard sledding all through 
the patent office, and finally, in November, 1945, the commissioner sustained the 
examiner and recommended cancellation of the mark on the ground that it was 
descriptive. We promptly appealed to the Court of Customs and Patent Appeals, 
the brief being written, I think, in September, 1946. That was still long before 
the effective date of the Lanham Act. The case was originally set for argument 
in May of 1947, but unhappily Judge Garrett became ill so it was put over until 
October, 1947. As you can see, the critical date—July 5, 1947—had intervened. 
Nevertheless, I went down to argue the case on the old briefs. The first question 
that Judge Garrett asked me when I go to my feet was this, “Counsellor, do you 
think the Lanham Act applies to this appeal?” I said, “Yes, I think it does.” 
Then he said, “Well, if you think it does, do you think that the Lanham Act has 
changed the law?’ And I said, “No, I don’t think it has.” <A lot of water has 
flowed over the dam since I made those two observations, but I still think I was 
right. Anyhow I went ahead and argued the case on the basis of the 1905 Act. 

All the time I was arguing Judge Bland was reading the statutes ; I do not think 
he was listening to me at all. Finally, when I got through, he said, “Look here, 
there is a difference between the two statutes in the matter of descriptiveness. The 
old statute says that no mark shall be registered ‘which consists merely in words 
or devices which are descriptive of the goods with which they are used or of the 
character or quality of such goods.’ The new Act omits the words ‘or of the char- 


* Delivered before the Practising Law Institute, New York City, January 22, 1948. 
+ Pennie, Edmonds, Morton & Barrows; member of the Lawyers’ Advisory Committee, the 
United States Trade-Mark Association. 
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acter or quality of such goods.’” He wanted to know whether that wasn’t a signifi- 
cant omission. To tell the truth I had given no thought to it, but the judge was 
so convincing that I began to think that maybe Congress had meant to change the 
law. Then Judge Garrett asked me whether I had read the reports of the com- 
mittee hearings on the point and I had to admit that I had not. Neither had my 
opponent. The court thought those reports ought to be read and supplemental 
briefs filed, so Judge Garrett stopped the argument and told us that we would re- 
ceive our instructions in due course. 

In a few days we each got a letter in which the court asked us to answer two 
questions in a supplemental brief. One was whether the Lanham Act applied to 
the case, and, if it did, whether the change in the language with respect to descrip- 
tiveness had really changed the law. The court was not satisfied to get briefs from 
counsel ; five amici were asked to write briefs too—and they did: The Commissioner 
of Patents, by Dr. Derenberg and Mr. Cochran; the Lawyers Advisory Committee 
of the United States Trade-Mark Association, by Mr. Liddy ; the American Patent 
Law Association, by Mr. Allen; the New York Patent Law Association, by Messrs. 
Dalsimer and Greenberg; and Mr. Conder C. Henry, former Assistant Commis- 
sioner of Patents. Yes, all of those learned societies and gentlemen filed amicus 
briefs. Everybody agreed on the second question, that the meaning of the statute 
had not been substantially changed by the omission of those words; but there was 
substantial disagreement on the first point. My opponent and I agreed, oddly 
enough, that the Lanham Act did apply, but all of the amici opined that it did not. 
Whereupon, the court, feeling, I suppose, that it couldn’t let its friends down, held 
that the Act did not apply. 

The court’s reasoning is not clear to me. After quoting numerous sections of 
the new statute, it ended up by saying: 

It is evident, we think, from the quoted excerpts from the Trade-Mark Act effective 
July 5, 1947, that that act has no application to the issue of descriptiveness of appellant’s 
trade-mark here involved, although the appeal in the case was pending in this court on 

the effective date of the passage of that act. . . 


Which, of course leaves us right where we were. Why is it evident? 

It was always my position, and still is, that Section 47 (b) of the Act is per- 
fectly clear and did make the Lanham Act applicable to this appeal. I will read the 
section : 


In any case in which an appeal is pending before the United States Court of Customs 
and Patent Appeals or any United States Circuit Court of Appeals or the United States 
Court of Appeals for the District of Columbia or the United States Supreme Court at the 
effective date of this Act, the court, if it be of the opinion that the provisions of this Act 
are applicable to the subject matter of the appeal. 

(1) may apply such provision or 

(2) may remand the case to the Commissioner or to the district court, 

(a) for the taking of additional evidence or 
(b) a new trial or for reconsideration of the decision on the record as made, as 
the appellate court may deem proper. 


There was no doubt that this case was pending in the Court of Customs and 
Patent Appeals. There was no doubt that it was pending on the effective date of 
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the Act. The only question, then, was whether the provisions of the Act were “ap- 
plicable to the subject matter of the appeal.” Well, the subject matter of the ap- 
peal was the cancellation of a trade-mark, and the new Act is certainly applicable to 
that ; Section 14 very plainly applies to the cancellation of trade-marks. So I said, 
and my opponent agreed with me, that the new Act applied. 

What the amici did was this: they pointed to Section 46 (a) which reads, in 
part: 


This Act shall be in force and take effect one year from its enactment, but except as 
otherwise herein specifically provided, shall not affect any suit or proceeding then pending. 


and they said: “See, the Act does not apply to proceedings pending on its effective 
date,” overlooking “except as herein specifically provided.” My position was, and 
is, that one of the exceptions is stated in Section 47 (b) ; that if 47 (b) does not 
mean what I think it means, then it has no meaning at all and might just as well 
be eliminated from the statute. Perhaps it should have been, but it wasn’t; there 
it is, and it must mean something. I think it applied to the McPartland appeal. 


California Fruit Growers Exchange v. Sunkist Baking Company 


Now we will pass to the Sunkist case in which, apparently, that same question 
was raised. The District Court’s findings and conclusions in the Sunkist case 
were filed on November 14, 1946 (71 U.S. P. Q. 224) and the appeal was argued 
before the Court of Appeals on December 23, 1947. I have not looked up the 
docket entries, but I think it is fair to assume that the appeal was pending on July 5, 
1947. So that if my view is correct, then the Lanham Act would have applied to 
that appeal too. And that is exactly what the court held: “The parties conceded 
that the Lanham Act applies.” Now no concession by the parties as to the applicable 
statutory law would have been binding on the court, so the court thought the Lan- 
ham Act applied too. It is interesting to note who the counsel were who made the 
concession. One was Leonard S. Lyon, who is perhaps the leading patent and 
trade-mark lawyer on the Pacific Coast, and the other, or among the others, was 
Casper W. Ooms, the former Commissioner of Patents. Dr. Derenberg told me 
at dinner tonight that Mr. Ooms did not actively press for the applicability of the 
new Act; he simply conceded that if his opponents and the court wanted to apply 
the Act it was all right with him; but, in any event, he did not take a contrary view. 
So we have two eminent counsel conceding that the Lanham Act applied, and we 
have the Court of Appeals for the Seventh Circuit holding that it applied. So 
you see, maybe I was right in the McPartland case after all, and the amici were 
wrong ! 

However, Section 47 (b) is really not a very important section because it relates 
only to appeals that were pending on the critical date of July 5, 1947. The number 
of such appeals must have been limited and, in due course, all of them will be dis- 
posed of, and then the section will become of historic interest only. So perhaps we 
should not spend any more time on it. 

I would now like to discuss briefly another phase of the Sunkist case. Having 
decided that the Lanham Act applied, the court proceeded to apply it, particularly 
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Section 32 (1), the section having to do with infringement. Mr. Hoge, in his 
talk last week, discussed the differences between the language of Section 16 of the 
1905 Act. I do not want to repeat much of what he said, but I would like just 
briefly to point out the difference between the new section and the old section be- 
fore studying the court’s discussion of infringement in the Sunkist case. 

Relief against trade-mark infringement may be granted on one or more of three 
grounds: 

(1) The defendant’s goods are believed to originate with the plaintiff (confu- 
sion as to source of origin). This is the ordinary passing-off case. The Aunt 
Jemima (247 Fed. 407) and the Rolls-Royce (4 F. 2d 333) cases were decided on 
that ground. 

(2) Plaintiff is believed to sponsor or to be in some way connected with the 
defendant or its goods. (Sponsorship.) The Vogue case (300 Fed. 509) is per- 
haps the first of these, and Triangle v. Hanson (74 U.S. P. Q. 280) in the Eighth 
Circuit is another. 

(3) The defendant’s use of the mark dilutes or whittles away its value to the 
plaintiff (Dilution.) The Tiffany case (23 T.-M. R. 117) is always cited as the 
outstanding example of that kind of infringement. 

Relief on the second and third grounds has never been given in a statutory ac- 
tion, and relief on the first ground has been given in a statutory action only when 
the merchandise of the parties have possessed substantially the same descriptive 
properties. 

Section 16 of the 1905 Act reads in part as follows: 


Sec. 16. That the registration of a trade-mark under the provisions of this act shall 
be prima facie evidence of ownership. Any person who shall without the consent of the 
owner thereof reproduce counterfeit copy, or colorably imitate any such trade-mark and 
affix the same to merchandise of substantially the same descriptive properties as those 
set forth in the registration . . . . and shall use . . . . such reproduction, copy or colora- 
ble limitation in commerce . . . . shall be liable to an action for damages therefor at 
the suit of the owner thereof; ... . 


The limitation to use on “merchandise of substantially the same descriptive 
properties” reflected the common law of the day. This law was well stated by the 
Supreme Court in the Simplex case (269 U. S. 372): 


The mere fact that one person has adopted and used a trade-mark on his goods does 
not prevent the adoption and use of the same trade-mark by others on articles of a different 
description. 


The sole criterion of infringement of Section 16—assuming the defendant's 
mark to be identical with plaintiff’s or a colorable imitation of it—was whether the 
defendant had affixed his mark “‘to merchandise of substantially the same descrip- 
ive properties as those set forth in the registration.” The words confusion, mis- 

ake, or deception do not appear. However, the courts in applying Section 16 often 
rrived at their conclusions inductively, first ascertaining confusion or likelihood 
f confusion as to source of origin (or their absence) and reasoning from this that 
e merchandise had (or had not) the same descriptive properties. Nevertheless it 
as always necessary for a plaintiff to plead and to prove that the merchandise to 





38 T.-M. R. TRENDS IN INTERPRETATION 507 


which defendant had affixed his mark had the same descriptive properties as those 
set forth in the plaintiff’s registration. 

The practice was very flexible, however, as demonstrated in the two cases in- 
volving beer and salt extract; the Blue Ribbon case (284 Fed. 110), and the old 
Budweiser case (295 Fed. 306). In each of these, as you will remember, the plain- 
tiff had registered its mark for use on beer, and the defendant had employed the 
same mark on malt extract, used or usable in the manufacture of beer. In the Blue 
Ribbon case the court found that there was no likelihood of confusion, holding, 
inferentially in any event, that the goods of the parties did not have the same de- 
scriptive properties. In the Budweiser case, on the contrary, the court found that 
there was likelihood of confusion and found for the plaintiff, holding, inferentially 
—as it had to hold in order to decide for the plaintiff under the statute—that the 
goods of the parties had the same descriptive properties although they were the same 
goods that had been held not to have the same descriptive properties in the Blue 
Ribbon case. The reason for the inconsistency is to be found, of course, in the 
differences between the marks. Blue Ribbon is commonplace, while Budweiser is 
distinctive. 

But the inductive approach was not always used. There were cases where 
relief under the statute was denied on the ground that the merchandise of the 
parties did not have the same descriptive properties, but where the courts, neverthe- 
less, found likelihood of confusion as to source of origin; Waterman v. Gordon 
(72 F. 2d 272) involving fountain pens and razor blades, and Bulova Watch v. 
Stolzberg (69 F. Supp. 543), involving watches and shoes, are examples. Relief 
was granted plaintiff in each of these cases, but not under the statute. In the Water- 
man case, Judged Learned Hand said: 


razor blades are sold very generally by others than razor blade makers and might well 
be added to the repertory of a pen maker. 


In the Bulova case, Judge Sweeney said: 


Watches and shoes, while non-competing, are not so remote as to foreclose the pos- 
sibility that they come from the same source. Defendant, by using the trade-mark on 
low price shoes, stands to injure plaintiff’s reputation and dilute the quality of his trade- 
mark . . . . defendant, while not an infringer under the Trade-Mark Act, is neverthe- 
less to be enjoined from the use of the plaintiff’s common law trade-mark “Bulova” in 
connection with the sale of shoes. 


(It’s a little difficult to follow the judge here, I must confess; watches and shoes 
do seem pretty remote from each other.) The converse could never have been true 
under the 1905 Act—a court finding that the goods of the parties did have the same 
descriptive properties, yet denying relief because of lack of confusion as to source 
of origin. Confusion was merely a preliminary test applied to determine the ulti- 
mate fact—the sine qua non of infringement—the substantial sameness of descrip- 
tive properties. 

The Lanham Act has changed this and has made confusion as to source of origin 
the ultimate fact and sine qua non of infringement. 

Section 32 (1) of the Lanham Act reads in part as follows: 
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Sec. 32 (1). Any person who shall, in commerce, (a) use, without the consent of 
the registrant, any reproduction, counterfeit, copy or colorable imitation of any registered 
mark in connection with the sale, offering for sale or advertising of any goods. . 
on or in connection with which such use is likely to cause confusion or mistake or to de- 
ceive purchasers as to the source of origin of such goods . . . . shall be liable to a civil 
action by the registrant. . . 


This is not, in my opinion, merely a shift of emphasis ; the Lanham Act in estab- 
lishing confusion as to source of origin as the sole criterion of infringement, has 
broadened the base of the statutory action. For example: Although razor blades 
do not have the same descriptive properties as fountain pens, nor shoes the same 
descriptive properties as watches, nevertheless had the Waterman and Bulova cases 
been brought under the Lanham Act, statutory relief might have been granted on 
the basis of the facts as found. However, I do not think that the new section is 
broad enough to include either the sponsorship or the dilution cases. Miss Robert, 
in her book on the Lanham Act, is inclined to the view that the language is broad 
enough to cover the sponsorship, but not the dilution cases. I agree as to the dilu- 
tion cases, but not as to the sponsorship cases. Take the Vogue case, for example: 
it was not suggested that women buying Vogue hats imagined that they had origi- 
nated with the magazine, but merely that the magazine had sponsored them. I 
know that in Triangle v. Hanson there was no suggestion that the magazine Seven- 
teen was manufacturing or selling dresses. Both of those cases proceeded on the 
sponsorship theory and were decided under the common law. Nor could they have 
been brought under the statute today. 

Now let us consider the Sunkist case again. There were two plaintiffs ; one us- 
ing the trade-mark “Sunkist” on citrus fruits, the other using it on canned and 
dried fruits and vegetables including raisins. The defendant used the same trade- 
mark on bread, raisin bread and buns. The action was for statutory infringement 
and unfair competition at common law. 

The District Court found: 


14. The goods sold by plaintiffs under the trade-marks “Sunkist” and ‘“Sun-Kist,” 
and the bread and buns marketed by defendants bearing the name “Sunkist” and the name 
“Sunkist Baking Company” are goods of substantially the same descriptive properties. 


This, of course, was enough under the 1905 Act to entitle the plaintiff to a judg- 
ment. It was not necessary that the court find confusion as to source—although as 
a matter of fact it did. 


12. The use of the word “Sunkist” by the defendants is likely to cause confusion or 
mistake in the minds of the public and to deceive purchasers. Bread belongs to the same 
general class of merchandise as the fruit and canned fruits and vegetables marketed by 
plaintiffs. Defendants’ bread bearing the word “Sunkist” as used by defendants would 
naturally or reasonably be supposed to come from plaintiffs. 


The Court of Appeals, like Peter, thrice denied that the District Court had made 
any finding of confusion as to source, then said that if there were any such finding 
it was not sustained by substantial evidence! 

The Court of Appeals scolded the District Court for making findings consonant 
with the 1905 Act, although the case was decided eight months before the Lanham 
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Act became effective. The Court of Appeals objected to the District Court’s inte- 
grating confusion with the fact that the goods of the parties belong to the same 
class, although courts had been doing that very thing for years. What the Court 
of Appeals seemed to object to was that the District Court first found that the mer- 
chandise of the parties had the same descriptive properties and concluded from this 
that the use of the same trade-mark on each would cause confusion—that the court 
had reversed the time-honored method of reasoning from confusion to sameness of 
descriptive properties and had proceeded the other way about, from sameness of 
descriptive properties to confusion as to source. Of course the District Court had 
done no such thing, but even if it had, what of it? 

If the District Court, finding that fruits, vegetables and bread all had substan- 
tially the same descriptive properties, had found, nevertheless, that there was no 
likelihood of confusion as to source of origin, then a reversal under the Lanham 
Act would have been in order—except for the interdiction of the Act itself. Section 
49 reads: 


Sec. 49. Nothing herein shall adversely affect the rights or the enforcement of rights 
in marks acquired in good faith prior to the effective date of this Act. 


One of the rights enforceable by the plaintiffs prior to the effective date of the 
Lanham Act was the right to enjoin a defendant affixing “Sunkist” “To mer- 
chandise of substantially the same descriptive properties” as those set forth in 
plaintiffs’ registrations, and the Lanham Act by its express terms could not ad- 
versely affect that right. 

However, the whole involved argument is rendered nugatory by two simple 
conclusions of the Court of Appeals. 


(1) Fruits and vegetables are not in the same general class of merchandise as bread, 
nor are they goods of the same descriptive properties as bread. 

(2) the record is wholly devoid of any . . . . substantial evidence to support a find- 
ing of a likelihood of confusion as to the source of origin as required to constitute in- 
fringement under the Lanham Act. 


So the complaint had to be dismissed under either Act! 

What moral can we draw from these two decisions? That courts as well as 
lawyers can disagree over the interpretation of our shiny new trade-mark law just 
as vigorously as they used to disagree over the interpretation of the old 1905 Act— 
and, I dare say, the older 1881 Act as well. Which is both a pity—and a comfort! 
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RECENT CANADIAN TRADE-MARK DECISIONS 
Harold G. Fox* 


During the past year several interesting decisions in matters concerning trade- 
marks have been handed down in Canada. The first of these, although not strictly 
a decision on a point of trade-mark law, is of interest to practitioners in that it was 
concerned with the deductibility for income tax purposes of expenses laid out by 
a corporation in conducting passing off and unfair competition litigation in the 
United States. In Hudson’s Bay Company v. Minister of National Revenue 
(1947), 6 Fox Pat. C. 49, the Hudson’s Bay Company brought action in the State 
of Washington, U. S. A., to restrain the Hudson Bay Fur Company, Inc., from 
carrying on business under that name. The action was concluded in the plaintiff's 
favour and the plaintiff company then claimed to deduct for income tax purposes 
the legal expenses it had incurred in undertaking such litigation in the United 
States. Angers, J., in the Exchequer Court, held that the action taken by the Hud- 
son’s Bay Company to check the interference of the American company was legiti- 
mate and that the legal costs incurred in protecting its trade-mark were properly 
chargeable as deductions against its Canadian income. 

In A. A. Allen and Company Limited v. Kates, et al. (1947-8), 7 Fox Pat. C. 
1, the plaintiff company had for many years carried on the business of dealing in 
furs under the name “Allan Furs.” In 1932 the defendant’s business was com- 
menced by John Douglas Allan, for the purpose of cleaning, repairing and restoring 
furs, under the name “Allan Furs.” The business, by mesne assignments, became 
the property of the defendants, who sometime thereafter commenced to sell fur coats. 
In the Ontario High Court of Justice, Wilson, J., held that the plaintiff company was 
debarred from obtaining an injunction, in view of its delay in bringing action. In 
addition it was held that there was no evidence that the public was likely to be con- 
fused between the two businesses, which were of different types. 

This judgment is questionable in view of the well established principle that 
mere delay and nothing more cannot bar a plaintiff’s cause of action either by way of 
infringement or passing off or constitute a valid reason for refusing a permanent 
injunction, except in cases where the delay has been so long and the use by the 
defendant or others so manifest, that the plaintiff's mark has thereby lost its dis- 
tinctiveness. 

Whether the business of selling furs and fur coats is a different business from that 
of cleaning, repairing, restoring and selling furs, is a question which, it is submitted 
with respect, ought to be answered in the negative. 

The reasons for judgment contained no reference to the fact that the defendant’s 
business was originally carried on by a person having the name “Allan.” So long 
as that person continued to operate the business under his own name, he could not 
be enjoined from doing so, on well established principles as laid down in the Supreme 


* Harold G. Fox, K.C., is the author of several textbooks on the Canadian law of copyright 
and trade-marks. Member of the staff of the University of Toronto Law School. 
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Court of Canada in Hurlbut Company Ltd. v. Hurlburt Shoe Company [1925], 
S. C. R. 141. It is a question whether, after the acquisition of a good-will in that 
name and the subsequent transfer of the business to another, the name ought then 
to be changed. 

The question of descriptive words and their registration arose in two cases. 
In G. A. Hardie Co. Ltd. v. The Registrar of Trade-Marks (1947), 7 Fox Pat. C. 
5, it was held that the word-mark ‘‘Super-weave” as applied to textiles was a mark 
which was properly registered on proof that it has acquired a secondary meaning. 
It was held to be a word capable of acquiring distinctiveness and not a mere laud- 
atory epithet, but was, in each of its component parts, descriptive of the goods to 
which it was applied. On the other hand, in Standard Stoker Company, Inc. v. 
The Registrar of Trade-Marks (1947), 7 Fox. Pat. C. 10, it was held that the 
word “Standard” is a mere laudatory epithet and no amount of use could cause it to 
acquire a secondary meaning. This decision has already been commented upon 
by Mr. Geo. H. Riches in 38 T.-M. R. 165, particularly as to that part of the judg- 
ment which held that the trade-mark as used consisted of the words “Standard 
Stokers,” and that, therefore, the word “Standard” had not been used by the appli- 
cant as a trade-mark and was not, therefore, open to registration. 

Two judgments of considerable importance were concerned with the well-known 
trade-mark “Frigidaire.” In General Motors Corporation v. Bellows: Bellows v. 
General Motors Corporation (1947), 7 Fox Pat. C. 19. General Motors Corpora- 
tion applied under Section 52 of the Unfair Competition Act for an order expung- 
ing the trade-mark ‘“‘Frozenaire’’ registered for similar wares, namely refrigerators 
and refrigerating systems. The respondent Bellows filed a cross petition for ex- 
pungement of the word-mark “Frigidaire” on the ground that it was descriptive 
and had not been registered in accordance with the appropriate procedure in effect 
at the time of application. General Motors filed a further petition asking the court 
for an order permitting registration of the mark under Section 29 of the Act if 
the court should find that the word-mark “Frigidaire” was, as alleged, descriptive. 

On the first motion it was held that the onus of establishing similarity is upon 
the applicant. The respondent had used the mark in substantially the manner com- 
plained of for more than five years immediately before the commencement of the 
proceedings and, therefore, the presumption of knowing adoption established by 
Section 10 of the statute did not arise. The applicant’s mark being for a combina- 
tion of two well-known English words the two marks in question did not so clearly 
resemble each other as to be likely to cause confusion. 

On the cross petition (reported 1947-48, 7 Fox Pat. C. 130), the court held 
that the word “Frigidaire” was not an invented word but was descriptive of the 
character or quality of the goods to which it was applied. An entry as it appears on 
the register speaks as of the date of registration. If it was then invalid it remains 
invalid. No evidence that a secondary meaning had been acquired subsequent to 
registration can affect the question as to whether or not the mark at the time of reg- 
istration was distinctive. Having been registered in the ordinary course, and not 
by the appropriate procedure by means of which registration is permitted only upon 
proof of secondary meaning, the mark was ordered to be expunged. 
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On the third application, it was held that the evidence presented showed that the 
word-mark “Frigidaire” had at the time of hearing acquired a distinctive and sec- 
ondary meaning and that its registration should be authorized under Section 29. 
It was further held that the applicant was not barred from making application under 
Section 29 by the fact that it had previously registered this mark under the gen- 
eral provisions of the now repealed Trade-Mark and Design Act. 

These decisions are now the subject of a pending appeal to the Supreme Court 
of Canada. 

The judgment of the Exchequer Court reported (1945-46), 5 Fox Pat. C. 169 
in Gula v. B. Manischewitz Co. was confirmed by the Supreme Court of Canada 
as reported at (1947-48), 7 Fox Pat. C. 51. This litigation concerned the trade- 
mark ‘Tam Tam” as applied to matzos biscuits and crackers, which was alleged 
to be infringed by the word-mark “Tum Tum.” Attack was made on the registra- 
tion on the ground that, in Hebrew or Yiddish, the mark “Tam Tam” was descrip- 
tive. It was held that, under Section 26(c) of the Unfair Competition Act, a for- 
eign word other than one which has become familiar to English and French speak- 
ing people is a good subject of a trade-mark even though to one section of the 
population of a racial stock neither French nor English it would, either written 
or pronounced, suggest an idea descriptive of the goods to which it is applied, pro- 
vided that it is not the name in any language of such wares within the meaning of 
Section 26(e). 

In Mathews-Wells Co. Ltd. v. Dastous et al. (1947-48), 7 Fox Pat. C. 60, 
certain trade-marks of which the main features were the representation of a red 
rose and the words “Rose Brand” were alleged to be infringed by the use of the 
word “Rosie” as applied to similar goods. The defendant’s plea that his trade- 
mark was nothing more than the diminutive form of his christian name was not 
accepted as a defence by the court. 

In delivering the judgment of the Exchequer Court, Cameron, J., pointed out 
that the production of a certified copy of a registration is conclusive evidence that 
at the date of the registration the trade-mark therein menioned was in use in Canada 
for the purpose therein set out, in such manner that no person could thereafter 
adopt the same or a similar trade-mark for the same or similar goods in ignorance 
of the use of the registered mark by the owner thereof for the said purpose in Can- 
ada. The effect of this section is materially to temper the presumption of knowing 
adoption accorded by Section 10. It seems strange that the provisions of Sec- 
tion 18(2) were not imported directly into Section 10 when the Act was drafted. 

An interesting point of practice was decided in the case of American Fork and 
Hoe Company v. Lansing Engineering, et al. (1947-48), 7 Fox Pat. C. 71. In this 
action, which is now pending, and is on concerning infringement and passing off, it 
appeared that the plaintiff was resident outside the jurisdiction, and the defedant 
thereupon moved for an order for securty for costs. It was proved, however, that 
a Canadian corporation having substantial assets in Canada was a wholly owned 
subsidiary of the plaintiff company. It was, therefore, held that security for costs 
will not be ordered against a plaintiff resident in a foreign jurisdiction where 
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that plaintiff has within Canada assets sufficient to pay any costs which may become 
payable to the defendant in the action. 

A further proceeding was taken between the parties concerned in the last case 
based upon the same marks. This application, The American Fork and Hoe Com- 
pany v. Lansing Engineering, et al. (1947-48), 7 Fox Pat. C. 75, was taken under 
Section 52 of the Unfair Competition Act. The applicant, owner of the word-mark 
“True Temper” and a design mark consisting of the same words with the cross- 
bars of the two initial letters extending horizontally across the top of the remaining 
letters in each word, both applied to fishing rods, moved to expunge the word-mark 
“Triple Taper” applied to similar articles, on the ground of confusing similarity. 
In evidence it was shown that, as used in the market, the respondent also extended 
the cross-bars of the initial letters horizontally across the top of the remaining let- 
ters in each word, although as registered the mark appeared in its word form. 
It was held that the marks were not similar and did not bear such a resemblance to 
each other as to be likely to cause confusion. The court pointed out that the power 
conferred on the court by Section 52 to expunge a trade-mark does not include the 
power to expunge a word-mark properly on the register merely because, in some 
instances, it has been used with a variation, the result of which might be that, as 
so used, it is similar to the design mark of another party. Evidence of such use 
is relevant on an application to register but not on an application to expunge. 

The trade-mark “Triple Taper” was registered prior to the registration of the 
applicant’s trade-mark “True Temper” in both its word and design forms. This 
raised the question already considered in such well known cases as Canada Crayon 
Co. Limited v. Peacock Products Limited [1936], Ex. C. R. 178, Fine Foods of 
Canada Limited v. Metcalfe Foods Limited [1942], Ex. C. R. 22; 2 Fox Pat. C. 
113, 202; Fisher v. British Columbia Packers Limited, discussed in 1945, 40 
T.-M. Bull. 124 (see also 1945, 37 T.-M. R. 33) of the paramount position of a 
prior registrant over a prior user. The question was argued strenuously on both 
sides at the hearing, but the Judge of the Exchequer Court did not feel it necessary 
to decide the point in view of that fact that he found that there was no confusing 
similarity between the trade-marks in question. 

An appeal has already been argued before the Supreme Court of Canada but 
judgment is not expected for some months. 

The important point last mentioned in the American Fork and Hoe case, 
namely, the paramount position as between a prior user and a prior registrant did, 
however, come squarely for decision in Feingold, et al. v. Demoiselle Juniors 
Limited (1947-48), 7 Fox Pat. C. 118. Cameron, J., in the Exchequer Court, 
considered the question exhaustively and arrived at a conclusion completely opposed 
to the jurisprudence established in the previous decisions in the same court. 

The plaintiff had used the trade-name “Junior Mademoiselle Frocks” and a 
word-mark applied to the. sale of ladies’ dresses consisting of the words “A Junior 
for Mademoiselle.” In 1946, the defendant company applied for and obtained reg- 
istration of the word-mark “Demoiselle Junior” applied to the same class of goods, 
namely ladies’ dresses. Upon an application to expunge it was held that the 
defendant’s word-mark was similar to the trade-name and the word-mark of the 
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plaintiffs. Cameron, J., considered the earlier cases above mentioned and carried 
to its logical conclusion the jurisprudence laid down by O’Connor, J., in Standard 
Brands Limited v. Staley (1945-46), 5 Fox Pat. C. 176, in which it was pointed 
out that, according to the clear words of the statute, the exclusive use of a trade- 
mark in Canada is given to the person who first uses the trade-mark. The defend- 
ants argued that the provisions of Section 4(2) and (3) of the Unfair Competi- 
tion Act, and the decided cases thereunder constituted a bar to the success of the 
plaintiff’s motion. In giving judgment, Cameron, J., said as follows: 


I have been referred to three cases decided in this Court: Canada Crayon Company 
Limited [1936], Ex. C. R. 178; Burshtein v. Disston [1940], Ex. C. R. 79; and C. Fairall 
Fisher v. B. C. Packers Limited [1945], Ex. C. R. 128. All of these I have carefully 
considered. 

In my view, the problem is simplified if it is kept clearly in mind that in proceedings 
under Section 52 of the Unfair Competition Act consideration must be directed primarily 
to the rights of the registered owner—not to those of the applicants. It is the existing 
rights of the registered owner as they are defined or expressed in the register that may 
be challenged and not the merits or demerits of the party moving under Section 52. The 
registrar may move to challenge the validity of the registered mark and so also may any 
person interested, as defined in Section 2(h). The person interested does not need to 
have been himself the user of any mark similar to that of the registered owner. He has 
the necessary status if by reason of the nature of the business carried on by him, and 
the ordinary mode of carrying on such business, he may reasonably apprehend that the 
the good-will of his business may be adversely affected by any entry in the Register 
of Trade-Marks. The authority of any “person interested” to institute proceedings 
under Section 52(1) is not, I think, to be cut down by the somewhat obscurely expressed 
provisions of Section 4(2) (3). 

It is to be kept in mind that the tenor of the whole Act is to prevent unfair com- 
petition. Section 3 forbids the deliberate adoption of a mark similar to any trade-mark 
in use, or in use and known as therein described. Section 4 (1) gives exclusive use to 
one who first uses or makes known his mark in Canada, if registered. I can find no sec- 
tion of the Act which in clear terms gives any rights to one who was not the first to use 
or make known his mark in Canada. Section 4 (3) does not, in my view, confer any 
rights on a later user who has registeretd his mark, but is a mere direction to the 
Registrar to take into account the condition of the Register at the time an application is 
made under Section 4 (3), and to act accordingly. 

The Act does recognize the possibility that registrations may take place in con- 
travention of the Act itself, and for that reason Section 52 confers power on the court 
to amend or expunge such marks. Section 10(b) places the onus on one who adopts a 
trade-mark identical with or similar to one already in use, or in use and known, to 
establish affirmatively that at the time of its adoption he was ignorant of the other mark, 
that he acted in good faith and believed himself entitled to adopt and use it. The very 
wide authority under Section 52 to challenge the validity of a registered mark cannot, 
therefore, in my view, be narrowed down by inferences from the provisions of Section 4(2) 
(3). I can find no provision in the Act which would indicate that one who is not the 
first to use or to make known his mark in Canada (and which mark, therefore, lacks 
registrability), can, by getting to the Registry Office first and registering his mark, 
acquire registrability and maintain it, unless such later user can bring himself within the 
provisions of Section 10. To hold otherwise would be to uphold a claim which in its origin, 
at least, was “contrary to honest industrial and commercial usage” (Section 11(c).) 

I prefer the views expressed by the late President of this Court in Fine Foods of 
Canada Limited v. Metcalfe Foods Limited (1942), Ex. C. R. 22. In that case 
Maclean, J., held that Section 4(2) would be a bar to the success of the petitioner 
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unless that subsection was materially qualified by some other section of the Act. He 
then considered Sections 3 and 10, and, having found that the respondent had brought 
itself within the provisions of Section 10 in that it adopted its mark without knowledge 
of the petitioner’s mark, and had acted in good faith, he decided that the petition should 
be dismissed. I think it is clear, however, that had the respondent there not been able 
to establish its good faith, the petition to expunge would have been granted. 

Section 4(2), read in the light of other sections of the Act, is very difficult to construe. 
It might well be argued that, from its position in Section 4, the expressions it contains are 
intended to operate only in favour of the first user who registered under subsection (1), 
or possibly under subsection (3). I do not, however, find it necessary to reach a final 
conclusion on that point. 

I adopt the views expressed by Maclean, J., in the case of Fine Foods of Canada 
Limited v. Metcalfe Foods Limited (supra), and having found that the marks of the 
plaintiffs and defendant are “similar,” and that the plaintiffs are “persons interested,” 
that therefore the burden of establishing good faith is on the defendant pursuant to 
Section 10(b). 


The Unfair Competition Act is, of course, notorious for its bad draftsmanship. 
This last decision does, however, serve to clarify the position of a first user to a 
certain extent. It at least precludes the prior registrant who has knowingly adopted 
a trade-mark the same as or similar to one previously used from asserting his reg- 
istration over the rights of the prior user. Whether a prior registrant’s rights 
should go even that far is of course a moot question. It should not, however, have 
required fifteen years from the date of enactment of the statute to settle such a vital 
point. 
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TRIANGLE PUBLICATIONS, INC. v. ROHRLICH, etc. 
ROSENBAUM, etc. v. TRIANGLE PUBLICATIONS, INC. 


Nos. 52-53—C. C. A. 2—April 14, 1948 


TRADE-MARKS AND UNFAIR COMPETITION—RIGHT TO RELIEF—PARTICULAR INSTANCES 

Trial court’s finding of unfair competition affirmed, where plaintiff was prior user of 
“Seventeen,” as valid trade-mark, for magazine devoted to interests of girls, which had 
acquired secondary meaning, and defendant began to use “Miss Seventeen,” for girdles, result- 
ing in likelihood of confusion through public believing defendant’s goods to be sponsored by 
plaintiff. 

TrRaDE-Marks—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—GENERAL 

Plaintiff’s use of “Seventeen” held arbitrary and fanciful rather than descriptive of maga- 
zine or its subject matter; and evidence of record held to support finding that “Seventeen” 
as used by plaintiff had almost immediately acquired a secondary meaning. 

CourTs—FEDERAL APPELATE PROCEDURE—TRIAL Court FINDINGS 

Finding of deliberate intent to compete unfairly held to involve questions of credibility for 
trial court’s determination and to be supported by the evidence of record. 

TRADE-MARKS AND UNFAIR COMPETITION—EVIDENCE OF CONFUSION—EFFECT OF INTENT 

Selection of the word “Seventeen” by defendants with intent to deceive was in itself 
evidence that there would be likelihood of confusion and that such confusion would work to 
their advantage. 

TRADE-MARKS AND UNFAIR COMPETITION—RIGHT TO RELIEF—NoN-CoMPETING Goops 

Plaintiff who has established a right to trade-name, which is fanciful or arbitrary or 
which has acquired secondary meaning is entitled to protection against the use of that 
mark by others even upon non-competing goods, if defendant’s goods are likely to be thought 
to originate with plaintiff. 

Prior use of “Seventeen,” by third parties, on cosmetics, held to have no bearing on the 
issues herein and would not destroy value of the name which plaintiff built up for magazine, 
in the apparel field, nor provide defense for defendant’s subsequent unfair competition. 

TRADE-MARKS AND UNFAIR CoMPETITION—SCOPE OF RELIEF—ACCOUNTING 

Judgment for plaintiff Triangle modified to dispense with accounting where goods of the 
parties were non-competing so there is no basis for awarding profits as an equitable meas- 
ure of loss sustained by plaintiff. 


Appeals from Southern District of New York. 

Trade-mark infringement and unfair competition suit by Triangle Publication, 
Inc., against Joseph D. Rohrich, Helen E. Rosenbaum, Howard Strumpf, Reda 
Rosenbaum Slater, and Helen E. Rosenbaum and William M. Pollack, Trustees for 
Paula Rosenbaum under trust dated March 1, 1945, individually and as copart- 
ners doing business as Miss Seventeen Foundations Co. 

Suit for injunction by Helen E. Rosenbaum, Joseph D. Rohrlich, Reda R. Slater, 
and Helen E. Rosenbaum and William M. Pollack, as Trustees under the Paula 
Rosenbaum Trust dated March 1, 1945, copartners doing business as Miss Seven- 
teen Foundations Co., against Triangle Publications, Inc. 

Both parties appeal from judgments for Triangle Publications, Inc. Modified 
as to grant of accounting to Triangle but otherwise affirmed; and affirmed in con- 
solidated suit dismissing complaint against Triangle. 
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Lord, Day & Lord, New York, N. Y. (Herbert Brownell, Jr., and Woodson D. 
Scott, of New York, N. Y., and Murdoch, Paxson, Kalish & Dilworth and 
Richard Dilworth, of Philadelphia, Pa., of counsel for Triangle Publications, 
Pa. 

Pennie, Edmonds, Morton & Barrows (George E. Middleton and William \M. 
Pollack of counsel) of New York, N. Y., for Rohrlich et al. and Rosenbaum, 
et al. 


Before Aucustus N. Hanp, CrarkK and Frank, Circuit Judges. 
Aucustus N. Hann, C. J.: 


The plaintiff, Triangle Publications, Inc., a Delaware corporation, has published 
since September, 1944, a girls’ magazine entitled Seventeen, for which a trade-mark 
registration was granted to plaintiff on January 9, 1945, for “monthly magazine 
devoted to the interests of girls.” In February, 1945, the defendants, citizens of 
New York, adopted “Miss Seventeen Foundations Co.” as a partnership name 
under which to make and sell girdles, and “Miss Seventeen” as the trade-mark for 
those girdles. They registered “Miss Seventeen” as a trade-mark for such girdles 
on June 28, 1945. 

Early in 1946 the plaintiff began to write letters to some of defendants’ cus- 
tomers charging them with trade-mark infringement and stating that if they did 
not discontinue the use of the mark “Seventeen” it would institute suit to enjoin 
its future use by them and to recover damages. Believing this claim to be unwar- 
ranted, the defendants brought an action in the Supreme Court of New York to 
restrain such interference with their business. The plaintiff removed the action 
to the District Court for the Southern District of New York and instituted an action 
of its own for infringement of its registered trade-mark and unfair competition by the 
use of “Seventeen’’ on defendants’ girdles. It at the same time interposed counter- 
claims in the removed action which are substantially identical with the complaint in 
its own action. The two suits were consolidated for trial. Howard Strumpf, listed 
as a party-defendant in the action by Triangle Publications, Inc., was not served 
with process and did not appear. In the present opinion we shall call Triangle Pub- 
lications, Inc., plaintiff and Miss Seventeen Foundations Co., defendant. 

The District Court was of opinion that magazines and girdles were not goods 
of the same descriptive properties and reached the conclusion that therefore defend- 
ants were not “guilty of statutory trade-mark infringement,” but it determined 
that the defendants were guilty of “unfair competition and unfair trading entitling 
plaintiff to relief.” It accordingly entered a judgment granting a permanent injunc- 
tion against the further use by defendants of the word “Seventeen” or the numeral 
“17” and ordering an accounting of all defendants’ profits realized in the sale of 
girdles under this trade-mark subsequent to October 4, 1945. It also entered a judg- 
ment dismissing the defendants’ action. 

The plaintiff has appealed from so much of the judgment in its own action 
as failed to order an accounting of profits from the time the defendants originally 
commenced doing business as “Miss Seventeen Foundations Co.” until October 4, 
1945. The defendants have appealed from the judgments in both actions. 
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The judge found that from September, 1944, when the plaintiff first published 
its magazine Seventeen for girls thirteen to eighteen years of age, the magazine 
became an important medium for advertising teen-age apparel and accessories, and 
that by January, 1945, a large proportion of the users of teen-age apparel had 
acquired a belief that articles, including girdles, advertised in or mentioned edi- 
torially by the magazine had an added desirability. He found further that by 
January, 1945, the use of “Seventeen” to descrbe any article of teen-age apparel, 
including girdles, was likely to create the belief in the mind of teen-age girls that 
the article was advertised in or commented upon editorially by the magazine, and 
that the use of “Seventeen” as a trade-mark or trade-name by a manufacturer of 
teen-age apparel was likely to cause damage to plaintiff’s good-will in the name of 
its teen-age fashion magazine. The judge also determined that “Seventeen” as the 
title of the magazine was a valid trade-mark in that it was arbitrary and fanciful 
and not descriptive of the magazine or its subject-matter and that it almost im- 
mediately acquired a secondary meaning. With regard to defendants’ choice of 
the name “Miss Seventeen” for their girdles, the judge found that when they decided 
to use and did use “‘Seventeen” as part of the trade-name they knew of the exist- 
ence and nature of plaintiff’s magazine and of its success in the teen-age fashion 
field. He found that “Seventeen” was a desirable name for the defendants because 
purchasers would have the orroneous belief that the girdles had been editorially 
approved by or advertised in the magazine and that this belief would aid their 
sales, and also that in advertising they placed primary emphasis upon the words 
“Miss Seventeen” and their retailers naturally tended to stress the word “Seven- 
teen.” 

The judge further found that Seventeen was successful as a teen-age fashion 
magazine, as indicated by the large and rapid increases in its circulation, size, and 
advertising lineage and rates. He also held that it had played an important part 
in the merchandising of teen-age apparel in various ways, such as by conferences 
with manufacturers, editorial fashion comments, sales to manufacturers and mer- 
chandisers of reprints, counter-cards and blow ups of its comments and of advertis- 
ing, monthly bulletins advising merchandisers how to tie in with forthcoming 
issues of the magazine, and by aiding merchandisers in arranging window displays 
and departmental displays. All this would seem to make it clear that the public was 
likely to attribute the use of “Seventeen” in connection with sales of teen-age mer- 
chandise to the plaintiff as a source of sponsorship. 

Inasmuch as we think that the injunction granted by the decree was proper and 
that the court rightly sustained the charge of unfair competition as a basis for it, 
we need not determine whether there was an infringement of the registered trade- 
mark. But whether the defendants infringed a registered trade-mark or were guilty 
of unfair competition, we do not believe that an accounting should have been ordered. 

The Eighth Circuit in Hanson v. Triangle Publications, 163 F. 2d 74 [37 T.-M. 
R. 645], upheld an injunction granted to the same company which is the plaintiff in 
the case at bar, enjoining Hanson and another, manufacturers of dresses for teen- 
age girls labeled “Seventeen for the Junior Teens,” from using the word “Seven- 
teen” in the manufacture, sale, distribution and advertising of such dresses. The 
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court placed its decision upon a holding of unfair competition rather than upon 
infringement of the registered trade-mark for the reason that the trade-mark of 
Triangle Publications, though found to be fanciful and arbitrary, was considered as 
not being used upon “merchandise of substantially the same descriptive properties” 
as defendants. It also affirmed the trial court’s denial of an accounting because 
there was no proof that the plaintiff therein had sustained any loss directly or in- 
directly. Upon facts that were without any significant difference from those in the 
case before us, the Eighth Circuit held that the defendants’ use of “Seventeen” cre- 
ated a likelihood that the public would erroneously believe that defendants’ dresses 
were advertised in or sponsored by the magazine and that the plaintiff's reputation 
and good-will would thereby be injured. For this reason the plaintiff was held 
entitled to protection from such use of the misleading term. Judge Woodrough 
filed a dissenting opinion in which he expressed the view that “Seventeen” was a 
word of mere description which had acquired no secondary meaning. This was in 
effect a dissent upon the facts from the decision of the majority of his court and was 
in contradiction of the findings of the court below. The Supreme Court denied a 
petition for a writ of certiorari in the foregoing suit, 332 U. S. 855. 

We are in accord with the views of the district judge and the Eighth Circuit 
that plaintiff’s use of “Seventeen” was arbitrary and fanciful rather than descriptive 
of the magazine or its subject matter. In other words, it was employed as sym- 
bolical of teen-age girls and their interests rather than in any primary or literal 
sense. In the record before us there was substantial evidence to support the find- 
ings of the district court that the word “Seventeen” as used by the plaintiff had 
almost immediately acquired a secondary meaning and that the defendant’s use of 
that word was likely to cause a confusion as to sponsorship by plaintiff that might 
be harmful to the latter’s reputation. This is particularly shown by the testimony 
of qualified witnesses who were the merchandising business, the tie-ins of the maga- 
zine with manufacturers and retailers noted above, and by the great number of its 
subscribers and advertisers. The district judge’s finding that defendants deliberately 
chose their name in order to take advantage of the likelihood of confusion with plain- 
tiff’s magazine and the attribution of some of their sales to its sponsorship was sup- 
ported by the evidence and involved questions of credibility for his determination. 

This selection of the word “Seventeen” by the defendants with such an intent 
was in itself evidence that there would be a likelihood of confusion and that such con- 
fusion would work to their advantage. Such a prospective gain to the defendants, 
which apparently caused them to make use of the word “Seventeen,” would neces- 
sarily be at the risk of the plaintiff's reputation and the realization of it through 
the erroneously supposed sponsorship of the plaintiff would injure the latter’s repu- 
tation if goods sold by the defendants were inferior to the high quality which the 
public attributed to the goods actually advertised in or commented upon by the 
magazine. We agree with the holding of the Eighth Circuit that the defendants 
cannot lawfully impose any such risk upon the plaintiff by appropriating its name 
“Seventeen” because that name had come to indicate in the teen-age fashion field 
a sponsorship by or some relation to the magazine. 

It is settled law that a plaintiff who has established a right to a trade-name which 
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is fanciful or arbitrary or has acquired a secondary meaning is entitled to protec- 
tion of his reputation against the use of that name by others even upon non-compet- 
ing goods, if the defendants’ goods are likely to be thought to originate with the 
plaintiff. Yale Electric Corporation v. Robertson, 26 F. 2d 272 (C. C. A. 2); 
L. E. Waterman Co. v. Gordon, 72 F. 2d 272 [24 T.-M. R. 347] (C. C. A. 2); 
Standard Brands v. Smidler, 151 F. 2d 34 [35 T.-M. R. 277] (C. C. A. 2); 
Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543 [37 T.-M. R. 41] (D.C. Mass.) ; 
Restatement, Torts, § 730. We can see no reason why the principle laid down by 
the foregoing decisions does not apply to the situation of confusion as to sponsor- 
ship found by the district judge to exist in the record before us. In either case, the 
wrong of the defendants consisted in imposing upon the plaintiff a risk that the de- 
fendants’ goods would be associated by the public with the plaintiff, and it can 
make no difference whether that association is based upon attributing defendants’ 
goods to plaintiff or to a sponsorship by the latter when it has been determined that 
plaintiff had a right to protection of its trade-name. In each case the plaintiff is 
likely to suffer injury to his reputation and his trade-name. Indeed, we have already 
applied this principle in a case involving sponsorship or approval of goods by the 
Boy Scouts of America in Adolph Kastor & Bros. v. Federal Trade Commission, 
138 F. 2d 824 (C.C. A. 2). See also Esquire, Inc. v. Esquire Bar, 37 F. Supp. 
875 [31 T.-M. R. 308] (D. C. S. D. Fla.), where the use of the name of the 
magazine Esquire was enjoined. 

Two decisions upon which the defendants rely are Durable Toy & Novelty 
Corp. v. J. Chein & Co., 133 F. 2d 853 [33 T.-M. R. 186] (C. C. A. 2), and 
Vogue Co. v. Thompson-Hudson Co., 300 F. 509, 6 F. 2d 875 (C. C. A. 6), cert. 
denied, 273 U. S. 706. In the first case we declined to enjoin the use of the name 
“Uncle Sam” in connection with toy banks. In weighing the conflicting interests 
there, it was thought that “Uncle Sam” represented a common name or symbol of 
national solidarity, was a part of the national mythology in the use of which all had 
a measurable interest and was therefore not subject to sole appropriation by any 
individual. It was also thought that the name was most unlikely to have acquired 
any secondary meaning to customers in stores. In the case at bar the name “Seven- 
teen” as applied to plaintiff’s magazine was not used in a descriptive sense and was 
properly held arbitrary and fanciful. The defendants made use of the word as 
referring to the magazine rather than for some legitimate purpose, as was done 
in Durable Toy & Novelty Corp. v. J. Chein & Co., supra. In the Vogue case, an 
injunction was at first denied as to use of the name of the magazine because the 
word “Vogue” was held to be descriptive and to have acquired no secondary 
meaning, though an injunction against the use of that name was later granted because 
of the fraud in defendants’ appropriation of plaintiff’s insignia, the use of which had 
been originally enjoined. We think the facts are thus plainly distniguishable from 
those in the case at bar. Similarly, a reading of the opinions in other cases cited by 
defendants shows that they invoke no different principle of law but are distinguish- 
able on their facts, because they involve merely descriptive names or names which 
had acquired no secondary meaning that extended into defendants’ field so as to 
cause a likelihood of contusion. 
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Defendants argue that plaintiff’s use of the trade-name “Seventeen” subsequent 
to the use of that term by a company named Juerelle, Inc., upon cosmetics tends to 
cause more confusion than does the word as applied to girdles, for the reason that 
the cosmetic field is larger and represents a more general interest on the part of 
teen-age girls. It may be that some confusion was caused in the cosmetic field in 
view of the protest by Juerelle, Inc., against the use of tags furnished by the plain- 
tiff to cosmetic companies which advertised in plaintiff's magazine and competed 
with Juerelle, Inc. But the use of these tags was thereupon abandoned by the 
plaintiff and so far as the record indicates there was no subsequent objection by this 
company to the use by the plaintiff of the trade-name “Seventeen.” In any event, 
this prior use of “Seventeen” in the cosmetic field has no bearing on the issues be- 
fore us and would not destroy the value of the name which the plaintiff has built up 
for its magazine in the apparel field or provide any defense for defendants’ subse- 
quent acts of unfair competition. Del Monte Special Food Co. v. California Packing 
Corp., 34 F. 2d 774 [19 T.-M. R. 443] (C. C. A. 9) ; Restatement, Torts, § 717¢. 
Such was the holding of the court below and of Judge Duncan who rendered the 
decree, afterwards affirmed by the Eighth Circuit, in Triangle Publications v. Han- 
son, 65 F. Supp. 952 [36 T.-M. R. 283] (D. C. E. D. Mo.). 

The trial court allowed an accounting of defendants’ profits, but Triangle Pub- 
lications itself has sold no goods which were in competition with defendants so 
there is no basis here for awarding profits as an equitable measure of a loss sustained 
by plaintiff. Vogue Co. v. Thompson-Hudson Co., supra; Durable Toy & Novelty 
Corp. v. J. Chein & Co., supra; Esquire, Inc. v. Esquire Bar, supra; Restatement, 
Torts, § 747. The cases relied upon by plaintiff for an accounting involved parties 
selling competing goods and are therefore no authority for allowing an accounting 
in the present case. Moreover, there is no evidence that any direct or indirect 
injury has been caused by defendants to the plaintiff's business or good-will. Such 
was the conclusion of the Eighth Circuit in Hanson v. Triangle Publications, supra. 
This denial of an accounting would follow even if we were to rest our decision 
upon an infringement of plaintiff's trade mark which we find unnecessary to do. 
Cf. Vogue Co. v. Thompson-Hudson Co., supra. The plaintiff further relies as a 
justification for an accounting upon the Lanham Act, 15 U.S. C. A. § 1051 et seq. 
We cannot see that this Act affords plaintiff any new rights to an accounting ; Sec- 
tion 35 of the Act relating to an accounting merely states that an accounting shall 
be given “‘subject to the principles of equity.” 15 U. S. C. A. § 1117. 

The judgment in the action by Triangle Publications, Inc., is modified so as to 
dispense with the direction for an accounting, but is otherwise affirmed ; the judg- 
ment dismissing the action brought by Helen E. Rosenbaum, etc., et al., is affirmed. 


FRANK, C., J., dissenting : 


With admirable candor, the trial judge said, in his opinion, that “plaintiff's 
claim to protection” is ‘the farthest that the courts have been asked to extend the 
reach” of the unfair competition trade-name doctrine. Indeed it is. Even in cases 
where there is potential (not presently existing ) competition, the courts today, when 
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they grant relief, do so most cautiously." When they do, it is because of actual or 
probable ‘“‘confusion of source” which may injure the plaintiff's reputation, for the 
“free-ride” theory is today discredited.* In the instant case, there is not even 
potential competition. For the defendants, as sellers of girdles, do not compete 
with plaitutiff, which makes and sells nothing but a magazine, and which does not 
so much as intimate that it contemplates ever making or selling anything else. More- 
over, as I shall try to show™, the positive proof is that plaintiff has not sustained, and 
is not likely to sustain, any actionable loss resulting from defendants’ conduct. Yet, 
as plaintiff requested, the trial judge extended the trade-name doctrine, although he 
conceded that none of the questions of fact was “free from doubt,’ and confessed 
to “some misgivings as to any public benefit from the development of such advertis- 
ing media as the plaintiff's magazine.” In affirming the decree, I think my col- 
leagues have made some vital mistakes both as to crucial facts and legal principles. 
I think, too, that the Supreme Court ought to review this decision, because (as I 
shall try to show) it is at odds with a decision of the Sixth Circuit, and also with 
the rationale of recent decisions of this court (thus leaving the subject in confusion 
in this circuit). 

1. The principal prop of my colleagues’ decision is their conclusion, repeatedly 
stated, that the name “Seventeen” is not descriptive but fanciful. Where a trade- 
name is merely descriptive, of course there is a much heavier burden upon one 
claiming exclusive use. I think that the history (not mentioned by my colleagues) 
of plaintiff’s adoption of that name unmistakably demonstrates that it is descriptive : 

(a) The uncontradicted testimony is that, in the Spring of 1944, that name 
was suggested to the magazine’s founders because it “symbolized all that a teen- 
age magazine should stand for,” namely “the idea of youth.” The editor-in-chief 
of plaintiff's magazine testified that she had recommended the name to plaintiff's 
executive because “the name epitomizes the very spirit of the group of girls I hope 
to reach.” In other words, the founders of this magazine believed that “Seventeen” 
meant “youth” to the general public before plaintiff used that word, and that is why 
plaintiff chose that name. 

(b) Accordingly, before the magazine made its first appearance, plaintiff's 
president, Annenberg, wrote to Booth Tarkington, author of the well-known novel, 
“Seventeen,” a book which dealt with adolescents and which had popularized that 
word as a symbol of adolescence. In this letter, Annenberg, asking for Tarkington’s 
“blessing” of the new publication, said that his staff “would like to call the maga- 
zine Seventeen because this would represent the mean age group to which the 
magazine would appeal.” Here surely, is convincing evidence that plaintiff itself 
thought the name had a well-established popular descriptive meaning, and that 
plaintiff intended to use the name to convey that and no other meaning. 

(c) From 1928 to the present time—including the year in which plaintiff first 
used the name—‘“Seventeen” had been extensively employed and extensively adver- 
tised by others as the name of divers cosmetics to symbolize youth. Thus, on 


, 


1. See discussion, infra, point 6. 
2. See discussion, infra, point 4. 
2a. See discussion. infra, point 7. 
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November 11, 1936, eight years before plaintiff first published its magazine, an 
article by a writer of a women’s page in a New York newspaper, said “Far as we 
know, the only store which has a complete line of cosmetics frankly for young 
girls is R. H. Macy, whose creams, lotions, tonics, lipstick and perfume for the 
gay little snip of a girl in her teens are fittingly called ‘Seventeen.’’”’*® Before de- 
fendants adopted the name in 1944, it had been registered several times in the 
Patent Office by cosmetic companies, once as the name of perfumes and toilet-water, 
once as that of a toilet-soap, and once as that of cleansing-creams and the like. In 
this connection, it should be observed, that, in the May, 1946, issue of plaintiff's 
magazine, approximately 20 percent of the commodities advertised in plaintiff's 
magazine are cosmetics of that sort. Yet, in spite of the frequent and wide-spread 
earlier use of that symbol by sellers of cosmetics, plaintiff, in effect, asserts that any 
such product may not be so labeled without its approval since otherwise consumers 
will erroneously believe that it has plaintiff’s “sponsorship.” 

The foregoing evidence so impressed the trial judge that he made the following 
finding of fact: “Seventeen epitomizes the spirit of youth. It was so used by the 
plaintiff, although the plaintiff was not the first, either in the literary or commercial 
field, to recognize and use this symbolic meaning of Seventeen. 

2. The case is, then, I think, not as my colleagues depict it. Instead, we see 
that plaintiff adopted the name to mean precisely what it already meant to the con- 
suming public. It is just as if (a) the plaintiff had called its magazine Youth and 
(b) the defendant were selling “Youth Girdles.” Plainly, defendant should not be 
enjoined unless plaintiff, by its prior efforts, had established a “secondary meaning”’ 
of the name as applied to commodities such as girdles; for, of course, it is well 
settled that, without creating a “secondary meaning,” one who first uses a descrip- 
tive name acquires no monopoly in the use of that name. 

Our problem, then, in effect is this: Does the owner of a periodical, of wide cir- 
culation, called Youth, which contains advertisements and editorial comments on 
wearing apparel or other articles for sale to girls, by the publication advertising and 
merchandising “tie-ins” of such a periodical, establish “title” to a “secondary mean- 
ing” of that word so that the magazine-owner is entitled to an injunction against 
a defendant who later sells girdles under the name ‘“Youth’’? 

Heretofore, the ““secondary-meaning”’ doctrine has been restricted to cases where 
the defendant sells an article similar to, and actually or potentially competitive with, 
plaintiff's. Since, however, plaintiff's “secondary meaning’ relates solely to a 
magazine, and defendants sell, not a magazine, but an article of wearing apparel, 
confusion, on the face of the matter, is most improbable. I think no buyer of 
“Youth” girdles would believe them in any way related to Youth, a magazine. For 
the same reason, I see no probability of confusion here. 

Of course, that conclusion would have to yield, were there here a finding, sup- 
ported by evidence, of actual confusion or clear evidence that it is likely. In that 
respect, the facts of Hanson v. Triangle Publications, 163 F. 2d 74 (C. C. A. 8), 
differ strikingly from this case. In the Hanson case, as appears from the opinion 


3. Italics added. 
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[37 T.-M. R. 645], the trial court had made an explicit finding of fact that “per- 
sons in the fashion and apparel trade had in fact been confused into believing that 
there was some relation between defendant’s dresses and plaintiff’s magazine.’* But 
here the trial judge made no such finding. He merely found (1) that articles adver- 
tised in, or editorially mentioned in, plaintiff's magazine attained an “added desir- 
ability” in the minds “‘of a large proportion of the teen-age apparel-users,” and (2) 
that “the use of the name Seventeen to describe any article of teen-age apparel was 
likely to create the belief that the article of apparel was advertised in, or commented 
upon editorially by, the magazine.” As we said in Best & Co., Inc. v. Miller, 

F. 2d (C. C. A. 2, April 2, 1948), “While not conclusive, it is not without sig- 
nificance in determining the likelihood of deception of the public by the use of 
defendant’s tradename, that no actual confusion has ever resulted... .’”” 

Absent a finding that the descriptive, non-fanciful, name “Seventeen,” applied 
to such an article of apparel, created an actual belief in the fact that it had been thus 
advertised or editorially commented upon, the judge’s finding as to what was 
“likely” is nothing but a surmise, a conjecture, a guess. We are not bound by such 
a finding. See United States v. United States Gypsum Co., 333 U. S. 364 
(March 8, 1948) ; Best & Co., Inc. v. Miller, supra. We can guess as well as the 
trial judge. 

I think that we should not pioneer in amplifying the trade-name doctrine on the 
basis of the shaky kind of guess in which the trial judge indulged. Like the trial 
judge’s, our surmise must here rest on “judicial notice.” As neither the trial judge 
nor any member of this court is (or resembles) a teen-age girl or the mother or sis- 
ter of such a girl, our judicial notice apparatus will not work well unless we feed it 
with information directly obtained from “teen-agers” or from their female relatives 
accustomed to shop for them. Competently to inform ourselves, we should have a 
staff of investigators like those supplied to administrative agencies. As we have 
no such staff, I have questioned some adolescent girls and their mothers and sisters, 
persons I have chosen at random.® I have been told uniformly by my questionees 
that no one could reasonably believe that any relation existed between plaintiff’s 
magazine and defendants’ girdles. 

I admit that my method of obtaining such data is not satisfactory. But it does 
serve better than anything in this record to illuminate the pivotal fact. It convinces 
me that the plaintiff should bear a very heavy burden of proving that confusion 
is likely, a burden plaintiff did not discharge. For instance, plaintiff or the trial 
judge might have utilized, but did not, “laboratory” tests, of a sort now familiar,” 


’ 


4. Emphasis added. What the evidence was to support this finding, the Eighth Circuit's 
opinion does not disclose. 

5. See also Lucien Lelong, Inc. v. Lander Co., 164 F. 2d 395, 397 [38 T.-M. R. 57.] (C. C. 
A; 2). 

6. As I have said elsewhere: “Absent evidence of actual confusion, a determination of likeli- 
hood of confusion must come from judicial notice. In invoking judicial notice in this field, a 
judge’s personal reactions may serve as some guide to the reactions of others.” General Time 
Instrument Corp. v. United States Time Corp., 165 F. 2d 853, 856 [38 T.-M. R. 172] (C. C. A. 
2), dissenting opinion. See also People v. Mayes, 113 Cal. 618, 45 Pac. 860, 862; Rogers v. 
Cady, 104 Cal. 288, 38 Pac. 81; Village of Catlin v. Tilton, 281 Ill. 601, 117 N. E. 999; 31 
C. J. S., Evidence, § 12. Cf. Rome Ry. & Light Co. v. Keel, 3 Ga. App. 769, 60 S. E. 468. 

6a. See Burtt, Legal Psychology (1931) Chapter 20; Borden, Determination of Confusion 
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to ascertain whether numerous girls and women, seeing both plaintiff's magazine 
and defendants’ advertisements, would believe them to be in some way associated. 

3. To sustain his surmise as to probable confusion, the trial judge relied, for cir- 
cumstantial evidence, exclusively on one part of the testimony ; my colleagues ignore 
that testimony but turn to another part of the testimony on which the trial judge did 
no rely. 

(a) The evidence to which the trial judge resorted is this: Plaintiff called as 
witnesses four girls, three of “teen-age,” whom plaintiff had sent out to buy Miss 
Seventeen Foundation Girdles (1.e., defendants’ product). Under instructions from 
plaintiff, each of these girls, before making a purchase, asked the sales clerk whether 
there was any connection between those girdles and Seventeen magazine. In each 
instance, the clerk, perceiving from the question that an affirmative answer would 
help to bring about a sale, gave that answer. Had the question been “slanted” 
towards a negative answer, doubtless such an answer would have been given." 
Plaintiff paid these witnesses for their investigations and for testifying.“ I think 
this testimony is valueless, as my colleagues’ silence concerning it indicates. If that 
testimony could prove anything, it would prove far more than likelihood of confu- 
sion ; it would prove actual confusion on the part of the clerks.* But the trial judge 
did not rely on the testimony to find that any actual confusion had occurred. In- 
stead, he stated, somewhat defensively, in his “Conclusions of Law” that “it is un- 
necessary to show that any persons have been deceived or confused by defendants’ 
conduct.” Though a finding of actual confusion would have strongly supported his 
conclusion, he carefully restricted his inference from that testimony to a finding of 
likelihood. 

(b) My colleagues lean on the testimony of persons, called by plaintiff and 
described by my colleagues as “qualified witnesses who were in the merchandising 
business,” testimony which the trial judge, when he admitted it, characterized as of 
little weight. These witnesses were sales managers or advertising agents. No one 
of them testified to any actual instance of confusion, but each, in response to plain- 
tiff’s questions, said that, in his opinion, customers would be likely to think that 
plaintiff sponsored defendants’ girdles. An advertising agent called as a witness by 
defendants gave an opposing opinion. Even Callman, an enthusiastic supporter of 
trade-name monopolies, in his book, “Unfair Competition and Trade-Names” (pp. 
1278-79), acknowledges, as follows, that such testimony of such so-called “experts” 
should be accorded no respect: “It would be of no probative value to obtain from a 
witness an answer to the question: Is the defendant’s trade-mark likely to deceive 
the public? The court must exercise its own judgement after a careful and astute 


in Trade-Mark Conflict Cases (23 Harv. Grad. School of Bus. Admin., No. 8, Dec., 1936, 
pp. 3-6) ; National Fruit Products Co. v. Dwinell-Wright Co., 47 F. Supp. 499, 508 [32 T.-M. R. 
114, 516], aff’d 140 F. 2d 618 [34 T.-M. R. 128] (C. C. A. 1). 

7. Those engaged in polling public opinion have learned the unreliability of answers to ques- 
tions which are thus slanted. 

7a. As to the slight weight to be attached to the testimony of paid investigators, see ¢.g., 
Steem-Electric Corp. v. Herzfeld-Phillipson Co., 118 F. 2d 122, 124 [31 T.-M. R. 85] (C. C. A. 
7); Hostetter v. Bower, 74 F. 235; Soft-Lite Lens Co. v. Optical Service Co., 133 S. W. 2d 
1078, 1084 (Mo.). 

8. It could prove no confusion on the part of the purchasers, as they knew from their 
instructions that there was no connection between the girdles and the magazine. 
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comparison of the marks. The testimony offered by witnesses produced by the 
litigants, in such proceedings, has been thus characterized by no less an authority 
than the Supreme Court of the United States: “Whatever may be their merit, they 
are not testimony in the proper sense of the word, being rather the expression of the 
opinion of the witnesses than substantive proof of existing facts. And the testi- 
mony of this character in favor of the respective parties, if allowed all possible 
weight, produces no affirmative result, since it is equally as strong by way of opinion 
on one side as it is upon the other.’ Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 
169, 178.” 

I cannot believe it proper judicially to deprive defendants of their business, built 
around the name “Seventeen,” because of such testimony. See Payton & Co. v. 
Lampard Snelling Co. (1901), A. C. 308, 311; Yale & Towne Mfg. Co. v. Alder, 
154 F. 37, 38 (C. C. A. 2). 

4. Perhaps because my colleagues sense the weakness of that testimony, they 
advance another reason for their conclusion. They make much of the trial judge’s 
statement that defendants took the name “Seventeen” “because they saw some ad- 
vantage to it, brought to their attention by plaintiff’s use of it.” Defendants chose 
and used the name when plaintiff’s magazine had been published for only some five 
months, but the judge concluded, despite defendants’ denial, that defendants must 
have known of the magazine. My colleagues hold that this fact alone suffices to 
prove likelihood of confusion. 

There I think my colleagues misapply a correct doctrine: (a) It has been held 
that, in a case relating to competitive articles, where there is room for a reasonable 
belief that confusion of buyers might occur (i.e., where that fact on the face of 
things is within the realm of the plausible), then evidence that defendants knowingly 
selected plaintiff’s trade-name, with the deliberate intention of benefiting by plain- 
tiff’s public exploitation of it, is enough to prove that confusion is likely. (b) But 
such rulings have never been made—in truth, they have been rejected—when, as 
here, the probability of confusion of source is so slight as to be virtually incredible. 

To illustrate: Suppose that a candy merchant made and sold candy called 
“Cadillac.” No one would think that that candy was made or sponsored by the 
manufacturer of the Cadillac automobile. Nor would the automobile manufacturer 
be entitled to an injunction against the candy-maker merely because the latter de- 
liberately chose the name, intending to acquire the advantages accruing to him 
from the elaborate advertising of the Cadillac.? Where, in such a case, the prob- 
ability of confusion of source is not otherwise proved, evidence of such an intention 
is irrelevant. In such circumstances, the fact of a “free ride” is immaterial. Judge 
Wyzanski has referred to the “now discredited theory” of the “free ride.’”"° Indeed, 
a “free ride,” without more, is in line with the theory of competition. As Brandeis, 


9. As we said (per Judge L. Hand) in L. E. Waterman Co. v. Gordon, 72 F. 2d 272, 273 
[24 T.-M. R. 347] (C. C. A. 2): “It would be hard, for example, for the seller of a steam- 
shovel, to find ground for complaint in the use of his trade-mark on a lipstick.” 

10. See National Fruit Products Co. v. Dwinell-Wright Co., 47 F. Supp. 499, 508 (see also 
pp. 505-506 [32 T.-M. R. 114, 516], aff'd 140 F. 2d [34 T.-M. R. 128] (C. C. A. 1). Judge 
Wyzanski cites R. C. A. Mfg. Co. v. Whiteman. 114 F. 2d 86, 90 (C. C. A. 2). Cf. Triangle 
Publications v. New England Newspaper Pub. Co., 46 F. Supp. 198, 203; Callman, Unfair 
Competition and Trade-Marks, s. 62.2 (a). 
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J., said in Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 112 [28 T.-M. R. 
569], “Sharing in the good-will of an article unprotected by patent or trade-mark 
is the exercise of a right possessed by all—and in the exercise of which the con- 
suming public is deeply interested.”” As we said (per L. Hand) in S. C. Johnson 
& Son v. Johnson, 116 F. 2d 427, 429 [31 T.-M. R. 82] (C. C. A. 2): “There 
is always the danger that we may be merely granting a monopoly, based upon the 
notion that by advertising one can obtain some ‘property’ in a name. We are nearly 
sure to go astray in any phase of the whole subject, as soon as we lose sight of the 
underlying principle that the wrong involved is diverting trade from the first user 
by misleading customers who mean to deal with him.” 

The courts have often held that, even when a defendant has the deliberate pur- 
pose to “palm off” his goods as those of another, he has done nothing legally wrong 
if—because the two commodities are obviously not alike—he has not the means to 
achieve his purpose. Thus in Kann v. Diamond Steel Co., 89 F. 706, 712 C. C. A. 
8), Judge Sanborn said: “A considerable part of the evidence and argument for the 
appellant was devoted to establishing the fact that Robert J. Marx and the appellees 
adopted and used the word ‘Diamond’ and the picture of a radiant diamond with the 
intention of deceiving purchasers and diverting the business of the appellant. The 
conclusion we have reached renders it unnecessary to consider this evidence. If 
Robert J. Marx and the appellees ever had such a purpose, they never used any 
means calculated to accomplish it, and they adopted those admirably suited to defeat 
it. Their intention, therefore, becomes immaterial. A wrong done or threatened, 
and consequent injury to the complainant, are indispensable elements of every cause 
of action. The intention to injure another, if no injury is done, and none ever 
will be done, constitutes no ground for relief. The intention on the part of the alleged 
infringer to induce purchasers, through the use of a simulated trade-mark, to buy 
his goods under the belief that they are another’s, furnishes no ground for relief, 
unless the similarity between the two trade-marks is of a character ‘to convey a false 
impression to the public mind, . . . and to mislead and deceive the ordinary pur- 
chaser.’ McLean v. Fleming, 96 U. S. 254, 256; N. K. Fairbank Co. v. R. W. Beil 
Mfg. Co., 23 C. C. A. 554, 77 F. 869, 876. The reason for this rule is that neither 
actual nor probable ‘injury,’ in the legal sense of that word, results from the use of 
a trade-mark that is not calculated to mislead the public, or to deceive the purchaser, 
and hence one of the indispensable elements of a good cause of action is wanting. 
Whatever may have been the intention of Robert J. Marx and the appellees in adopt- 
ing and using their trade mark, it does not sufficiently resemble that of the appellant 
to mislead purchasers, or to convey a false, impression to the public. There is no 
evidence in the record that the appellant has ever suffered any injury from any 
deception caused by it, and there is no probability that it ever will. Such a case 
presents no ground for relief, either at law or in equity. See also N. K. Fairbank 
Co. v. R. W. Bell Mfg. Co., 77 F. 869, 876 (C. C. A. 2); Allen B. Wrisley Co. v. 
Iowa Soap Co., 122 F. 796, 797 (C. C. A. 8); United States Tobacco Co. v. 
McGreenery, 144 F. 531, 534; cf. Gort Girls Frocks, Inc. v. Princess Pat Lingerie, 
73 U.S. P. Q. 368, 374. 


These decisions are in accord with the doctrine that, ordinarily, an intention, no 
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matter how evil, to harm another is a damp squib if the means for effectuating 
it are completely wanting. So if Jones, intending to defame Smith, publishes a 
written statement that Smith is a “staunch Republican.”” Jones’ futile intention does 
not render that publication actionable. 

5. I think that my colleagues’ discussion of Vogue Co. v. Thompson-Hudson 
Co., 300 F. 509 (C. C. A. 6), misses the point. There the plaintiff, publisher of 
the magazine Vogue, had for many years devoted much effort to promoting styles 
in women’s hats. Twenty years after the first publication of that magazine, the 
defendants began to sell such hats under the name “Vogue.” Arguing just as 
plaintiff does here, plaintiff sought an injunction against that conduct. It was 
denied by the Sixth Circuit for reasons fundamentally at variance with my col- 
leagues. On rehearing 6 F. 2d 875, the Sixth Circuit reversed itseli—but solely 
because, in addition to making use of the name “Vogue,” the defendant had also 
coupled it with a distinctive symbol “V,” combined with a picture of a woman, 
which combined symbol plaintiff had registered and widely exploited. As to the 
use by defendant merely of the name “Vogue,” the Court said (300 F. at 511); 
“So far as plaintiff’s rights are based upon the mere use of the word ‘Vogue’ in the 
phrase ‘Vogue Hats,’ we think the District Court was right. The word itself was 
by no means arbitrary. In 1892, as since, the word was one of common right. It 
was approximately synonymous with ‘style’ or ‘fashion.’ If it had been during a 
long pertod exclusively applied by a manufacturer to its product, a forceful sec- 
ondary meaning might or might not have arisen; but it has not been so applied. 
In so far as it went beyond merely indicating the magazine, it has been constantly 
used in substantially a descriptive way, and in that way there would not be, nor 
has there been any inexclusive use by plaintiff. 

It is of interest that, in the case at bar, the trial judge held the Vogue case 
inapposite.* He should have gone further and said that it was basically incon- 
sistent with his own decision; for, had there been nothing but the use of the 
name “Vogue,” the Sixth Circuit would have refused an injunction. The Vogue 
case, I think, should persuade the Supreme Court to grant certiorari here, because 
of a conflict between circuits. 

6. Question has been raised as to whether the trade-name doctrine, by its 
creation of “perpetual monopolies,’”’* has not injured customers,’* a question of 


11. For like reasons he held similarly as to another case cited by my colleagues, Esq., Inc. 
v. Esq. Bar, 37 F. Supp. 875. 

12. See Shredded Wheat Co. v. Humphrey Cornell Co., 250 F. 960, 964. 

13. See, ¢.g., Zlinkoff, Monopoly v. Competition, 53 Yale L. J. (1944) 514; Ladas, Trade- 
Marks and Names, 15 Encyc. of Soc. Sciences, 57, 59; Cohen, Transcendantal Nonsense and The 
Functional Approach, 35 Col. L. Rev. (1935) 809, 817; Committee on Recent Soc. Trends, II, 
875; Lyon, Watkins & Abramson, Government and Econ. Life (1939) I (229-233); Standard v. 
Smidler, 151 F. 2d 34 at 38ff [35 T.-M. R. 277] (C. C. A. 2); Eastern Wine Corp. v. Winslow- 
Warren, Ltd., 137 F. 2d 955 [33 T-M. R. 302] (C. C. A. 2); cf. Kellogg v. National Biscuit Co., 
305 U. S. 111, 122 [28 T.-M. R. 569]. 

The trade-name doctrine, this court has said per Judge Learned Hand, enables one to acquire 
a vested interest in a demand “spuriously” stimulated through “the art of advertising” by “the 
power of reiterated suggestion” which creates stubborn habits. See Shredded Wheat Co. v. 
Humphrey Cornell Co., 250 F. 960, 962-963 (C. C. A. 2). This poses an important policy 
question: Should the courts actively lend their aid to the making of profits derived from the 
building of such habits, if and whenever those stubborn habits so dominate buyers that they pay 
more for a product than for an equally good competing product? In Eastern Wine Corp. v. 
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peculiarly serious import in these days when living costs are notoriously oppres- 


sive. Since, however, the Supreme Court has approved the doctrine, an intermedi- 
ate court (such as ours) must enforce it.* But, in the absence of legislation so 
requiring, we should not expand it.” 

That my colleagues do so here is the more surprising, since of recent years this 
court has been markedly cautious about sustaining an injunction in a case where a 
defendant uses a trade-name identical with plaintiff's but in an “appendant mar- 
ket” which plaintiff has not yet entered.” And, just the other day, in withholding 
relief, we said that a plaintiff must make out an unusually strong case when his 
trade-name relates to a business and not to any particular product. Best & Co., 


Winslow-Warren, Ltd., 137 F. 2d 955, 957, 959 [33 T.-M. R. 302] (C. C. A. 2), we said: 
“On oral argument, plaintiff’s counsel contended that the alleged confusion resulting from the 
alleged similarity of the names was injurious to consumers. That contention embodies a fre- 
quently encountered misunderstanding of the doctrine of ‘unfair competition,’ a misunderstanding 
which has led to those instances of undue extension of the doctrine on which plaintiff relies. 
Much of that misunderstanding seems to stem from the misleading use of the word ‘competition’ 
in the label ‘unfair competition.’ For, while competition has been cherished in part on the 
ground that it fosters character traits in competing businessmen deemed socially valuable, its 
basic virtue is generally regarded as consisting of its benefits to consumers. The magna carta 
of competition, Adam Smith’s ‘The Wealth of Nations,’ made it clear that the consumer’s in- 
terests were to be the dominant aim of the competitive systems: ‘Consumption,’ wrote Adam 
Smith, ‘is the sole end and purpose of. all production; and the interest of the producer ought to 
be attended to, only so far as it may be necessary for promoting that of the consumer. The 
maxim is so perfectly self-evident that it would be absurd to attempt to prove it.’ But the legal 
protection of trade-names does not engender competition; on the contrary, it creates lawful 
monopolies, immunities from competition. And the legally forbidden invasions of those 
monopolies might often benefit consumers. Thus, if a competitor of the manufacturer of a 
toothpaste with an established trade-name were to sell that identical toothpaste under that name 
but at half the usual price, the consuming public would be better off financially ; nevertheless such 
competition would, of course, be enjoined .... The failure to keep constantly in mind the divers 
policy considerations which, in this legal province, come in conflict with one another and the 
consequent occasional over-emphasis on but one of them—the protection of the interest of the 
businessman who has built a business around a name—has sometimes led to decisions unduly 
extending the confines of name-monopolies.” 

See Standard Brands v. Smidler, 151 F. 2d 34, 40-41 [35 T.-M. R. 277] (C. C. A. 2, con- 
curring opinion): “If Alert & Co. sells a laundry soap, under the name ‘Quick Clean,’ at 75 
cents a cake, and a competitor, Wiseacre, Inc., then begins to sell the identical soap under the 
same name at 50 cents a cake, Alert & Co. loses customers, and therefore money, if it maintains 
its price; but the purchasers are misled to their financial benefit. If the sole purpose were to 
protect consumers from direct financial loss, the second name-user in such a case would have 
a complete defense if he showed that he sold, at a lower price, precisely the same article (com- 
pounded of exactly the same ingredients) as the first user. There are other reasons assigned 
for judicially safeguarding trade-names: The public interest involved * is primarily in the preser- 
vation of honesty and fair dealing in business and in procuring “the security of the fruits of 
individual enterprise.” However, there is also the factor that the possibility of obtaining such 
monopolies as a reward for their enterprise may have the effect of inducing businessmen to 
bring out new products which may indirectly benefit the consuming public.’ (If the bringing out 
of new and useful products is to be considered an important element, then perhaps the plaintiff 
should in each case be required to show that his product is new and useful.) But the conventional 
assumption that trade-name protection importantly adds, in direct fashion, to consumers’ eco- 
nomic welfare, has not as yet been proved to be true in fact. And the doubts about its truth 
have brought this question sharply into focus: Even if these trade-name exceptions to the pre- 
sumption in favor of competition are of no direct use to consumers, do they serve a sufficiently 
important social interest to justify their existence?” 

14. See my dissenting opinion in General Instruments Corp. v. U. S. Time Corp., 165 F. 2d 
853, 855 [38 T.-M. R. 172] (C. C. A. 2). 

15. See, e.g., Judge L. Hand in S. C. Johnson, Inc. v. Johnson, 116 F. 2d 427 [31 T.-M. R. 
82] (C. C. A. 2). 

16. See Dwinell-Wright Co. v. White House Milk Co., 132 F. 2d 822, 825 [33 T.-M. R. 2] 
(C. C. A. 2); Durable Toy & Novelty Corp. v. J. Chein & Co., 133 F. 2d 853, 855 (C. C. A. 2). 
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Inc. v. Miller, 167 Fed. 2d 374 [38 T.-M. R. 543], (C. C. A. 2), April 2, 1948. I 
think that anyone reading the decision in the Best case and the decision here will be 
in considerable confusion about the doctrine of confusion in this circuit. On that 
ground, also, it seems to me the Supreme Court should review this decision. 

7. All else aside, plaintiff has failed to show that it has sustained, or is likely to 
sustain, any actionable loss. This appears from the following: 

(1). In cases where a defendant has used the name only in an “appendant” 
field which plaintiff has not entered, we have held that “the owner’s only interest in 
preventing . ... use of his mark is because he may wish to preempt the market for 
later exploitation, or not to expose his reputation to the hazard of the newcomer’s 
business practices, or both.’’” 

(2) As I have said, the Triangle Publications does not suggest that it intends 
ever to make girdles or to do anything except to publish a magazine. Its com- 
plaint, therefore, must rest solely on the second ground, i.e., that its good reputation 
may be damaged by defendants’ conduct. 

(3) But the record contains no evidence indicating that defendants’ goods are 
of a quality inferior to those advertised in plaintiff’s magazine. Indeed, plaintiff 
has set no standards whatever for the products which it claims to “sponsor’’: The 
trial judge expressly found that “plaintiff does not, before accepting advertisements 
to be carried in the magazine, assure itself of the quality of the advertiser’s prod- 
ucts.” (Apparently, the only standard is a person’s willingness and ability to pay 
for an advertisement.) Thus the record shows positively that there is no likelihood 
that defendants’ use of the name “Seventeen” will impair plaintiff’s reputation. 

8. Since the present-day rationale of trade-name protection is such actual or 
probable confusion of source as to injure or threaten injury to plaintiff’s good-will, 
then, logically, a plaintiff seeking such protection should always be required to 
prove that defendant’s product is so sub-standard that, if that product be associated 
by consumers with plaintiff, impairment of plaintiff's good-will is a likely result. 
As yet, the courts have not imposed such a requirement in the ordinary trade-name 
cases. But, if the frontiers of the trade-name doctrine are to be enlarged to include 
an extraordinary case like this, then, at a minimum, such proof should be exacted. 
As explained above, the proof here is precisely contrary. 

9. Without doubt, the judge-made trade-name doctrine or concept fosters 
monopolies; and, generally speaking, the common-law tradition is inimical to 
monopolies (although opposition to monopoly when it takes the form of an obsessive 
monopoly-phobia becomes absurd."** Some writers, disturbed by the suggestion that 
judicially-protected trade-names are monopolies, protest that the judicial protection 
of trade-names rests on prevention of unfairness between competitors, not on pro- 
tection of monopoly. But, no matter by what doctrinal path the courts arrive at 
their results in this field, the judicial restraints of defendants do yield plaintiffs’ 
monopolies. To the practical, social consequences of their decisions, the courts ought 
not shut their eyes. A concept is what it does. If a legal concept produces a 


17. Dwinell-Wright Co. v. White House Milk Co., 132 F. 2d 822, 825 [33 T.-M. R. 2] 
(e. @ mah. 

18. See Eastern Wine Corp. v. Winslow-Warren, Ltd., 137 F. 2d 955, 958-959 [33 T.-M. R. 
302] (C. C. A. 2) ; Standard Brands v. Smidler, 151 F. 2d 34, 42 [35 T.-M. R. 277] (C. C. A. 2). 
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monopoly, the concept, pragmatically, is a conceipt favoring monopoly. Such a 
concept should be carefully scrutinized when the courts are asked to widen it, as 
here, by a decision which will become a precedent with “radiating potencies.’”” 

A few years ago there was much talk adverse to legal “conceptualism.” Some 
of the talkers seemingly went so far as to decry all concepts. Others, more sagely, 
objected to the logical application of the wording of a legal concept unless adequate 
attention is given to the policy the words are designed to express. Long before 
(in 1891) Holmes, J., had said that legal doctrines have often been “generalized 
into fiction,” and that “the whole outline of the law is the resultant of a conflict at 
every point between logical and good sense—the one striving to work fiction out 
to consistent results, the other restraining and at last overcoming that effort when 
the results became too manifestly unjust.”” In the light of subsequent criticism of 
such employment of the term “logic,” it is perhaps well to rephrase Holmes’ remark 
thus: Judges should peer behind the mere verbal articulation of a legal rule or con- 
cept to observe the policy it embodies, whenever a logical application of that rule 
or concept, as previously articulated, will yield socially disvaluable results. Such 
caution becomes especially important when an “analogical extension” of earlier 
elliptical judicial statements is proposed.” 

I think that Holmes’ admonition was not sufficiently heeded by the trial judge 
who, although (as already noted) he confessed in his opinion to “some misgivings 
as to any public benefit from the development of such advertising media as the plain- 
tiff’s magazine,” nevertheless felt constrained by what he considered the accepted 
doctrine to grant relief here, regardless of the fact that he recognized that he was 
going “the furthest the courts have yet been asked to extend the reach” of that 
doctrine. I think my colleagues err in approving such a decision. 


19. See Hawks v. Hamill, 288 U. S. 52, 58. 

20. Holmes, Agency, 4 Harv. Law. Rev. (1891) 345, reprinted in Holmes, Collected Legal 
Papers (1921) 49. 

21. Cf. Hoernlé, Book Review, 31 Harv. Law Rev. (1918) 807. 

22. See United Shipyards v. Hoey, 131 F. 2d 525, 526-527 (C. C .A. 2). 
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NEUHOFF, INCORPORATED v. NEUHOFF PACKING COMPANY 
No. 10545—C. C. A. 6—April 12, 1948 


Courts—FEpERAL APPELLATE PROCEDURE—GENERAL 
Where parties stipulated that hearing on preliminary injunction motion should be treated 
as final hearing, decree entered is appealable as final judgment. 
TRADE-NAMES AND UNFAIR COMPETITION—ScoPpE OF INJUNCTIVE RELIEF—PARTICULAR 
INSTANCES 
Absolute injunction against use of surname, in plaintiff’s trade territory, held proper 
where defendant’s use of surname, in plaintiff's territory, caused confusion and was found 
under the facts of record to constitute constructive fraud, one of the defendant’s incorporators 
having previously joined in conveyance to plaintiff of business formerly conducted under 
name “Neuhoff,” in plaintiff's territory. 
TRADE-MARKS AND UNFAIR COMPETITION—SUBSTANTIVE LAW APPLICABLE—GENERAL 
Substantive law of the state, in which acts sought to be enjoined have occurred, governs 
and must be applied by Federal courts, under doctrine of Erie Railroad Co. v. Tompkins. 
Law of Tennessee as applied by Supreme Court of Tennessee and law of Federal Courts 
in the Sixth Circuit held to be the same, in unfair competition cases. 


Appeal from Middle District of Tennessee by Neuhoff Packing Company against 
Neuhoff, Incorporated. Defendant appeals from judgment for plaintiff. Affirmed. 


Holman Willis and Holman Willis, Jr., of Roanoke, Va., and Armistead, Waller, 
Davis & Lansden, Nashville, Tenn., for defendant-appellant. 

Walker & Hooker, of Nashville, Tenn., and Smith & Smith, of Knoxville, Tenn., 
for plaintiff-appellee. 


Before Hicks, ALLEN and Martin, Circuit Judges. 
MakrTIN, C. J.: 


Neuhoff, Incorporated, a Virginia corporation, has appealed from a decree of 
the United States District Court for Middle Tennessee which enjoined it from 
engaging in specified acts of unfair competition with Neuhoff Packing Company, a 
Tennessee corporation. The use of its corporate name by appellant and its use 
of the trade-names ‘“Neuhoff’ and “Neuhoff’s” in proscribed territory was found, 
in the circumstances of the case, to constitute “‘constructive fraud.” 

As is generally true in litigation pertaining to unfair competition, the facts 
must be set forth somewhat in detail. 

In 1889, Henry Neuhoff, later joined in partnership by his brother, Lorenz 
Neuhoff, engaged in business in Nashville, Tenn. At first, hams were bought from 
a slaughterhouse, processed, and sold in and around Nashville. By 1902, the busi- 
ness had expanded to include slaughtering, as well as processing. More working 
capital was required to obtain the full benefit of increasing prosperity; so, in 1906, 
the two partners, together with another brother and other persons, obtained a Ten- 
nessee charter under the name “Neuhoff Abattoir and Packing Company, Inc.,” 
changed by charter amendment in 1919 to ‘““Neuhoff Packing Company.” In August, 
1930, the charter of Neuhoff Packing Company was surrendered to the State of 
Tennessee ; and, on the same date, the company was reincorporated by the same 
name. 
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Immediately after the original charter had been obtained in 1906, Henry Neu- 
hoff and Lorenz Neuhoff, in consideration of issuance to them of stock in the cor- 
poration, conveyed to it the assets and good-will of the partnership and the trade- 
name “Neuhoff.” In 1911, the corporation acquired the business and properties of 
Tennessee Packing and Provision Company, including the registered trade-mark 
“Old Hickory,” thereafter used as a trade-mark for ham, bacon, sausage, lard, and 
other products processed by the corporation. 

Neuhoff Packing Company improved its plant and steadily expanded its business 
until, by 1930, a large volume of fresh and processed meats and by-products of 
slaughtered animals was being sold by it in an extensive territory in Tennessee and 
Alabama, and in a smaller territory in Kentucky, Virginia, North Carolina, Georgia 
and South Carolina. Valuable good-will had been built up by the Neuhoff company 
to such extent that Swift and Company desired to acquire its properties and good- 
will. Swift’s offer being acceptable, a contract in writing was entered into between 
that company and Neuhoff Packing Company on November 8, 1930. This contract 
was subsequently rejected by a vote of the stockholders of Neuhoff Packing Com- 
pany “for Federal income tax purposes,’ and a new and somewhat complicated 
plan of sale was formulated. 

In January, 1931, the stockholders of Neuhoff Packing Company adopted a 
resolution expressing their desire to liquidate the corporation; and, by action of 
the directors, the corporate name of the company was changed by charter amend- 
ment of January 8, 1931, to “Nashville Provision Company.” Between January 1 
and January 3, 1931, the directors of Neuhoff Packing Company declared a divi- 
dend in kind of the fixed assets of the company, as described in a schedule to 
the contract with Swift and Company of November 8, 1930, which the stockholders 
had rejected. 

In payment and satisfaction of this dividend in kind, Neuhoff Packing Company 
conveyed to its stockholders by deed dated January 7, 1931, all the fixed assets 
including the company’s good-will, trade rights, trade-marks, trade-names, and the 
right to use the corporate name, ““Neuhoff Packing Company.” On the same date, 
Swift and Company submitted, in writing, an offer, unconditionally accepted by all 
stockholders of Neuhoff Packing Company, to purchase for a consideration of 
$1,600,000 in cash the assets, good-will and properties set out in the schedule to the 
agreement of November 8, 1930, with the understanding that the stockholders were 
to perform the obligations imposed upon Neuhoff Packing Company in the contract 
of November 8, 1930, to the same extent as if the corporation had seen fit to accept 
and perform the contract. 

At the instance of Swift and Company, a charter of incorporation was obtained 
on January 8, 1931, from the State of Tennessee for “Neuhoff Packing Company,” 
and its entire authorized capital stock of $2,000,000 was paid up in cash by Swift 
and Company. Other auxiliary transactions were consummated on the same date. 
White Provision Company (a Georgia corporation owning a packing plant in 
Atlanta), in which the old Neuhoff Packing Company was a large stockholder, 
conveyed its assets to a nominee of Swift and Company; Nashville Cold Storage 
Company, a subsidiary of the old Neuhoff Packing Company, also conveyed its 
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assets to Swift’s nominee; and the old Neuhoff Packing Company, whose name had 
been changed to Nashville Provision Company, assigned and transferred to the 
newly incorporated Neuhoff Packing Company its entire right, title and interest in 
and to the registered trade-mark “Old Hickory.” 

Also, on January 8, 1931, Lorenz Neuhoff, Arthur Neuhoff and Lorenz Neuhoff, 
Jr., delivered to Swift and Company their separately executed agreements that they 
would not, for a period of fifteen years, directly or indirectly in person, or as stock- 
holders, directors, or employees, of any corporation, or otherwise, engage or become 
interested in any business competing or liable to compete in any way with the busi- 
ness theretofore conducted by the Neuhoff Packing Company in Kentucky, Ten- 
nessee, Alabama, Georgia, Florida, North Carolina and South Carolina, except in 
those portions of the states named where no business was being carried on by the 
Neuhoff Packing Company at the time its liquidating dividend was declared. 

On January 9, 1931, all stockholders of the old Neuhoff Packing Company (in- 
corporated in 1906 and reincorporated in 1930), in consideration of the $1,600,000 
paid to them by Swift and Company, delivered to the newly incorporated Neuhoff 
Packing Company a deed which, in addition to the real estate conveyed therein, 
transferred personal property of the old Neuhoff Packing Company, then called 
Nashville Provision Company, “including but not being limited to, the good-will 
of said business and all trade rights, trade-marks, trade-names, brands, formulae, 
inventions, patents and interests therein, and patent licenses and contracts in respect 
to said inventions, patents, interests and licenses, and all switch or side tracks, and 
agreements relating thereto owned and/or used by the Neuhoff Packing Company, 
now the Nashville Provision Company, in the operation of its business, and the 
right to use the corporate name of the Neuhoff Packing Company.” (Italics sup- 
plied.) All cash, bills, notes, accounts receivable, merchandise and supplies were 
excluded from the conveyance, which was expressly made to the grantee and its 
successors and assigns forever. 

Since acquiring the business of the old Neuhoff Packing Company, the appellee 
has vigorously expanded its operation; and has expended much money in plant 
enlargement and construction, in the installation of modern machinery and improve- 
ment in processing, and in the purchase of automobiles and delivery trucks. More 
than 300,000 head of livestock are slaughtered yearly ; and the annual gross business 
transacted by appellee exceeds $8,000,000. The company employs some 625 per- 
sons in office work and plant operation, and sends out twenty traveling salesmen to 
solicit orders. 

The automobiles used by its salesmen are painted a distinctive orange with blue 
trim, and “Neuhoff Packing Company, Old Hickory Brand,” is painted in blue 
letters on the outside panel of each door. Likewise, this color scheme is carried 
out in the painting of its delivery trucks and the trade-name “Neuhoff” and the 
trade-mark “Old Hickory” are prominently displayed thereon. The name “Neu- 
hoff” and the trade-mark “Old Hickory” have been featured by large signs painted 
on the walls of a hundred buildings, more or less, in and around Nashville and along 
the highways of Tennessee. These names have been featured, also in radio adver- 
tising, by frequent pronouncement of them in describing the company’s numerous 
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products. A dozen of its leading brands are labelled and advertised under the 
name “ Neuhoff’s Old Hickory Brand,” followed by a description of the product, with 
a statement that it is manufactured by “Neuhoff Packing Company, General Office, 
Nashville, Tenn.” 

We turn now to the activities of the originators of Neuhoff, Inc., and of the 
appellant corporation which they created. 

It should be recalled that Lorenz Neuhoff, Jr., had been a stockholder of the old 
Neuhoff Packing Company (organized in 1906 and reincorporated in 1930) and 
had joined with all the other stockholders in the execution of the deed of January 
9, 1931, conveying to appellee the property therein described ‘“‘and the right to use 
the corporate name of Neuhoff Packing Company.” In May, 1933, Lorenz Neu- 
hoff, Jr., together with J. B. Harris and H. W. Cole, obtained a Virginia charter for 
“Neuhoff, Incorporated.” The three named incorporators, with Lorenz Neuhoff, 
were named as officers and directors of the corporation, the principal office of 
which was to be located at Lynchburg and later, by charter amendment, at Salem, 
Va. Broadest powers were vested in the corporation to handle and deal in livestock 
and meat products, including processing, and the right to operate an abattoir and 
packing house. 

During the thirteen years from 1933 to 1946, the gross amount of the business of 
Neuhoff, Incorporated, increased to approximately $8,250,000. Not until 1946 did 
Neuhoff, Incorporated, come into competition with Neuhoff Packing Company. In 
that year, however, the appellant acquired the plant and properties of the Acme Pro- 
vision Company, located in Bristol, Va., on the borderline of Tennessee. 

In late September of 1946, appellant, through its attorney at Union City, Tenn., 
forwarded to the Secretary of State of Tennessee an application for a charter to be 
issued to ‘“Neuhoff, Incorporated, of Tennessee.” The state official replied, by 
letter, stating that the Neuhoff Packing Company had been a corporation since 
January 8, 1931, and that it would be impossible to issue another Tennessee charter 
authorizing the use of a similar corporate name without the consent of the first 
corporation. 

Having failed to procure the desired Tennessee charter, appellant filed in the 
office of the Secretary of State of Tennessee a certified copy of its Virginia charter, 
paid the required fees for domestication of a foreign corporation, and received a cer- 
tificate evidencing its qualification to do business in Tennessee. 

On October 4, 1946, the appellant corporation purchased the real estate, build- 
ings, plant equipment and assets of Reynolds Packing Company in Union City, 
Obion County, Tennessee. Since it qualified to do business in Tennessee, appellant 
has come into competition with the appellee at Bristol, Johnson City, Kingsport, and 
Elizabeth, all in Tennessee. Deliveries have been made in trucks, acquired from the 
Acme Provision Company, which are painted distinctively orange and black. Five 
salesmen travel and sell the products of Neuhoff, Incorporated, in this territory. 
Since October, 1946, appellant has also been and is now actively competing with 
appellee for business in Hopkinsville, Ky., and Clarksville, Waverly and Dickson, 
Tenn., and in territory adjacent to these cities. Salesmen from appellant’s plant at 
Union City, Tenn., travel and solicit orders in this trade territory. Appellant also 
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competes with appellee in Nashville, Tenn., where it has stationed a headquarters 


salesman. 

Delivery of its products sold in Middle and West Tennessee is made from appel- 
lant’s plant at Union City in trucks acquired from the Reynolds Packing Company 
on which are painted in large letters, on the lower left-hand corner of the truck 
panel, the words “Neuhoff, Inc.,” followed by “Union City, Tenn.” The trucks 
are painted a different color from that used by appellee. On invoices of the com- 
pany, “Neuhoff, Inc., Union City, Tenn.,” is imprinted by rubber stamp over the 


printed words at the top, “Invoice Reynolds Packing Co., Union City, Tennessee.” 
Appellant advertises, labels and sells its products under numerous trade-names, 
about half of which contain the word “ Neuhoff’s.” On all labels on which the name 
“Neuhoff’s” appears, there is printed, “Neuhoff, Inc., Union City, Tenn.” 

A portion of the district court’s extensive findings of fact contain inferences 
which might appropriately label them mixed findings of fact and conclusions of 
law. These particular findings, however, are of value in revealing the rationale upon 
which the district judge deemed it his duty to grant injunctive relief. It would, 
therefore, seem advisable to quote them directly : 


On many of the cartons and labels on meat products manufactured and sold by 
Neuhoff, Incorporated, in competition with the same line of business conducted by 
Neuhoff Packing Company the name “Neuhoff” is very prominently displayed. On 
others it is not so prominently displayed. The effect of that is that an ordinary layman 
going into a retail store to purchase a package of bacon, a package of sausage, or a pack- 
age of prepared meat, and seeing on it a label with large letters “Neuhoff’s” and being 
familiar with the trade-names of “Neuhoff” in this territory, would not stop to read down 
through the label or carton to see whether or not Neuhoff Packing Company of Nash- 
ville, Tennessee, or Neuhoff, Inc., Bristol, or Neuhoff, Incorporated, Union City, Tenn., 
processed the meat in that package. That is borne out by the fact that appears from the 
affidavits in this case that several stores that have been in business and handling meat 
products, apparently for some time, have gotten the companies mixed up themselves and 
sent checks to one when they should have been sent to the other. A layman going into 
a store to buy processed meat products, seeing the name “Neuhoff” prominently displayed 
on the packages and knowing the quality of Neuhoff meats that are on the market, would 
go no further and would be satisfied. He would think that he was getting meat prepared 
by Neuhoff Packing Company in Nashville, Tenn., and take it and go his way, probably 
never knowing the difference. 

The name “Neuhoff” has been associated with the meat packing and processing 
business in Middle Tennessee since 1889. It was exclusively used as the trade-name under 
which the processed products of the Neuhoff Brothers, the Neuhoff Abattoir and Packing 
Company, Inc., and the old Neuhoff Packing Company, until it sold its business in 1931, 
were advertised and sold. And, beginning in the year 1911 the name “Neuhoff” was fea- 
tured in the advertisement and sale of processed products in connection with the registered 
trade-mark “Old Hickory.” And so the business had become generally known to the 
trade, both retail and wholesale, under the said advertised names of “Neuhoff,” “Neu- 
hoff’s,” and “Neuhoff’s Old Hickory Brand”; and likewise known to manufacturers, 
wholesalers and retailers, in other states by said names. 

John Neuhoff, a brother of Henry Neuhoff and Lorenz Neuhoff, for several years, 
and until his death, engaged in the selling of meats in a stall in the Market House in Nash- 
ville and did business in his own name, but he was engaged only in the retail business 
and did not compete with his brothers, Henry and Lorenz Neuhoff, or with Neuhoff 
Abattoir and Packing Company, Inc., or with the old Neuhoff Packing Company organ- 
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ized in 1906 and re-incorporated in 1930), or with Neuhoff Packing Company( organized 
January 8, 1931), in the wholesale business of processing and selling meat, meat products 
and by-products. 

Neuhoff Packing Company has been well and widely known in the territory where it 
does business for a great many years—certainly since 1906. It has always manufactured 
and sold a good product, and there has always been a demand on the market for Neuhoff 
products, because almost everyone knows about these products. Its meat products have 
been widely advertised, and since complainant purchased the business of the old Neuhoff 
Packing Company in 1931 the name of Neuhoff has been as well known as it was before 
that date. 

The name “Neuhoff” is a rather unusual name in Tennessee and in other Southern 
States where complainant sells its products in interstate commerce between the State of 
Tennessee and such other states. It is a name that attracts attention and particularly 
attracts the attention of a prospective purchaser of meat products. By reason of its 
unusual character the name is easy to remember and it is a very valuable name as a trade 
asset, particularly on account of the advertising that has been given it and the promi- 
nence it has had in complainant's selling territory for the past 58 years. 

When Neuhoff, Incorporated, obbtained its charter from the State of Virginia in 
1933 Lorenz Neuhoff, Jr., as principal organizer, authorized said corporation to use his 
family name as its corporate name... . 

The corporate name of the defendant “Neuhoff, Incorporated,” is not such as to dis- 
tinguish it from the complainant, ‘“Neuhoff Packing Company.” On the contrary, the 
defendant’s corporate name is so similar to complainant’s corporate name that it is cal- 
culated to deceive and mislead the public; that it is calculated to cause and has caused con- 
fusion; that it infringes on complaint’s property rights in the corporate name “Neuhoff 
Packing Company” and the trade-name “Neuhoff” and “Neuhoff’s”; and that it has caused 
and will continue to cause annoyance and inconvenience to complainant. The Court finds 
that there is no actual fraud in this case, but that the use of the word “Neuhoff” by defend- 
ant in its corporate name and trade-names amounts to constructive fraud on the com- 
plainant. 


Numerous instances of confusion between Neuhoff, Incorporated, and Neuhoff 
Packing Company were found by the district court to have occurred in the trade 
territory established by appellee. Telephone calls, letters, and many orders and 
checks intended for the appellant corporation were received by the appellee. Freight 
bills for products shipped by appellant were also received by the Neuhoff Packing 
Company. The record discloses that during a two-year period frequent confusion of 
sort caused much inconvenience to the appellee. 

A widely distributed pictorial prospectus prepared by the Bristol, Virginia- 
Tennessee, Chamber of Commerce erroneously referred to the Acme Provision 
Company as a division of the Neuhoff Packing Company. A Bristol customer of 
the packing company who entertained a grievance against Neuhoff, Incorporated, 
stopped buying the appellee company’s products because of the thought that Neu- 
hoff, Incorporated, of Salem, Va., and Neuhoff Packing Company of Nashville, 
Tenn., were one and the same company. 

Both parties to this litigation buy cattle at auction sales in Tennessee, where as 
many as 1,200 head go through the auction ring in one day. Because of the similar- 
ity of the names, Neuhoff, Incorporated, and Neuhoff Packing Company, the two 
bidders often are incorrectly identified in announcement of the name of the success- 
ful one. Frequently, the auctioneer simply says, “Bought by Neuhoff.” Even 
when the auctioneer correctly calls out the name of the successful bidder, yard 
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boys who handle the cattle sometimes become bewildered and place the cattle pur- 
chased by one bidder in the pen assigned to the other. 

The hearing in the district court was on appellee’s motion for a preliminary 
injunction. It was stipulated by the parties that the affidavits filed should be treated 
as depositions and that the hearing on the motion should be treated as a final hear- 
ing. The decree entered is, therefore, a final judgment, from which this court has 
jurisdiction to entertain an appeal. 

The injunction, which was suspended by the district judge pending the out- 
come here, restrains appellant, its officers, agents, and employees, from directly or 
indirectly doing business or having any dealings anywhere in Tennessee under 
the corporate name “Neuhoff, Incorporated,” or any other corporate name in which 
the word “Neuhoff” appears. The appellant was ordered not to use the names 
“Neuhoff” and “Neuhoff’s,” singly or in combination with another or other names, 
in advertising and selling its manufactured products; and was forbidden to display 
these words upon its cartons and packages. Likewise, the injunction ran against 
the use of the names “Neuhoff” and “Neuhoff’s” in connection with the manufac- 
ture or sale by appellant of any products similar to those of appellee. Moreover, 
appellant was enjoined from using trucks, automobiles, or other conveyances with 
the forbidden names appearing thereon. The operation of the injunction in its 
entirety was expressly and properly limited to specified territory in the states of 
Tennessee, Kentucky, Virginia, Alabama, Georgia, North Carolina, and South 
Carolina—the trade territory of the appellee. 

The law of the case presents little difficulty. The appellant contends that “a 
man’s name is his own property and there must be a clear and unequivocal inten- 
tion to divest himself of the right to use his own name before he can be enjoined 
from using it in a business transaction in a reasonable, honest and fair way.” 
The following authorities are cited in support of the statement: National Distillers 
Products Corporation v. K. Taylor Distilling Co., 31 F. Supp. 611 [30 T.-M. R. 
172] (E. D. Ky.) ; Piggly-Wiggly Corporation v. Saunders, 1 F. 2d 572 (W. D. 
Tenn.) [decree modified, however, in Saunders v. Piggly-Wiggly Corporation, 30 
F. 2d 285, 388, 389 (C. C. A. 6)] ; Robinson v. Storm, 103 Tenn. 40, 48, 49; Howe 
Scale Company v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 135; Brown 
Chemical Company v. Meyer, 139 U.S. 540, 544; Stix, Baer & Fuller Dry Goods 
Co. v. American Piano Co., 211 F. 271 (C. C. A. 8) ; Hazelton Boiler Co. v. Hazel- 
ton Tripod Co. (Ill.), 30 N. E. 339; Blanchard v. Simon, 104 Va. 209, 51 S. E. 
222. 

It should be observed that, in the very first case cited by appellant. District 
Judge Ford issued a perpetual injunction restraining the defendant from using the 
name “Taylor” in its corporate name on any advertising matter or whiskey labels, 
unless accompanied by a statement plainly and specificially showing that the defend- 
ant is “neither the successor to nor connected with the maker of ‘Old Taylor’ 
whiskey” ; and that its product is “not the product of E. H. Taylor, Jr., & Sons, or 
its successors.” This direction resulted from the finding of the court that the 
defendant had engaged in unfair competition in the use of the name “Taylor,” 
although it had elected as its president Kenner Taylor, one of the three members 
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of the Taylor family who had organized the original corporation of E. H. Taylor, 
Jr., & Sons, which, upon the death of Kenner Taylor’s father, had sold out its 
business, including trade-names, trade-marks and control, to the National Distillers 
Products Corporation, 31 F. Supp. 611, 616 [30 T.-M. R. 172]. 

It is noteworthy that, on appeal from the district court decision in the Piggly 
Wiggly case cited by appellant, this court made it clear that Saunders was not privi- 
leged to use his own name in such manner as to deceive the public or to deprive the 
plaintiff of the benefits of the rights, privileges and good-will of the business origi- 
nated by Saunders, extensively advertised, and sold to the plaintiff, 39 F. 2d 388. 

In Stix, Baer & Fuller Dry Goods Co. v. American Piano Co., supra, cited by 
appellant, the Circuit Court of Appeals for the Eighth Circuit stated that, while it 
was settled beyond controversy that a family surname may not be appropriated 
where such name has become known in trade, the second user may not affirmatively 
do anything to cause the public to believe that his article is the product of the first 
manufacturer and, therefore, must exercise reasonable care to prevent the public from 
so believing, or from believing that he is the successor in. business of the first manu- 
facturer. 211 F. 274. 

In our opinion in John T. Lloyd Laboratories, Inc. v. Floyd Brothers Pharma- 
cists, Inc., 131 F. 2d 703, 707 [33 T.-M. R. 50] (C. C. A. 6), we cited the Brown 
Chemical Company case, supra, to the point that a man’s name being his own prop- 
erty, he may use it reasonably, honestly, and fairly, without liability for any inci- 
dental damage inflicted upon a business competitor. We also cited the Howe Scale 
Company case, supra, to the proposition that, in the absence of restrictive contract, 
fraud, or estoppel, any man may use his own name as the whole or a part of a corpo- 
rate name. 

In Waterman Co. v. Modern Pen Co., 235 U. S. 88, 94, cited by appellant, Mr. 
Justice Holmes declared that there is no distinction between corporations and 
natural persons in the principle that, when the use of his own name upon his goods 
by a later competitor will and does lead the public to understand that these goods 
are the product of a concern already established and well known under that name, 
and when the profit to him of the confusion is known to or intended by the later 
man, the law will require him to take reasonable precautions to prevent the mis- 
take. 

This court has discussed the principles pertaining to the law of unfair competi- 
tion on numerous occasions, and has exhaustively reviewed the authorities upon the 
subject. For present purposes, we are content to refer to only one of our many 
opinions in this field: Hemmeter Cigar Co. v. Congress Cigar Co., 118 F. 2d 64, 
70 (C. C. A. 6), wherein we stated that, in cases of unfair competition, similarity of 
names need not be shown to be such as would actually deceive persons seeing two 
commodities side by side. It was made plain that, to obtain the aid of a court of 
equity, it is sufficient for the suitor to show that the ordinary or unwary purchaser, 
and not the cautious and discriminating one, might be deceived by the similarity 
in name or appearance. 

The opinion of the Supreme Court in Menendez v. Holt, 128 U. S. 514, long 
followed as a guiding authority from the highest source, asserts that when a partner 
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retires from a firm the good will of the business and the right to use the old name 
and to possess the old place of business is retained by the other partners, if the retir- 
ing partner gives his assent or acquiescence. 

It is to be understood, of course, that, under the doctrine of Erie Railroad Co. 
v. Tompkins, 304 U. S. 64, if the law of the state in which occurred the acts sought 
to be enjoined is at variance with the federal rule, that substantive law of the state 
will prevail and must be applied in the federal courts. 

But from our study of its opinions, we find that the Supreme Court of Ten- 
nessee and this court have been in constant consonance in exerting effective equi- 
table restraint upon proven acts of unfair competition. The Tennessee court has 
been especially zealous in guarding against the unfair use by anyone of his own 
family name in competitive trade. Three of that court’s determinative decisions 
will now be reviewed. 

The important facts disclosed in Robinson v. Storm, 103 Tenn. 40, 47, 48, 55, 
were that, in 1872, an eminent Memphis physician, Dr. Mitchell, finding need for 
a vegetable cathartic which could be substituted for calomel, took a formula to an 
educated pharmacist, Robinson, for experimentation to find such aromatics as 
might make a liquid compound palatable to patients. After much effort, Robinson 
worked out a combination satisfactory to the doctor who, without any claim to 
proprietary interest, frequently prescribed the medicine as “Comp. Elix. Leptandra.” 
Such prescriptions for his pateients were invariably directed to be filled by Robin- 
son’s drug firm. One of the earliest of these prescriptions was given to a river-boat 
captain, Ad. Storm, who being greatly benefited by the medicine, recommended it 
to many friends, with the result that it soon became a popular remedy in Memphis 
and along the Mississippi River. After a short time, with the consent of Captain 
Storm and as a compliment to him, Robinson’s firm placed the medicine upon the 
market conspicuously labelled, “Storm’s Liver Regulator.” For a quarter of a 
century, Robinson sold the preparation under such designation and built up a favor- 
able reputation for it throughout a wide territory. 

After the death of Captain Storm, his only son, who was neither a druggist 
nor a chemist, secured a formula from a Memphis druggist for a medicine sold as 
“Goodyear’s Liver Tonic,” and caused a liquid mixture based on its ingredients to 
be prepared in St. Louis and shipped to Battier, another Memphis druggist, for 
distribution among the retail druggists of that city. The bottles and cartons were 
labelled in large display type, “Storm’s Liver Regulator.” At the foot of the car- 
tons appeared the words, “Prepared by eminent chemists for A. G. Storm,”  fol- 
lowed by the words, “This is not the medicine put up by James S. Robinson.” The 
arrangement, however, was such as to make it more likely that the eye of a pur- 
chaser would be attracted by the name “Robinson” in the place where the name 
of the owner of a proprietary medicine ordinarily appears than it would be by the 
word “not” in the line of negation. The cartons varied in color from those of 
Robinson, but not sufficiently to put the average purchaser on guard. The court 
thought it immaterial that there was no such imitation of labels and cartons as 
would deceive an expert, or even an ordinary observer, when the cartons of Robin- 
son and those of Storm were placed side by side, the test being whether the simu- 
lation was such as to be likely to deceive an incautious and ordinary purchaser. 
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Chief Justice Beard quoted with approval language from Higgins v. Higgins 
Soap Co., 144 N. Y. 462, to the effect that, notwithstanding the fact that the law 
protects the right of a man to use his own name in his own business though another 
who has established and gained a reputation for a business under that name is 
injured, the courts require that the names be honestly used and permit no artifice 
or deceit designed or calculated to mislead the public and to palm off the business 
as that of the person who first established it and gained its reputation. The Supreme 
Court affirmed the decree of the Chancellor enjoining the younger Storm from using, 
in connection with the manufacture, sale, and advertisement of his medicine, the 
words “Storm,” “Captain Storm,” or “Ad. Storm,” in collation with the words 
“liver regulator” upon his bottles, wrappers, cartons, packages, or otherwise. 

It would extend this opinion to undue length to narrate in detail the facts of 
Iron Works v. Machine Co., 130 Tenn. 669, 682, 692. A manufacturer succeed- 
ing to the rights of the original makers of car wheels, which for half a century 
had been known to the trade as “Whitney wheels,” was granted an injunction 
against a rival manufacturer which had employed Asa W. Whitney, a relative and 
former employee of the original manufacturers, restraining the advertisement of its 
wheels as “Whitney Wheels,” “A. Whitney Wheels,” or “Asa W. Whitney Wheels,” 
and from using the name “Whitney,” either alone or in connection with other words 
or initials in advertising or selling its wheels, except as directed in a restrictive 
decree. The defendant was permitted to state that it had procured the services of 
Asa W. Whitney and to describe his duties and the nature of his employment; to 
advertise his knowledge, skill and experience in metallurgy and in compounding 
ores ; and to state that he was a member of the Whitney family, brought up in the 
business by the originators of the Whitney Wheel; and otherwise to state the 
facts. 

The opinion of the Tennessee court stated that the general proposition that 
every man has the right to use his own name in his own business even though 
someone else of the same name has previously been engaged in a similar business 
under that name had been subjected to much qualification. It was pointed out 
that the recent cases were uniform in holding that one’s own name must not be 
used as an artifice to mislead the public as to the identity of the business or the 
corporation. Authoritative reference was made to Robinson v. Storm, supra, and 
to decisions of the Supreme Court of the United States. The state courts were 
said to be uniformly in accord. 

This brings us to a consideration of the Tennessee case in which the Supreme 
Court of that state affirmed a decree of injunction restraining to the fullest extent 
the use by a man of his own name in unfair trade competition. M. M. New- 
comer Co. v. Newcomer's New Store, 142 Tenn. 108. To a correct understand- 
ing of the wide scope of the injunction a discussion of the facts of that case is 
necessary. 

M. M. Newcomer and John E. Lewis, partners doing business as M. M. New- 
comer & Co., conducted a ladies’ garment business in Knoxville, Tenn. In 1907, 
a corporation was organized under the name “M. M. Newcomer Company,’¢ to 
which, in consideration of stock issued to them, the partners conveyed the part- 
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nership assets and property, including “their name and good-will.” Newcomer 
became vice-president, secretary, and residential manager of the corporation. An 
extensive trade in Knoxville, throughout East Tennessee, and in portions of 
Kentucky and North Carolina was enjoyed, many customers being served through 
mail orders. 

Under Newcomer’s management, the business of the corporation was heavily 
advertised in newspapers and in various other ways featuring always the names 
“Newcomer,” or ““Newcomer’s.” A large lettered sign on the front of its store 
building at 402-410 Gay Street bore the inscription, ““M. M. Newcomer & Com- 
pany, M. M. Newcomer’s Department Store, 41 Stores under One Roof.” A 
large electric sight, ““Newcomer’s,’ hung from the store building across the side- 
walk; and the company’s delivery wagons, likewise, carried in large letters the 
same inscription. Newcomer, himself, stated that the name ‘“Newcomer’s” was 
used for the reason that if he could train the public to refer to the store as ‘“New- 
comer’s,” it would be much easier to attract customers than to teach them to 
trade with “M. M. Newcomer Company,” or “The M. M. Newcomer Company.” 
He said that in reading signs over places of business and in looking through news- 
papers for advertisements, people search for the catch phrases instead of reading 
the small print. 

In 1918, M. M. Newcomer sold his stock in M. M. Newcomer Company and 
severed his connection with that corporation, in the organization and management 
of which he had actively participated. With associates, he obtained a charter for 
a new corporation, styled ‘“‘Newcomer’s New Store,” and opened a store at 508 Gay 
Street in Knoxville, selling to the retail trade ladies’ ready-to-wear garments. 

Much confusion between the old company and the new ensued. Mail, telegrams, 
orders, freight and express packages were frequently wrongly delivered. Orders 
intended for M. M. Newcomer Co. were, in many instances, filed by Newcomer’s 
New Store. The proof showed that the confusion caused dissatisfaction and com- 
plaint among some of the older company’s customers. 

M. M. Newcomer Co. obtained an injunction restraining Newcomer’s New 
Store from using that name in the conduct of its business; whereupon, the defend- 
ant dropped the word “New” from its sign and advertising. The defendant cor- 
poration was then enjoined from using the name “Newcomer’s Store.” Following 
this, the defendant used for its business the name and the expression, “M. M. New- 
comer, in no way connected with the M. M. Newcomer Company or Newcomer’s 
Department Store.” This usuage was restrained and an injunction was issued 
against the ‘“Newcomer’s New Store” corporation, its stockholders, officers and 
directors, forbidding the use of the name “M. M. Newcomer” in connection with 
the business. Both the Court of Civil Appeals and the Supreme Court of Ten- 
nessee, on certiorari, affirmed this decree of the Chancery Court. 

In a well considered opinion, the state Supreme Court discussed the pertinent 
principles and cited many authorities. The dominant language of the court directly 
applicable here reads thus: “The rule is general that a corporation may not adopt 
as its corporate name a name similar to the trade-name of a person or concern 


previously engaged in a similar business, where its use of that name will have the 
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effect of deceiving or misleading the public. (Citing numerous authorities.) 
It has been held that it is not necessary to prove that the public has actually been 
deceived by the similarity in names. It is the liability to deception and consequent 


injury which justifies the issuance of an injunction. If the court can see that con- 


fusion and deception is liable to result from the similarity of names it will not refuse 
injunctive relief because the damage has not already been done.” (142 Tenn. 118, 
120.) 

Upon the controlling authority of the Tennessee decisions, it becomes clear that 
the judgment of the United States District Court in the instant case should be af- 
firmed. Accordingly, it is so ordered. 


BEST & CO., INC. v. SADIE S. MILLER, DoING BUSINESS UNDER THE NAME 
AND STYLE oF MILLER’S IMLLIPUTIAN SHOPPE 


No. 20758—C. C. A. 2—April 2, 1948 


CourTs—FEpERAL JURISDICTION—LaAcK oF Diversity oF CITIZENSHIP 
Federal jurisdiction of claim of infringement of registered trade-mark, in suit between 
citizens of same state, sustained under 15 U. S. C. A. 96, with pendent jurisdiction as to claim 
of unfair competition. 
TRADE- MARKS—EFFECT OF REGISTRATION—GENERAL 
Registration of trade-mark under 1905 Act confers only procedural advantages and does 
not enlarge registrant’s substantive rights. 
TRADE-MARKS AND UNFAIR COMPETITION—I NFRINGEMENT—GENERAL 
Tests of trade-mark infringement and unfair competition differ little if any; degree of 
resemblance constituting infringement is incapable of exact definition; and courts can say 
no more than that no trader may adopt trade-mark so resembling another’s as to be likely 
to cause confusion. 
TRADE- MARKS—CANCELLATION—J URISDICTION OF FEDERAL Courts 
Counterclaim for cancellation of plaintiff's registration on ground of descriptiveness held 
properly dismissed; under 1905 Act defendant, without interfering registration, has no stand- 
ing to obtain such relief; and 1946 Act held inapplicable to subject matter of defendant's 
appeal. 
UNFAIR COMPETITION—FEDERAL APPELLATE PROCEDURE—SCOPE OF REVIEW 
Trial court’s finding of no unfair competition is not conclusive on appellate court, if it 
takes different view as to likelihood of deception; but majority of this court agrees with 
finding of trial court. 
TRADE-MARKS AND UNFAIR COMPETITION—LIKELIHOOD OF CONFUSION—GENERAL 
While not conclusive, it is not without significance in determining the question of likelihood 
of deception that no actual confusion resulted during approximately fourteen years of con- 
current use of the marks. 
TRADE-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
“Liliputian Bazaar” held to have acquired secondary meaning in identifying Best & Co. 
rather than the product or an anonymous source. 
TRADE-MARKS AND UNFAIR COMPETITION—MaArKS Not CONFUSINGLY SIMILAR—PARTICULAR 
INSTANCES 
“Miller’s Lilliputian Shoppe” held not confusingly similar to “Liliputian Bazaar,” used 
on similar goods. 


Appeal from the Southern District of New York. 
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A trade-mark infringement and unfair competition suit by Best & Co., Inc., 
against Sadie S. Miller, doing business as “Miller’s Lilliputian Shoppe,” in which 
defendant counterclaimed for cancellation of plaintiff's registration. Both parties 
appealed from judgment dismissing complaint and counterclaim. Affirmed, 


Strauss, Reich & Boyer, attorneys for plaintiff-appellant ; Joseph M. Proskauer and 

Harold H. Levin, of counsel. 

Levien, Singer & Neuburger, attorneys for defendant-appellant ; Stuart H. Stein- 
brink, J. Lincoln Morris, Ralph B. Neuburger, of counsel. 

Before Swan, CLARK and FRANK, Circuit Judges. 

Swan,C., J.: 

Best & Co., a New York corporation and owner of the trade-mark “‘Liliputian 
Bazaar” registered in 1915 under the Trade-Mark Act of 1905, 33 Stat. 724, brought 
suit against Sadie S. Miller, doing business in Stamford, Conn., under the name and 
style of “Miller’s Lilliputian Shoppe.” Charging both trade-mark infringement 
and unfair competition, the plaintiff sought an injunction against use by the defend- 
ant of the words “Lilliputian Shoppe,” an accounting, and treble damages. The 
defendant answered denying the charges and counterclaiming for cancellation of 
the plaintiff’s registration on the ground that its trade-mark was merely descriptive. 
Both parties were citizens of New York. Federal jurisdiction of the claim of trade- 
mark infringement was sustained under 15 U. S. C. A. §96, with pendent jurisdic- 
tion as to the claim of unfair competition. Hurn. v. Oursler, 289 U. S. 238; 
Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315. The trial resulted in dismissal 
of the complaint, from which the plaintiff has appealed, and dismissal of the 
counterclaim, from which the defendant has appealed. 

The facts found by the district judge are set out at length in his opinion, 67 F. 
Supp. 809. A summary of them follows: Since 1879 the plaintiff and its predeces- 
sors have been continuously engaged in the City of New York in selling at retail 
apparel for infants and children not over six years of age. Up to 1910 its store 
front carried the name “Liliputian Bazaar” and the goods there sold were so 
advertised and labeled. In that year the store was moved to Fifth Avenue and 35th 
Street, and the business was expanded to include apparel and accessories for older 
children and adult men and women. Thereafter the sale of goods for infants and 
children under seven was conducted as a department of the plaintiff’s business. 
Except where it was impracticable to do so, the merchandise sold in this depart- 
ment has always been labeled “Liliputian Bazaar.” During the entire period that 
the business has been in existence the “Liliputian Bazaar” has been extensively 
advertised, and has come to signify in the minds of the buying public Best & Co. 
In February, 1930, the plaintiff opened a branch store in Mamaroneck, N. Y., 
which is 13 miles from Stamford, Conn. In that year the plaintiff had 1,495 charge 
customers in the Stamford area. In August, 1942, it opened a branch store in 
Stamford on the same street as the defendant’s store and almost directly oppo- 
site it. 

The defendant’s store was opened on December 31, 1930, by her husband Jacob 
Miller, to whose interest she succeeded upon his death in 1940. The store has 
always borne the name “Miller’s Lilliputian Shoppe” and occupied the same 
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premises. From the start the business has been restricted to the retail sale of wear- 
ing apparel for infants and children wearing garments no larger than size 16, and 
the merchandise sold has carried labels bearing the name of the store and its location, 
“Stamford, Conn.” All of the advertising has been of a purely local nature and 
has described the store as “Miller’s Lilliputian Shoppe,” except on three occasions 
when an advertisement in a Stamford newspaper omitted the word “Shoppe.” In 
September, 1944, shortly before the present suit was started, two shoppers em- 
ployed by the plaintiff made cash purchases at the defendant’s store and requested 
the defendant to mail the purchased articles to designated addresses in New York, 
which was done. On November 9, 1945, the defendant had 26 charge customers 
residing outside of Connecticut, to whom advertising material was sent and from 
whom orders were filled by mail. 

The existence of ‘“Miller’s Lilliputian Shoppe” at Stamford came to the atten- 
tion of the plaintiff in 1933 and a demand was made upon Jacob Miller that he dis- 
continue the use of the words “Lilliputian Shoppe.” This demand was renewed 
in 1934 and again in October, 1944. Negotiations followed, and upon their col- 
lapse the present suit was commenced on November 8, 1944. 

Since registration of a trade-mark confers only procedural advantages and does 
not enlarge the registrant’s substantive rights,’ the trial judge held it unnecessary to 
pass upon the validity of the plaintiff’s trade-mark and turned at once to a con- 
sideration of the claim of unfair competition. He found that the record was barren 
of a single instance of a purchaser buying the defendant’s merchandise in the belief 
that it was the plaintiff’s, and that the plaintiff's president could not recall any one 
having confused the two; he found also that there was no likelihood that the public 
would be deceived by the defendant’s use of the trade-name “Miller’s Lilliputian 
Shoppe”; consequently despite the finding that “Liliputian Bazaar” had acquired 
a secondary meaning signifying Best & Co., he held that the defendant was not 
engaging in unfair competition. 

Much of the argument on the appeal has concerned itself with the validity of 
the plaintiff's trade-mark, the defendant contending that “Liliputian Bazaar’ is 
equivalent to “Children’s Department” or “Children’s Store’? and merely descrip- 
tive of the business in which both parties are engaged, while the plaintiff argues 


that the word “Liliputian” as applied to the sale of goods is fanciful and suggestive 
rather than purely descriptive.” We agree with the district court that it is unneces- 


1. Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315, 324; Emerson Electric Co. v. Emer- 
son Radio & P. Co., 105 F. 2d 908, 910 (C. C. A. 2), cert. denied 308 U. S. 616; George W. 
Luft Co. v. Zande Cosmetic Co., 142 F. 2d 536, 541, cert. denied 323 U. S. 756. 

2. In Ball v. Broadway Bazaar, 194 N. Y. 429, 436, which was a suit brought by a predeces- 
sor of the present plaintiff, the court said: 

“The word ‘Lilliputian’ is derived from Swift’s Travels of Lemuel Gulliver to the 
imaginary Kingdom of Lilliput, the inhabitants of which were described as pygmies about 
six inches in height. Although of purely fanciful origin, the word ‘Lilliputian’ has become 
a part of the English language and is used to denote persons, and possibly things, of 
diminutive or minute size. The word ‘Bazaar’ is also part of our common speech... . It 
is obvious that neither of these words alone can be the subject of a trade-name in which 
any one can acquire an exclusive proprietary right. They are purely descriptive parts of 
our language and may be used by all. But their use together, or in combination with some 
other word, such as ‘Best,’ for instance, marks the difference between what is permissible 
and what may be forbidden.” 
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sary to decide whether the trade-mark is a proper subject of registration under the 
federal Trade-Mark Act of 1905, 15 U. S. C. A. §85. Assuming it is, the plain- 
tiff is entitled to no relief unless there has been infringement. What degree of 
resemblance is necessary to constitute an infringement is incapable of exact defini- 
tion; courts can say no more than that “no trader can adopt a trade-mark so 
resembling that of another trader as that ordinary purchasers, buying with ordi- 
nary caution, are likely to be misled.” McLean v. Fleming, 96 U. S. 245, 251. 
Hence the test of trade-mark infringement differs little, if any, from the test of un- 
fair competition.® 

By her counterclaim the defendant asks for cancellation of the plaintiff’s reg- 
istration on the ground that the mark is merely descriptive. Under the Trade-Mark 
Act of 1905, 15 U. S. C. A. §102, the defendant has no standing to obtain such 
relief since she has no interfering registered trade-mark. Drittel v. Friedman, 154 
F. 2d 653, 654 (C. C. A. 2). If the court were to apply the Trade-Mark Act of 
1946, effective July 5, 1947, to the appeal, Section 47(b), 15 U. S. C. A. §1051 note, 
although neither party has suggested that we should do so, it may be that Section 
37,15 U. S.C. A. §1119, gives her standing to demand the cancellation ; but even on 
that assumption we could not decide the counterclaim in her favor on this record 
Section 46(b), 15 U. S. C. A. §1051 note, saves “marks, registered under the 
‘ten-year proviso’ of Section 5 of the Acts of February 20, 1905, as amended.” 
Under this proviso, 15 U. S. C. A. §85, it seems likely that the plaintiff’s mark, 
which has been in continuous use since 1879, was properly registered, even if it 
were considered merely descriptive. Thaddeus Davids Co. v. Davids, 233 U. S. 
461. This issue apparently was not litigated at the trial and has not been argued 
here. If the 1946 Act were held applicable, a remand to the district court 
would be necessary ; but in the opinion of the court the provisions of the 1946 Act 
are not “applicable to the subject matter” of the defendant’s appeal from dismissal 
of her counterclaim. 

The essence of the wrong of unfair competition lies in the sale of the goods of 
one manufacturer or vendor for those of another or under such conditions as may 
lead the purchaser to think they are the goods of the other. If the defendant selects 
a trade-mark or trade-name similar to the plaintiff’s with intent to palm off his 
wares as those of the plaintiff, proof of his intent may be strong evidence of, and 
in proper circumstances establish, the likelihood of confusion. In the case at bar 
there is no finding that the defendant’s trade-name was chosen with any such in- 
tent; nor is there any evidence to justify such a finding. On the other hand, a 
defendant’s good faith in believing that he has so marked his goods as to distin- 
guish them from the plaintiff's, will not protect him if the court finds that confusion 
has resulted, or is likely to result. The trial judge correctly rules that unfair com- 
petition is a question of fact, and the test is “whether the public is likely to be 
deceived.”* Applying this test he found no unfair competition. Such a finding is 


3. Armstrong Co. v. Nu-Enamel, 305 U. S. 315, 325; American Foundries v. Robertson, 269 
U. S. 372, 380; Nims, Law of Unfair Competition and Trade-Marks (4th ed. 1947) 10, 1017. 
4. Fawcett Publications, Inc. v. Popular Mechanics Co., 80 F. 2d 194, 198 (C. C. A. 3). 

5. General Finance Loan Co. v. General Loan Co., 163 F. 2d 709, 712 (C. C. A. 8); Eastern 
Age Corp. v. Winslow-Warren, Ltd., 137 F. 2d 955, 960 (C. C. A. 2), cert. denied 320 U. S. 
58. 
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not conclusive on an appellate court, if it takes a different view as to the likelihood of 
deception.© A majority of the court agrees with the trial court’s finding of no 
unfair competition. It is true that “Miller’s Lilliputian Shoppe” makes use of the 
dominant word in the plaintiff's mark and substitutes a synonym for “Bazaar,” 
but it also contains the surname “Miller’s,” and no one word of the three is empha- 
sized more than another. While not conclusive, it is not without significance in 
determining the likelihood of deception of the public by the use of the defendant’s 
trade-name, that no actual confusion has ever resulted during the many years since 
the business was started at the end of 1930. Furthermore, the secondary mean- 
ing which “Liliputian Bazaar” has acquired signifies Best & Co. so that goods 
bearing that label are identified as coming from its store rather than from an 
anonymous source or from a dealer whose name the customer may have forgotten. 
Cases such as Barton v. Rex-Oil Co., 29 F. 2d 474 (C. C. A. 3), where the second- 
ary meaning denotes a product, are therefore distinguishable. With the competing 
stores located on opposite sides of the same street, only about 100 feet apart, and 
each bearing the owner’s name, the likelihood that customers will be deceived into 
buying the defendant’s wares in the belief they are the plaintiff's seems to us nil. 

The plaintiff contends that Menendez v. Holt, 128 U. S. 514 compels a contrary 
conclusion. There the trade-mark “La Favorita,”’ followed by the name Holt & 
Co., used as a brand name of flour was held infringed by the defendant’s use of the 
same brand followed by the name S. O. Ryder, on its flour, the court saying that 
the substitution of the name Ryder for Holt “is an aggravation and not a justifica- 
tion, for it is openly trading in the name of another upon the reputation acquired 
by the device of the true proprietor.” But it should be observed that there the 
trade-mark identified a product and that the court found an intent to infringe. 
Moreover, we do not understand the case to mean that under no circumstances 
will the use of the defendant’s name be sufficient to prevent deception of the pub- 
lic. For reasons already stated we think there is no likelihood of deception in 
the case at bar and accordingly affirm the judgment. 


Crark, C. J. (dissenting) : 


Judge Swan’s arguments for affirmance are persuasively stated, and I should 
feel that I ought to shroud my doubts in silence but for one circumstance not 
appraised in his opinion. That is the effect of the new Lanham Trade-Mark Act 
upon the plaintiff's case. Though only recently effective, we are certainly authorized 
to apply it at least prospectively, by its explicit terms. §47(b), 15 U.S.C. A. §1051 
note. Since the plaintiff asks for reversal only to secure an injunction and prevent 
future infringement, I think we should review the situation in the light of this Act. 
It cannot be uniquely helpful to the defendant here (in its general broadening of 
remedies) ; on the contrary, it is clearly plaintiff’s legislation, beyond what is, I 
believe, yet judicially realized, even if not quite so much as the already voluminous 
literature assumes. Thus it broadens the area of registrable trade-marks, the pro- 
tection accorded such marks, and the general remedies for false description or rep- 


6. LaTouraine Coffee Co., Inc. v. Lorraine Coffee Company, Inc., 157 F. 2d 115, 117 
(C. C. A. 2), cert. denied 329 U. S. 771. 
7. Lucien Lelong, Inc. v. Lander Co., Inc., 164 F. 2d 395, 397 (C. C. A. 2). 
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resentation of goods. §§2, 32(1), 43(a), 15 U.S. C. A. §§1052, 1114(1), 1125(a) ;* 
cf. LaTouraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F. 2d 115, 118, 119, 
certiorari denied 329 U. S. 771; California Apparel Creators v. Wieder of California, 
Inc., 2 Cir. 162 F. 2d 893, 900, 901, certiorari denied 68 S. Ct. 156. And it is a 
more recent and immediately direct expression of legislative concern for this species 
of property than we have had as to patents, to which analogy is sometimes asserted. 
Moreover, it seems obvious that in the case of a trade-name there is nothing like the 
same opportunity for burdensome monopoly and restriction on scientific advances 
which experience has shown to exist in the grant of a patent. The resources of the 
English language are such that a defendant may be required without undue hard- 
ship to choose his own formula or slogan to exploit without riding upon the suc- 
cessful advertising of another. Hence, however allergic we may be personally to 
the flamboyance of American advertising, I can see no escape from our duty to 
carry out the legislative intent. 

The approach to this case, in my view, should be to regard it, as stated in Gan- 
nert v. Rupert, 2 Cir., 127 F. 962, 963, as “a trade-mark case pure and simple,” 
and “not a case of unfair competition,” so that “with this distinction in mind it is 
obvious that many of the propositions argued by the defendant are irrelevant.” Of 
course, once secondary meaning and unfair competition are proven in a case, the 
net results are in substance the same as upon proof of infringement of a valid trade- 
mark. But in the latter case the road is somewhat more direct ; plaintiff need show 
only the defendant’s confusing use, without proof of damage of other unfairness 
than the use, and our duty to review is clear. Soy Food Mills v. Pillsbury Mills, 
7 Cir., 161 F. 2d 22, certiorari denied 68 S. Ct. 73; LaTouraine Coffee Co. v. 
Lorraine Coffee Co., supra; cf. Magazine Publishers v. Ziff-Davis Pub. Co., 2 Cir., 
147 F. 2d 182, 185. I do not believe there can be doubt that this ancient trade- 
name, originated by plaintiff's predecessor in 1879, was a valid trade-mark when 
registered in 1915 or renewed in 1935. Its dominating adjective is a fanciful word, 
originally from the mind of Jonathan Swift, but given a new fanciful twist by plain- 
tiff, who also added to it a noun with exotic connotations to form a combination 
suggesting an original place and method of vending children’s clothes. And we 
are interested only in the combination (not in the use of the separate words) ; for 
that was the registered trade-mark, as well as the trade-name. It was afforded pro- 
tection in Ball v. Broadway Bazaar, 194 N. Y. 429, 87 N. E. 674, and Ball v. Best, 
C. C. N. D. IIL, 135 F. 434. Such registration I think valid even without resort to 
the new law, §46(b), or to the “ten-year proviso” of the old law or its modern 
five-year substitute. §2(f).” 


8. Thus the trade-mark is to be registered unless it is “merely descriptive or deceptively 
misdescriptive” of the applicant’s goods, and not even then when it “has become distinctive of 
the applicant’s goods in commerce,” five years’ “substantially exclusive and continuous use” 
being accepted prima facie evidence. §2(e)(f). Use in commerce of a “colorable imitation” 
which “is likely to cause confusion or mistake” constitutes infringement. §32(1). The remedy 
for false description or representation is extended to any person who “believes” that he “is 
likely to be damaged” thereby. §43(a). And federal jurisdiction is extended even to the latter 
case. §39, 15 U. S. C. A. §1121. 

9. That plaintiff substituted one “l” for the two I’s of the original adds perhaps a little. 

10. See note 1 supra; cf. San Francisco Ass'n for the Blind vy. Industrial Aid for the Blind, 
8 Cir., 152 F. 2d 532, and cases cited. 
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Of course we still must determine whether or not defendant’s use is likely to 
cause confusion or mistake. I do not know by how much the new Act must be 
considered to have extended protection to trade-marks generally; I think however, 
that this trade-mark should have been accorded protection here even under the old 
law. Defendant has appropriated its dominant and eye-catching part, Queen Mfg. 
Co. v. Isaac Ginsberg & Bros., 8 Cir., 25 F. 2d 284; Huntington Laboratories v. 
Onyx Oil & Chemical Co., C. C. P. A., 165 F. 2d 454, and for the rest has sub- 
stituted a synonym arrestingly fashioned. One could hardly imagine an expression 
better formulated to express the same thing slightly differently, but with like force. 
The addition of the defendant’s surname thus possessively then does seem “an 
aggravation and not a justification,” as pointed out in Menendez v. Holt, 128 U. S. 
514, 521. Important, too, is the fact that the competition is in exactly the same 
business; obviously there would not be a like threat from, say a Lilliputian danc- 
ing academy or even candy emporium. Threatened with a like danger as to 
each of its fifteen branch stores from Massachusetts to Illinois, plaintiff's business 
could be indeed menaced. And not without justification, it seems, does it express 
fear of direct competition right in New York City from “Macy’s Liliputian Shop, 
Saks’ Liliputian Shoppe, Lord & Taylor’s Liliputian Department, Franklin Simon's 
Liliputian Store.” 

As it is the likelihood of deception or confusion which is involved, evidence of 
specific instances is not necessary to support a holding of trade-mark infringement. 
LaTouraine Coffee Co. v. Lorraine Coffee Co., supra, and cases cited. But since 
some point is made of a lack of evidence for plaintiff, I deem it proper to say that the 
evidence produced seemed to me pertinent and convincing. That plaintiff's cus- 
tomers frequently addressed its “Liliputian Bazaar” as “Liliputian Shop,” “Lili- 
putian Bar,” “Liliputian Center,” and “Liliputian Department” helps to demon- 
strate the key word of the trade-mark. Plaintiff's canvass of housewives to show 
that persons seeing garments with defendant’s label immediately assumed that they 
were garments from Best & Co. is direct evidence of confusion. Beyond this, to 
expect testimony from persons who had actually made purchases from defendant 
under the belief that she was the plaintiff is to journey out of the field of business 
realities. What customer of children’s wear is likely to get into a dispute between 
merchants as to their sales unless she is acutely dissatisfied with, or in some other 
way disgruntled over, her purchase? How is such a dissatisfied customer to be 
located by the rival concern, and what unique value would such testimony have? 
Further, I take it that this reasoning is opposed to the psychology of advertising 
which is designed particularly to attract attention to specific goods, so that they 
may sell themselves. If defendant’s labels bring the customers to the counter or even 
to the doorsteps, retreat is difficult and a sale is in prospect, even though that may 
ultimately be consummated with full knowledge of the vendor’s identity. Mishawaka 
Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 316 U. S. 203, 205. 

I think, therefore, that defendant should be required to look elsewhere for her 
slogan. Analogies in the cases are many; I cite some examples from both the 
fields of trade-mark infringement and unfair competition: Queen Mfg. Co. v. Isaac 
Ginsberg & Bros., supra (“Queen Brand” infringed “Queen Make’’) ; Fashion 
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Park v. The Fair, C. C. P. A., 49 F. 2d 830 (“Fashion Row” and “Fashion Park’’) ; 
Florence Mfg. Co. v. J. C. Dowd & Co., 2 Cir., 178 F. 73 (‘“‘Sta-Kleen” and 
“Keepclean”) ; Photoplay Pub. Co. v. La Verne Pub. Co., 3 Cir., 269 F. 730 
(““Photo-Play Journal” and “Photoplay Magazine’); Gannert v. Rupert, supra 
(“Home Comfort” and “Comfort” magazine) ; General Finance Loan Co.:v. Gen- 
eral Loan Co., 8 Cir., 163 F. 2d 709, certiorari denied 68 S. Ct. 356 (“General Fi- 
nance” and “General Loan”) ; Hygienic Products Co. v. Huntington Laboratories, 
C.C. P. A., 139 F. 2d 508 (“Toilet-San” and “Sani-Flush”) ; Hanson v. Triangle 
Publications, 8 Cir., 163 F. 2d 74, certiorari denied 68 S. Ct. 387 (“Seventeen for 
the Junior Teens” dresses and “Seventeen” magazine). 


MAGIC FOAM SALES CORPORATION v. THE MYSTIC FOAM COR- 
PORATION 


No. 10551—C. C. A. 6—March 22, 1948 


CouRTS—FEDERAL J URISDICTION—MortTION TO DisMIss 
Dismissal of complaint held proper for lack of federal jurisdiction in suit between citizens 
of same state where plaintiff's trade-mark was not registered; and fact that plaintiff sought 
cancellation of defendant’s federal registration held immaterial. 
CourTs—PLEADING AND PcacricE—SUPPLEMENTAL COMPLAINT 
Motion to file supplemental bill of complaint made prior to responsive pleading to the 
complaint should have been granted. 
CouRTS—FEDERAL J URISDICTION—DECLARATORY JUDGMENT 
Federal Declaratory Judgment Act being only procedural does not confer jurisdiction 
merely because controversy exists; federal jurisdiction must still be found in some other 
statute; and as there is no diversity of citizenship and plaintiff has no registered trade-mark, 
held that federal court has no jurisdiction to decide the declaratory judgment proceedings 
tendered by proposed supplemental bill of complaint. 


Appeal from District Court of Northern District of Ohio. 


Trade-mark infringement suit by Magic Foam Sales Corporation against The 
Mystic Foam Corporation. Plaintiffs appeal from dismissal of complaint. Affirmed. 


Frank Zugelter, Cincinnati, Ohio, and Hyde, Meyer, Baldwin & Doran, Cleveland, 
Ohio, for appellant. 
Krueber, Gorman & Davis and Frank R. Higley, of Cleveland, Ohio, for appellee. 


Before Simmons, McALLIsTeR and MILLER, Circuit Judges. 
MILteER, C., J.: 


The appellant, Magic Foam Sales Corporation, brought this action in the Dis- 
trict Court to enjoin the appellee, The Mystic Foam Corporation, from using the 
term “Mystic Foam” as a trade-mark on any of its products. The complaint also 
prayed that an order issued to the Commissioner of Patents directing that the 
appellee’s trade-mark registration certificate for a cleaning preparation displaying 
the term “Mystic Foam” be cancelled. The appellant alleged that it had been 
engaged in the manufacture and sale of a cleanser for cleaning upholstered furniture, 
carpets, draperies and other household articles for many years in the State of Ohio 
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and other parts of the United States; had expended substantial sums of money 
in advertising its products under the trade-mark “Magic Foam” ; had been applying 
its trade-mark “Magic Foam”’ to its said products and had established a valuable 
good-will in the sale of such trade mark merchandise; that the products of the 
appellant and appellee, sold in interstate commerce under the trade-marks ‘Magic 
Foam” and “Mystic Foam” are goods of the same descriptive properties ; and that 
appellee’s trade-mark was improperly and unlawfully registered in the United 
States Patent Office. Appellant’s trade mark “Magic Foam’ was not, however, 
registered under the Federal trade-mark laws. Both appellant and appellee are 
Ohio corporations. The District Court sustained the appellee’s motion to dismiss 
the complaint for lack of jurisdiction, from which order this appeal was taken. 

The appellant contends that jurisdiction exists under Title 28, Section 41 (7) 
U. S. C. A., which provides that the district court shall have original jurisdiction 
“Of all suits at law or in equity arising under the patent, the copyright, and the 
trade-mark laws,” and also by reason of Title 15, Section 97 U. S. C. A. (Federal 
Trade-Mark Act), which provides that the district courts shall have original juris- 
diction “‘of all suits at law or in equity respecting trade-marks registered in accord- 
ance with the provisions of this subdivision of this chapter, arising thereunder, with- 
out regard to the amount in controversy.” Although the wording of the two 
statutory provisions is not identical, their substance is the same and raises the same 
issue. In the absence of diversity of citizenship does the U. S. District Court, at 
the instance of a plaintiff owning a common-law trade-mark right, have jurisdiction, 
under the statutory provisions referred to, to protect such property right? We 
think the District Court correctly ruled on this issue. The appellant contends that 
the fact that the defendant-appellee’s infringing trade-mark “Mystic Foam’ was 
registered with the U. S. Patent Office brings the action within the statutory pro- 
visions, even though the appellant’s trade-mark “Magic Foam’ was not so reg- 
istered. This contention finds little, if any, support in the authorities. The rule 
appears settled in cases involving patents that where the plaintiff has no record title 
to the patent in question under the Federal patent laws the action is not one aris- 
ing under the patent laws within the meaning of Title 28, Section 41(7) U.S.C. A. 
The necessary federal right which the statute is intended to protect is not in exist- 
ence at the time when the suit is filed. In the absence of diversity of citizenship 
and necessary jurisdictional amount in controversy, such an action must be brought 
in the state court. Luckett v. Delpark, 270 U. S. 496; Dill Mfg. Co. v. Goff, 125 
F. 2d 676, C. C. A. 6th; Lion Mfg. Corp. v. Chicago Flexible Shaft Co., 106 F. 2d 
930, C. C. A. 7th; Calkind v. Scheinman, 1939 F. 2d 895, C. C. A. 2nd; Derman 
v. Stor-Aid, 141 F. 2d 580, C. C. A. 2nd. See also Stark Bros. v. Stark, 255 U. S. 
50. Appellant’s contention that the rule is restricted to cases involving patents, and 
does not apply to cases involving trade-marks, is not well taken. The statutory 
provision groups together patents, copyrights and trade-mark without distinction. 
The same rule has been applied in cases involving copyrights. Cohan v. Richmond, 
86 F. 2d 680, 682, C. C. A. 2nd; Wells v. Universal Pictures Co., 64 F. Supp. 852, 
S. D. N. Y.; Hoyt v. Bates, 81 F. 641, D.C. Mass. Both patents and trade-marks 
were involved in Laning v. National Ribbon & Carbon Paper Mfg. Co., 125 F. 2d 
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565, C. C. A. 7th, where the rule was applied in both instances, with the Court 
specifically stating that the same rules of law regarding jurisdiction applied to both 
patents and trade-marks. Trade-marks were also involved in Hunyadi Janos Corp. 
v. Stoeger, 10 F. 2d 26, C. C. A. 2nd. Nor do we agree with appellant’s further 
contention that the rule is not applicable in cases where the defendant has a reg- 
istered trade-mark or patent, which the plaintiff's action seeks to attack. The rea- 
soning of the foregoing cases is equally applicable to cases involving that factor. 
In several of them defendant had a registered patent, copyright or trade-mark, 
although the validity of such registration was not attacked. But the validity of the 
opposing party’s registration was involved in the counter-claim in Derman vy. Stor- 
Aid, supra, and in Wells v. Universal Pictures Co., supra. See also Aralac, Inc. v. 
Hat Corporation, 64 F. Supp. 696, D. C. Del. Administrative procedure was avail- 
able to the appellant at the time this action was filed to have appellee’s registration 
cancelled by the Commissioner of Patents. Title 15, Section 93, U.S.C. A. Appel- 
lant cites to us Section 37 of the Lanham Trade-Mark Act of July 5, 1946 (Title 
15, Section 1119, U. S. C. A.) which provides that the Court may order the can- 
cellation of registrations. Even if we should assume (which is not so decided 
herein) that the section goes beyond merely giving the Court, as well as the Com- 
missioner, the right to so act in cases where jurisdiction exists and changes the 
jurisdictional rule heretofore in effect, it is to be noticed that Section 46(a) of that 
Act provides that it shall take effect one year from its enactment, and except as 
otherwise specifically provided shall not affect any suit, proceeding or appeal then 
pending. Such provision is not an invalid exercise of the legislative power. 
McElrath v. United States, 102 U. S. 426, 437-438; State v. Roney, 82 Ohio State 
376. 

While appellee’s motion to dismiss was under consideration, appellant tendered 
and moved for leave to file its supplemental complaint with prayer for a declaratory 
judgment under Title 28, Section 400, U. S. C. A. The supplemental complaint 
stated that since the filing of the complaint appellee’s counsel had written appel- 
lant that appellee was the owner of the registered trade-mark “Magic Maid” of 
which it charged infringement by the appellant in the use of its trade-mark ‘Magic 
Foam,” that appellant answered suggesting that appellee file suit, but that appellee 
declined to do so at that time; that a justiciable controversy existed between the 
parteis with reference thereto, and prayed that the Court adjudicate appellant’s rights 
in its trade-mark “Magic Foam.” The District Court sustained appellee’s motion 
to dismiss, without ruling on the motion to file the supplemental complaint. A 
petition to reconsider the order in view of the prayer for declaratory judgment 
relief was overruled by a later order without opinion. We think appellant’s motion 
to file the supplemental bill of complaint, made before responsive pleading to the 
complaint, should have been sustained. Rule 15(a) Rules of Civil Procedure; 
Rogers v. Girard Trust Co., 159 F. 2d 239, C. C. A. 6th. But considering it as 
filed, appellant is in no better position. The Federal Declaratory Judgment Act is 
merely a procedural statute which provides an additional remedy for use in those 
controversies of which the district courts already have jurisdiction. It does not 
confer jurisdiction merely by reason of the existence of a controversy. Jurisdiction 
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must be found in some other statute. American Chemical Paint Co. v. Dow Chem- 
ical Co., 161 F. 2d 956, 958, C. C. A. 6th; McCarthy v. Hollis, 120 F. 2d 540, 542, 
C. C. A. 10th; Commercial Cas. Ins. Co. v. Fowles, 154 F. 2d 884, C. C. A. 9th. 
See also Ashwander v. Tennessee Valley Authority, 297 U.S. 288, 325. In the con- 
troversy presented by the supplemental complaint the appellant still lacks owner- 
ship of the necessary registered trade-mark; the issue remains for jurisdictional 
purposes the same as before. Declaratory judgment proceedings were dismissed in 
Laning v. National Ribbon & Carbon Paper Mfg. Co., supra, and in Wells v. 
Universal Pictures Co., supra. See also Aralac, Inc. v. Hat Corporation, supra. 
The judgment of the District Court is affirmed. 


ATLANTIC SEAFOOD PACKERS v. FLORIDA FRUIT CANNERS, 
INC., ETC. 


Nos. 5383, 5384—C. C. P. A.—March 2, 1948 


OprosITION—VALIDITY OF OpposEr’s REGISTRATIONS—GENERAL 
In opposition proceedings, applicant, who has disclaimed the words which marks of the 
parties have in common, may not attack validity of opposer’s registrations. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Silver Mist” and “Golden Mist,” held confusingly similar to “Silver Nip” and “Golden 
Nip,” used on similar goods, under 1905 Act, considering the marks in their entireties and 
though opposer is not entitled to the exclusive use of the terms “Golden” and “Silver” in 
its trade-marks. 


Appeals from Commissioner of Patents. 

Trade-mark oppositions by Florida Fruit Canners, Inc. (L. Maxcy, Inc., As- 
signee, substituted) against Atlantic Seafood Packers. Applicant appeals from 
decisions sustaining the notices of opposition. Affirmed. 


Beekman Aitken for appellant. 
Mason, Fenwick & Lawrence (Edward G. Fenwick of counsel) for appellee. 


Before Garrett, Presiding Judge, and Hatrietp, and Jackson, Associate 


Judges. 
HATFIELD, J.: 


These are appeals in trade-mark opposition proceedings from the decision of 
the Commissioner of Patents, 69 U. S. P. Q. 177, affirming the decisions of the 
Examiner of Interferences sustaining appellee’s notices of opposition and hold- 
ing that appellant was not entitled to the registrations of its marks hereinafter set 
forth. The cases were submitted on the same record and were briefed and argued 
together. Accordingly, we shall dispose of the two appeals in one decision. 

Appellant filed its application for registration of the trade-mark “Silver Mist” 
for use on “canned grapefruit juice” on October 2, 1943, under the Trade-Mark 
Act of February 20, 1905. Its application was amended January 19, 1944, in 
which amendment the word “Silver” was disclaimed as descriptive apart from the 
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mark as shown. In its application, appellant alleged that it had used its mark on 
its goods since September 20, 1943. 

On October 2, 1943, appellant filed its application for the registration of the 
term “Golden Mist,” under the Trade-Mark Act of February 20, 1905, for use on 
canned and bottled orange juice, and it was alleged in the application that it had 
used its mark since September 20, 1943. In its application, appellant disclaimed 
the word “Golden” as descriptive of the orange juice, apart from the mark as 
shown. In each of its applications, however, appellant reserved all common law 
rights in its entire marks. 

Appellee opposed the registration of appellant’s marks, claiming that the marks 
were confusingly similar, under Section 5 of the Trade-Mark Act of February 20, 
1905, to appellee’s mark “Silver Nip,” registration No. 255630, registered April 30, 
1929, for use on “Grapefruit Juices for Making Non-alcoholic, Non-cereal, Malt- 
less Beverages,” and its mark “Golden Nip,” registration No. 279725, registered 
January 20, 1931, for use on fruit juices for food purposes, particularly for orange 
juice extracted from fresh, fully ripened oranges. 

The goods of each of the parties are sold in containers to the general public. 

It appears from the record that L. Maxcy, Incorporated, and its predecessor, 
the Florida Fruit Canners, Incorporated, used its marks on its goods for approxi- 
mately thirteen years prior to the adoption and use of appellant’s marks; that ap- 
pellee has expended large sums of money in advertising its goods and its trade- 
marks in newspapers, over the radio, on wall hangings, caps, book matches, and 
direct mail advertising throughout the United States; that from 1930 to June 30, 
1944, it expended $33,000 in advertising its “Golden Nip” trade-mark for orange 
juice, and $102,000 in advertising its “Silver Nip” trade-mark for use on grape- 
fruit juice; and that during that period of time, appellee sold nearly $2,000,000 
worth of orange juice under its trade-mark “Golden Nip” and sold $5,000,000 
worth of grapefruit juice under its trade-mark “Silver Nip.” 

It was brought out by counsel for appellant on the cross-examination of W. H. 
Holloway, auditor of appellee, L. Maxcy, Incorporated, that the color of its orange 
juice was similar to the color as shown in appellee’s Exhibit No. 6-F which ap- 
pears to be golden in color, and that the color of its grapefruit juice is approxi- 
mately the color of that shown in appellee’s Exhibit No. 6-E which is not the 
color of silver but is somewhat yellow in color. 

It appears from the evidence introduced by appellant that it has used the trade- 
mark “Silver Mist” since January 20, 1930, on canned shrimp, although there is 
no evidence of record as to the color of canned shrimp. We think it is a matter of 
which we may take judicial notice that canned shrimp is not the color of silver. 
Appellant has also used its trade-marks, “Silver Mist” and “Golden Mist,” on con- 
tainers for grapefruit juice and orange juice, respectively, since September 20, 1943. 

On cross-examination, George C. Quint, a witness for appellant, who, at the 
time he testified, was manager of the Leesburg Canning Company, a division of 
the appellant company, formed in September 1943, and which company also used 
the trade-marks “Silver Mist” on canned grapefruit juice, and “Golden Mist” on 
canned orange juice, stated that approximately 104,000 cases of grapefruit juice 
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under the trade-mark “Silver Mist,” and approximately 55,000 cases of orange 
juice under the trade-mark ‘Golden Mist,” were shipped by the Leesburg Can- 
ning Company since September 20, 1943. The witness testified that the orange 
juice which its company sold was definitely of a golden color and that the grape- 
fruit juice was a blending of silver and mist color. On cross-examination he stated 
that mist has a color and that he would describe it as “a silvery, very light, gray.” 
He further testified that the term “Silver Mist” is intended to indicate a color such 
as silver or mist. The witness, however, stated that the term “Silver Mist” was not 
the nearest or most perfect description of the color of his company’s particular 
grapefruit juice. 

The witness Paul H. Ploeger, one of the partners of the appellant company, 
testified that he considered the word “Silver” to be descriptive of the color of 
grapefruit juice which his company sold. 

Counsel for appellant also introduced into the record many trade-mark regis- 
trations containing the word “Gold” and “Golden,” some of which were for oranges 
and grapefruit. In some of those trade-marks the term “‘Golden” was clearly not 
descriptive of the goods upon which that term was used. One of the registrations 
introduced into the record is “Golden Hill’ for use on fresh citrus fruits, orange 
marmalade, and orange juice for food purposes. It was registered February 11, 
1930, registration No. 267116. 

It is the contention of counsel for appellant that the word “Golden” in the trade- 
mark “Golden Nip,” and the word “Silver” in the trade-mark “Silver Nip,” are 
merely descriptive of the goods upon which they are used; that such terms have 
become publici juris and that anyone may use such terms in a trade-mark, so long 
as the trade-mark in its entirety is not confusingly similar to marks previously used 
by others; and that appellant’s “Golden Mist” trade-mark and its “Silver Mist” 
trade-mark are not confusingly similar to appellee’s trade-marks “Golden Nip” 
and “Silver Nip” for use on identical goods. 

We do not disagree with the contention of counsel for appellant that the words 
“Golden” and “Silver” in appellee’s marks are merely descriptive of the goods 
upon which they are used by appellant. Nevertheless, we should consider the 
marks in their entireties and the fact that they are sold, apparently in the same 
stores, to those who, as a rule, considering the goods here involved, are not dis- 
criminating buyers, as was the case in our decision in the case of Philip A. Hunt 
Company v. Eastman Kodak Company, 31 C. C. P. A. (Patents) 852, 855, 140 F. 
(2d) 166, 60 U.S. P. Q. 374, where it was held that “Kodalith” for use on “Photo- 


graphic Developer’ was not confusingly similar to “Graph-o-Lith” for use on 
goods possessing the same descriptive properties ; that the suffix “Lith” was merely 
descriptive of the goods of the parties, and the prefixes “Koda” and “Graph-O” 
were sufficiently dissimilar so that confusion in trade would not likely occur. In 
that case we said, among other things, that 


It appears from the record that the goods of the parties are used by those possessing 
technical skill in the lithographic art; that they are sold to a discriminating class of 
purchasers; and that they are not, and are not likely to be, sold either to amateur photog- 
raphers or to the general public. 
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In the consideration of this case it should be understood that this is an opposi- 
tion proceeding, not a cancellation proceeding brought by any prior user of the 
words “Golden” or “Silver.” It may also be observed that appellant, who has dis- 
claimed the words “Golden” and “Silver,” may not attack the validity of appellee’s 
trade-marks. 

If confusion existed in the mind of the public because of the registration or 
use of marks confusingly similar to that of appellee, we should not allow appellant 
to add to the confusion by permitting the registration of marks which are confus- 
ingly similar to those of appellee. 

It may be true that, if standing alone, the words “Mist” and “Nip” are not 
identical in appearance, meaning, or sound. It is true, however, that in considera- 
tion of the involved trade-marks we should not entirely exclude the words “Golden” 
and “Silver” but should, on the contrary, consider the marks in their entireties. 
Skelly Oil Co. v. The Powerine Co., 24 C. C. P. A. (Patents) 790, 86 F. (2d) 
752, 32 U. S. P. Q. 51. 

It appears from the record, and it is not seriously contended to the contrary, 
that appellee is not entitled to the exclusive use of the terms “Golden” and ‘“‘Silver”’ 
in its trade-marks. However, although the words “Golden” and “Silver” may not 
be the dominant features of appellee’s marks, we are of opinion that the terms 
“Mist” and “Nip,” when used with the terms “Golden” or “Silver,” are sufficiently 
similar so as to be likely to cause confusion or mistake in the mind of the public 
and to deceive purchasers as to the origin of the goods of the parties. See Kenosha 
Full Fashioned Mills, Inc. v. Artcraft Hosiery Company, 34 C. C. P. A. (Patents) 
1081, 161 F. (2d) 751, 74 U.S. P. Q. 29. 

As we said in the case of Skelly Oil Co. v. The Powerine Co., supra: 


A vast field of words, phrases and symbols is open to one who wishes to select a trade- 
mark to distinguish his product from that of another. Unquestionably in our ever-increas- 
ing complex business life, the trend of modern judicial decisions in trade-mark matters 
is to show little patience with the newcomer who in adopting a mark gets into the border 
line zone between an open field and one legally appropriated to another. As between a 
newcomer and one who by honest dealing has won favor with the public, doubts are al- 
ways resolved against the former. 


We have given careful consideration to all the arguments, as well as to the cases 
cited by counsel for appellant, but are of opinion that the tribunals of the Patent 
Office reached the right conclusion and, for the reasons hereinbefore stated, the 
decision of the Commissioner of Patents is affirmed. 


By reason of illness, O'CONNELL, J., was not present at the argument of this 
case and did not participate in the decision. 


A LS 
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COLUMBIA BROADCASTING SYSTEM, INC. v. TECHNICOLOR 
MOTION PICTURE CORP., Et AL. 


TECHNICOLOR MOTION PICTURE CORP., Er at. v. COLUMBIA 
BROADCASTING SYSTEM, INC. 


Nos. 5365 and 5366—C. C. P. A.—January 27, 1948 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Telecolor” held descriptive of radio and television transmitting and receiving appara- 
tus and component parts therefor, under 1905 Act. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
In opposition proceeding, Examiner and Commissioner held to be under duty to determine 
ex parte applicant’s right to registration, entirely independently of the contentions of the 
opposing parties, under 1905 Act. 


Appeals from Commissioner’s decision covering two oppositions. Affirmed as 
to ex parte refusal of registration, without passing upon issues presented in opposi- 
tions. 


Pennie, Edmonds, Morton and Barrows (Willis H. Taylor, Jr. and C. M. Fisher 
of counsel) for Columbia Broadcasting System, Inc. 

Roberts, Cushman & Grover (Charles S. Grover, William M. Cushman, and Rich- 
ard F. Walker of counsel) for Technicolor Motion Picture Corp., et al. 


Before GarReETT, Presiding Judge, and BLaANnp, HATFIELD, JACKSON, and 
O’ConNELL, Associate Judges. 

O’CONNELL, J.: 

We have here appeals from decisions of the United States Commissioner of 
Patents, acting through the First Assistant Commissioner, in a trade-mark regis- 
tration case, 69 U. S. P. Q. 260. In one of the decisions an opposition involving 
two grounds was passed upon, and the other was a decision ex parte. Both were 
announced in a single opinion. 

As will be observed from the caption, there are two appeals before us, but only 
one opinion is necessary. As is hereinafter stated, Technical Motion Picture Cor- 
poration was not in fact a party appellant in appeal No. 5366 and in that respect 
the caption is somewhat misleading. 

On February 29, 1944, Columbia Broadcasting System, Inc., hereinafter usually 
referred to as C. B. S., filed in the Patent Office an application for registration, 
under the Trade-Mark Registration Act of February 20, 1905, of the word “Tele- 
color,” shown printed in capital letters with the use of plain type, “‘for radio and 
television transmitting and receiving apparatus and component parts therefor,” 
use of the mark being alleged “since February 11, 1944.” 

The application was opposed by Technicolor Motion Picture Corporation and 
Technicolor, Inc. It appears that the latter is a holding company which owns all 
the stock of the former but is not itself engaged in either the manufacture or sale 
of any products. The two companies joined in a single action of opposition but, 
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it is stated, paid two filing fees in the Patent Office. A question was raised by the 
Examiner of Trade-Mark Interferences with respect to there being two parties in 
one action under the facts relating to the interest of the parties shown in this case, 
but in view of our conclusion that need not be discussed here. 

The opposition was predicated upon two grounds, viz. : 

First, it was alleged that ““Telecolor” so closely simulates the full name of 
Technicolor, Inc., and, what was asserted to be, the “distinctive part’ of the name 
of Technicolor Motion Picture Corporation, that it should be denied registration 
under that part of the second proviso of Section 5 of the Act, which reads: 


. . . . Provided, That no mark which consists merely in the name of . . . . [a] corpora- 
tion . . . . shall be registered under the terms of this Act. 


The Examiner of Trade-Mark Interferences dismissed the opposition of Techni- 
color, Inc., based on the “name clause,” but sustained the opposition of Technicolor 
Motion Picture Corporation on that ground. The First Assistant Commissioner 
reversed the latter holding, and, so far as the “name clause” was concerned, dis- 
missed the opposition of both the opposing parties. 

Teehnicolor, Inc., appealed from the First Assistant Commissioner’s decision 
on this phase of the controversy, but Technicolor Motion Picture Corporation took 
no appeal. That issue was involved generally before us in appeal No. 5366, which 
is in fact improperly styled, since Technicolor, Inc., is the only appellant. 

Second, it was alleged, particularly by Technicolor Motion Picture Corporation 
which plead ownership of two registrations of the term “Technicolor” used upon 
“motion picture films” since long prior to the date of use claimed by C. B. S. for 
“Telecolor” on television apparatus, that use by the latter party of the latter mark 
in the manner designed would be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers, especially as to origin. It was contended, 
therefore, that the registration sought by C. B. S. should be denied. 

The Examiner of Trade-Mark Interferences sustained the opposition under 
the confusion in trade clause and the First Assistant Commissioner affirmed in 
that respect, whereupon C. B. S. took the appeal which became appeal No. 5365 
on our calendar. 

The questions raised in the opposition proceedings were interesting and they 
have received the attention of the court, much study having been given them, but, 
as we view the situation here, it is not only unnecessary to pass upon them, but any 
decision of them would be obiter. 

The Examiner of Trade-Mark Interferences and the First Assistant Commis- 
sioner correctly held it to be their duty to consider ex parte the right of C. B. S. 
to the registration sought, entirely independently of the contentions of the op- 
posers, under the statute as construed in various decisions of this court. See 
Burmel Handkerchief Corp. v. Cluett, Peabody & Co., Inc., 29 C. C. P. A. (Pa- 
ents) 1024, 127 F. (2d) 318, 53 U. S. P. Q. 369, and cases therein cited. 

They did this with the result that they concurred in the view that the registra- 
tion should be denied because upon the record ‘“‘Telecolor” was shown to be either 
a descriptive or a misdescriptive term with respect to television apparatus. This 
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conclusion was based upon testimony given largely on direct examination by a 
witness whom C. B. S. itself called and who seemed well qualified to speak of the 
matters concerning which he testified. 

The decision of the Examiner of Trade-Mark Interferences on this phase of 
the matter is brief and pointed. He quotes all the testimony bearing upon the 
issue involved ex parte and we here reproduce it, omitting the record page refer- 
ences : 


Aside from the right of opposer to intervene herein on the grounds pleaded in the 
notice of opposition, it remains the duty of the examiner to consider applicant’s right of 
registration ex parte. Burmel Handkerchief Corp. v. Cluett Peabody & Co., Inc., 542 
O. G. 395; 29 C. C. P. A. 1024; 127 F. (2d) 318. 

In the testimony of Larsen, witness for applicant, it was developed that the word 
“Tele” is a common term employed indicating “television.” Indeed, the witness was 
quite insistent as to this fact as indicated by the following testimony: 

Q57. Was there any short abbreviation that was used when discussing television, 
and if so, will you state what that is? 

A. As far back as I recall, that is in the early development days, which goes back, 
in my particular case, to 1936, the common term we always employed in connection 
with television was the word “Tele.” 

Q58. That is, it was widely known by the public, in view of your acquaintance 
and work in the industry ? 

A. It is a very common term, used in technical discussions and used by the public 
as well. 

* » * 

Q61. And would you say that from your knowledge of the public’s reaction to 
television announcements, that the public itself has begun to refer to affairs relating 
to television by the combining term “Tele?” 

A. Yes, sir. 

Q62. You have lectured to lay audiences, have you not, Mr. Larsen? 

A. I have, sir. 

Q63. And in the course of questioning and conversation amongst those lay at- 
tending, have you heard them use the word “Tele”? 

A. Very often. 

Q64. Among the advertisers, for example—and first I will ask you, Mr. Larsen, 
have you had contact with advertising firms that may have interest in television? 

A. I have, sir. 

Q65. And do they refer to the television art as “Tele”? 

A. They do, sir. 

* . * 

XQ180. You say you are familiar with the personnel in the television business ? 

A. I am, sir. 

XQ181. And with many people interested in it? 

A. Iam. 

XQ182. Advertising concerns, I believe you mentioned some of them? 

A. I am, yes, sir. 

XQ183. And a portion of the lay public? 

A. Iam, sir. 

XQ184. And to them you said “tele,” just the four letters “tele” means television? 

A. It is so used, yes, sir. I believe you will find that in the daily periodicals, 
weekly publications, monthly publications, the word “television” is very seldom used 
and it is always abbreviated to the word “tele” by such papers as the Herald, Variety 
and others. 
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XQ185. Of course “color” just means color to all of the general public? 

A. That is correct, sir. 

XQ186. And it follows, then, that combining the two “tele color” is merely descrip- 
tive of broadcasting television in color? 


The last question quoted was objected to by counsel for applicant and the witnesses 
was instructed not to answer the question and no answer was given. 

It would seem from his testimony that “Tele” is a mere abbreviation of “television” 
and is so understood by a great portion of the public. Under such circumstances appli- 
cant’s notation “Telecolor” means no more than television color. In cases where color 
pictures are transmitted and received over apparatus bearing this designation, the mark 
would be merely descriptive of a characteristic of the goods and if only black and white 
pictures are transmitted and received it would be misdescriptive of such character. Under 
these circumstances the examiner is of the opinion that the applicant is not entitled to 
registration under the Act of 1905 of such a descriptive or misdescriptive term. 


The First Assistant Commissioner said: 


The denial of registration to applicant, ex parte, is based upon the proposition that 
“Telecolor” means nothing more than television color. The testimony conclusively shows 
that to those connected with the industry, “tele” is a recognized abbreviation of “televi- 
sion,” and as such is widely used. If those in the industry give it that meaning, it must 
be so defined for trade-mark purposes. Jn re Richfield Oil Co., 24 C. C. P. A. 996, 88 
Fed. (2d) 499. As applied to color television apparatus, “Telecolor” is thus plainly de- 
scriptive of a quality or characteristic of the goods. If applied to black and white tele- 
vision apparatus, it is downright deceptive. On either score, the examiner of interfer- 
ferences properly refused registration. 


The testimony is clear, unequivocal and uncontradicted as to the art of tele- 
vision in which apparatus for transmitting and receiving are indispensable parts. 
There is nothing to justify us in disregarding it. 

“Tele” is a dictionary term which is defined in substantially the same manner 
by all the lexicographers. We quote that given by Webster’s New /nternational 
Dictionary, Second Edition, 1932: 


Tele- . . . . tel-. Combining form from Greek . . . . far, far off; as in telegraph, 
telepathy, telephone, etc.;—often used in naming or designating devices or instruments, 
usually electrical, which control or direct the action of distant apparatus (as in telecontrol, 
a device for regulating different electrical circuits at a distance by means of radioteleg- 
raphy, or which have a distant recording apparatus (as in teleanemograph, telebaro- 
graph, telebarometer, etc.). 


Even if the word be descriptive to only those skilled in the television art, reg- 
istration would be deniable under the decision cited by the First Assistant Commis- 
sioner, and those decisions which it cites. 

We make no holding with respect to the issues presented in the opposition pro- 
ceeding, but the ex parte decision of the commissioner is affirmed. 


Affirmed. 


BLAND, Judge, sat during the argument of this case but resigned before the 
opinion was prepared. 
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THE BROWNING KING CO. OF NEW YORK, INC. v. BROWNING, KING 
& CO., INC., ET AL. 


No. 2420—U. S. D. C. E. D. Pa-—March 29, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Windsor Hall” held confusingly similar to “Windsor House,” used on similar goods. 
TRADE-MARKS—CONCURRENT UseE—TERRITORIAL DIVISIONS 
In suit by transferee, from parent corporation’s trustee in bankruptcy, of rights to use 
3rowning, King trade-marks and trade-name in New York, exclusive of Ithaca, and in 
State of New Jersey, defendants, transferees from equty receiver of subsidiary of hankrupt, 
in Philadelphia, held entitled to use the name “Browning, King” and the trade-marks “Chal- 
lenger,” “Conqueror,” the triangle containing the letters “B. K. & Co.” and the house insignia 
in connection with businesses operated in Philadelphia, Pa., and Fort Lauderdale and St. 
Petersburg, Fla. 
TRADE-MARKS AND TRADE-NAMES—CONCURRENT UsE—GENERAL 
Where likelihood of confusion is inherent in concurrent use of marks, due to derivation 
of territorial rights from common source, there is greater reason for courts to regulate 
use so as to prevent compounding of confusion. 
TRADE-MARKS AND UNFAIR TRADING—FALSE AND DEcEPTIVE ADVERTISING—PARTICULAR 
INSTANCES 
Even in absence of direct competition, defendants restrained from falsely representing 
that their stores are “factory show rooms”; that their prices represent a price lower than 
that charged elsewhere for the same merchandise; and that there is any connection between 
defendants’ stores and those of plaintiff. 


Trade-mark infringement and unfair competition suit by The Browning King 


Co. of New York, Inc., against Browning King & Co., Inc., Benjamin Wilkes, and 
Joseph Wilkes. Judgment for plaintiff. 


Abraham L. Freedman, Bernard Eskin, and Wolf, Block, Schorr & Solis-Cohn, 
of Philadelphia, Pa., and George Trosk, of New York, N. Y., for plaintiff. 
Frank Fogel, A. D. Caesar, and Caesar & Rivise, of Philadelphia, Pa., for de- 

fendant. 


Barp, D. J.: 


This is an action brought by the plaintiff to restrain the defendants from using 
the trade-name “Browning, King” and its variations, and certain trade-marks, and 


from engaging in unfair competition. 
On the basis of the pleadings and the testimony, I make the following special 


Findings of Fact 


1. Plaintiff, The Browning King Co. of New York, Inc., is a corporation organ- 
ized under the laws of the State of New York on June 25, 1934, with its principal 
office and place of business located in New York, N. Y. 

2. The defendant, Browning King & Co., Inc. (hereinafter referred to as “cor- 
porate defendant’’), is a corporation organized under the laws of the Common- 
wealth of Pennsylvania in 1940, and has its principal office and place of business in 
the city of Philadelphia, Pa. 
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3. The defendant, A. Benjamin Wilkes, is president of the corporate defend- 
ant. 

4. Defendant, Joseph Wilkes, is vice-president of the corporate defendant. 

5. Defendants A. Benjamin Wilkes and Joseph Wilkes are residents and citi- 
zens of the Commonwealth of Pennsylvania. 

6. Plaintiff is engaged in the retail men’s clothing business, having four stores, 
two in New York, N. Y., another in Brooklyn, N. Y., and the fourth in Newark, 
N. J. 

7. The corporate defendant is engaged in the sale of men’s clothing, and 
operates three stores in Philadelphia, Pa. 

8. Prior to the incorporation of both the plaintiff and defendant corporations, 
there existed a Delaware corporation known as Browning, King & Co. (hereinafter 
referred to as the “Delaware corporation”’). 

9. The Delaware corporation went into bankruptcy in May, 1934, and its assets 
were offered at a sale held in New York City in June, 1934. 

10. When it went into bankruptcy the Delaware corporation owned and operated 
directly retail clothing stores in New York City, Brooklyn, N. Y., Ithaca, N. Y., 
and New Haven, Conn., and a uniform and custom-made department in New York 
City. 

11. When the Delaware corporation went into bankrucpty, it also owned all of 
the issued and outstanding stock of the following corporations, each of which 
operated the retail clothing stores specified : 


Name of Corporation Citics in which Store was Operated 
3rowning, King & Company, Inc Boston, Mass.; Cambridge, Mass.; and Provi- 
dence, R. I. 
Browning, King & Co. of Philadelphia, Inc....Philadelphia, Pa. 
Browning, King & Co. of Cincinnati, Inc Cincinnati, Ohio 
Browning, King & Co. of Milwaukee, Inc Milwaukee, Wis.. 
Browning, King & Co. of Omaha Omaha, Neb. 
Browning, King & Co. of New Jersey Princeton, N. J. 
Browning, King & Co. of Minnesota.......... St. Paul, Minn., and Minneapolis, Minn. 


12. All of the stores operated by the Delaware corporation or its subsidiaries 
were operated under the name “Browning, King & Co.” and the merchandise sold 
therein had the name “Browning, King & Co.” or “Browning, King” stamped, 
printed or affixed thereto as a trade-name or trade-mark. 

13. In connection with its sale of men’s and boys’ clothing, the Delaware cor- 
poration and its wholly owned subsidaries also used the trade-marks “Challenger,” 
“Conqueror,” and a triangle containing the letters “B. K. & Co.,” which were at- 
tached to various classes of merchandise in order to enable the purchasing public 
to identify the grade or quality thereof. The Delaware corporation also used a 
symbol (hereinafter referred to as the “House Insignia”) as a means of identifying 
its merchandise. 

14. Plaintiff is the assignee of Jennie Hilton, who was the assignee of A. & C. 
Clothes, Inc., which, through its agent, Maurice L. Shaine, purchased the right to 
use the Browning, King trade-marks and trade-name in New York, exclusive of 
Ithaca, at the bankruptcy sale of the Delaware corporation. 
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15. Plaintiff is also the assignee of Jennie Hilton, who was the assignee of 
Associated Merchandise Company, which purchased the right to use the Browning, 
King trade-marks and trade-name in the State of New Jersey at the bankruptcy 
sale of the Delaware corporation. 

16. The corporate defendant is the assignee of the defendant, A. Benjamin 
Wilkes, who was the assignee of Samuel Mogelewsky, who purchased the right to 
use the Browning, King trade-marks and trade-name at the receivership sale in 
Philadelphia, Pa., on July 2, 1934, of Browning, King & Co. of Philadelphia, Inc., 
one of the wholly owned subsidiaries of the Delaware corporation. The assets of 
Browning, King & Co. of Philadelphia, Inc., had been previously offered for sale 
at the bankruptcy sale of the Delaware corporation, but the bid for these assets was 
refused by the referee in bankruptcy for the Delaware corporation because the 
bid was too low. Thereupon the assets were ordered to be resold in Philadelphia 
pursuant to an agreement between the trustee in bankruptcy for the Delaware cor- 
poration and the trustee in the equity receivership of the Philadelphia subsidiary in 
Common Pleas Court of Philadelphia. 

17. Plaintiff assumed the operation of the stores it had acquired as a result of 
the bankruptcy sale as going concerns, using and employing in so far as possible 
the same employees and the same type of merchandise, occupying the same locations, 
and pursuing the same price policies and methods of doiig business as its predeces- 
sor had employed. 

18. Plaintiff has continued to operate the stores in Brooklyn and New York 
City up until the present time, and during the period of its operation of these busi- 
nesses it has used the name “Browning, King” and the trade-marks and trade- 
name acquired from the trustee in bankruptcy. 

19. In 1937, plaintiff opened an additional store at 241 Broadway, New York 
City, and in 1939, an additional store in Newark, N. J. Both of these stores were 
operated and are presently being operated in the same manner and selling the same 
merchandise as the other stores operated by the plaintiff. 

20. Plaintiff in its business of the sale of clothing has continuously used the 
trade-marks “Conqueror” and “Challenger,” and the house insignia. 

21. Plaintiff has extensively advertised its merchandise through the media of 
newspapers, magazines, direct mail, window displays and other means. Since 
February 1, 1940, plaintiff has expended a total of $576,804.45 in advertising in 
newspapers alone. 

22. The total sales of the plaintiff amounted to $3,400,000 in the year 1946, 
as compared with total sales of $1,200,000 for the year 1940. 

23. The great bulk of plaintiff's business is transacted with residents of New 
York City. Of a total of 2,500 charge customers, plaintiff has approximately 126 
charge account customers in Pennsylvania, and approximately 800 charge account 
customers who reside outside the States of New York, New Jersey and Pennsyl- 
vania. 

24. On October 2, 1940, defendant Joseph Wilkes registered the name “Brown- 
ing, King Manufacturing Co.” in the office of the Prothonotary of the Courts of 





564 THE TRADE-MARK REPORTER 38 T.-M. R. 


Common Pleas of Philadelphia County, and in the office of the Secretary of the 
Commonwealth at Harrisburg, Pa. 

25. At or about December, 1940, the corporate defendant began to operate two 
retail stores at Chelten and Green Streets and 6316-18 Woodland Avenue, in the 
city of Philadelphia, Pa., and began to sell at retail and wholesale men’s and boys’ 
clothing under the trade-name and trade-marks “Browning, King & Co.” and 
“Browning King,” and also to use in connection with its business the trade-marks 
“Challenger,” “Conqueror,” the triangle containing the letters “B. K. & Co.,” and 
the house insignia. 

26. At the present time the corporate defendant operates stores in Philadelphia 
at 227 North Broad Street, 16th and Chestnut Streets, and 63 West Chelten Ave- 
nue. The defendants have also caused to be opened and operated stores in Miami, 
Fort Lauderdale and St. Petersburg, Fla. At all of these stores clothing is sold 
under the trade-name “Browning, King” and under the trade-marks “Challenger”’ 
and “Conqueror.” 

27. Plaintiff in August, 1936, adopted and has since used in its business, the 
trade-mark “Windsor House” as a brand-name for a line of its clothing. This 
trade-mark had not been adopted nor had it been used by the predecessor Delaware 
corporation. 

28. In 1940, the corporate defendant adopted, and has since used, the name 
“Windsor Hall” in connection with the sale of a line of its clothing, and has used 
this name on labels and advertising. The adoption and use of the name “Wind- 
sor Hall” by the corporate defendant was with knowledge of plaintiff’s use of the 
name “Windsor House” and with intent to imitate the latter and to trade upon the 
value of that name. The name “Windsor Hall” is deceptively similar to ‘Windsor 
House.” 

29. The corporate defendant caused to be inserted in the November, 1942, issue 
of Esquire magazine an advertisement identifying the name “Browning, King” with 
Philadelphia, and giving prices for various brands of clothing, including ‘Chal- 
lenger,” “Conqueror” and “Windsor Hall,” which prices were substantially higher 
than the prices actually charged by the corporate defendant in its stores. This 
advertisement also gave the locations of the corporate defendant’s stores in Phila- 
delphia and Norristown, preceded by the statement “Factory Showrooms in the 
East.” 

30. After the insertion of the afore-mentioned advertisement in Esquire Maga- 
zine, the defendants began an extensive advertising campaign in Philadelphia news- 
papers, calling attention to the Esquire advertisement, and pointing out that the 
prices charged in the defendant’s stores were “factory showroom prices” which 
were substantially less than the “nationally advertised prices.” This advertising 
scheme was calculated to create in the minds of the purchasing public the impres- 
sion that the same clothing which was sold on a nation-wide scale at a higher retail 
prices could be purchased at the Philadelphia Browning, King stores at substantially 
lower prices because, in Philadelphia, the clothing could be purchased directly from 
the manufacturer. 

31. The corporate defendant has advertised, and still advertises, by large signs 
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permanently displayed on its stores and in its show windows, that its establish- 
ments are “factory showrooms.” 

32. The corporate defendant has implemented its advertising campaign by 
attaching to the articles of clothing in its stores a price tag which states two dif- 
ferent prices. The larger part of the tag states a price which is substantially higher 
than the price stated on the smaller portion of the tag, which is separated by a per- 
foration. The price stated below the perforation is designated “factory showroom 
price.” 

33. The afore-mentioned advertising of the corporate defendant is false and mis- 
leading in that the (a) “nationally advertised prices” are fictitious, (b) “factory 
showroom prices” are ordinary retail prices, and the corporate defendant is not a 
manufacturer of clothing and has not sold its clothing at manufacturers’ or whole- 
sale prices. Its stores are ordinary retail stores and are not adjuncts of any 
manufacturing establishment. 


Discusston 


The plaintiff's claim for relief in the instant case is based upon alleged trade- 
name and trade-mark infringement, and upon unfair competition. 

I think that the plaintiff’s claim that the defendants do not have the right to use 
the name “Browning King & Company” or the various trade-marks which had 
been previously used by the predecessor Delaware corporation, is not supported by 
the evidence. I have found as a fact that the defendants did acquire the right to use 
the above mentioned trade-name and trade-marks by purchase as outlined in finding 
of fact No. 16, above. 

A more difficult question is raised by the plaintiff’s contention that the defend- 
ant, through its advertising methods and sales policies, is guilty of unfair compe- 
tition. On the basis of the evidence adduced at the trial of this cause, I think that 
the question of whether competition actually exists between the plaintiff and the 
defendants is an extremely close question. The number of the plaintiff’s charge 
account customers who reside in Pennsylvania is insignificant compared with the 
total number of plaintiff’s charge customers. An attempt to estimate the number 
of plaintiff's cash customers who are derived from the Pennsylvania area would be 
pure speculation. 

Even though the plaintiff has not established the fact of direct competition 
between itself and the defendants, I think that under the modern view of the theory 
of what is called “unfair competition” the plaintiff may nevertheless be entitled to 
relief because the defendants’ conduct would tend to injure the plaintiff, and to 
deceive and confuse the purchasing public. See Nims, “Unfair Competition and 
Trade-Marks,” 4th edition, § 374; Callman, “Unfair Competition Without Com- 
petition ?”, 95 U. of Pa. Law Review No. 4, page 443. 

I think that it has been established by the evidence that certain of the advertise- 
ing and merchandising policies pursued by the defendants have a natural tendency 
to mislead the purchasing public. I think it altogether reasonable that the purchas- 
ing public would gather from the defendants’ advertising that the factory which 
produces the garments which are sold at retail in the various Browning, King stores 
in the East is located in Philadelphia, and that because the factory is located here 
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the local customer is privileged to buy these garments at Philadelphia “factory show- 
rooms” at prices substantially lower than those which are charged in the Browning, 
King stores in other states. 

The defendants have gone to great lengths in an attempt to establish that they 
are actually clothing manufacturers in the eyes of the clothing trade. However, we 
are not primarily interested in whether the clothing trade recognizes the defend- 
ants as manufacturers; we are interested rather in the impression which is likely 
to be created in the minds of the purchasing public by the defendants’ use of the 
phrase ‘factory showrooms” in their advertising, bearing in mind that there are 
Browning, King stores in other states which concededly are not supplied with their 
clothing by the defendants. 

It seems to me that the natural impression created by the defendants’ advertis- 
ing which incorporated references to “nationally advertised prices’ and “factory 
showroom prices,” taking into consideration the existence of other Browning, King 
stores in adjoining states, would be that the merchandise offered by the defendants 
is the same merchandise which is offered in other Browning, King stores. This, I 
think, is tantamount to a “passing off” of the defendants’ merchandise as the same 
merchandise offered by others, which is of itself certainly an injury to the plaintiff. 

The defendants’ adoption and use of the trade-mark “Windsor Hall” as a desig- 
nation for a line of its clothing is, I think, a tacit recognition by the defendants 
that at least some members of the purchasing public to whom its wares are sold are 
familiar with the plaintiff’s stores and lines of clothing. I think that the defendants’ 
adoption of this trade-mark can be adequately explained on no other grounds save 
that the defendants have attempted to imitate the plaintiff's “Windsor House” trade- 
mark and to trade upon the value of that mark. The explanation offered by the 
defendant A. Benjamin Wilkes as to how he happened to adopt “Windsor Hall” 
was most unconvincing. 

It is undoubtedly true that the circumstances under which both the plaintiff and 
the defendants acquired the right to use the Browning, King trade-name and trade- 
marks would naturally engender a certain amount of confusion among the purchas- 
ing public as to the ownership of the various Browning, King stores, and the origin 
of the merchandise offered for sale therein. I think that the fact that confusion is 
inherent in the parties’ relationship provides perhaps an even greater reason for the 
Court to prevent one of the parties from compounding such confusion as already 
exists by misleading advertising, and by adopting and using a trade-mark which 
is deceptively similar to one which had been previously adopted and used by the 
other. 


Conclusions of Law 


1. This Court has jurisdiction of the subject matter and the parties to this 
action. 
2. Defendants are entitled to use the name “Browning King” and the trade- 


,’ 


marks “Challenger,” “Conqueror,” the triangle containing the letters “B. K. & 
Co.,” and the house insignia in connection with their business. 

3. The defendants’ use of the name “Windsor Hall” is an infringement of 
the plaintiff's trade-mark “Windsor House.” 
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4. A decree may be submitted, enjoining and restraining the defendants, and 
all persons acting under their authority, or in concert with them, from 


(a) Using, in connection with the sale of clothing, the name “Windsor Hall,” or any 
name or mark similar thereto or suggestive thereof: 

(b) Representing, either actively or passively, by conduct or otherwise, that there is 
any connection between the defendants’ stores and those of the plaintiff ; 

(c) Representing, by any means whatsoever, that their stores are “factory show- 
rooms” ; 

(d) Representing, through advertising, displays, or sales tickets or price tags, or Dy 
any other means, that the prices charged for their merchandise represent a price lower 
than that charged at any other place for the same merchandise. 

(e) Costs of this action shall be divided between the plaintiff and defendants. 


AMERICAN OIL COMPANY v. NORKUS, etc. 
S. Ct. Pa—March 22, 1948 


CourTS—PLEADING AND PRACTICE—FINDINGS OF Fact 
Findings of facts made by chancellor in Common Pleas Court and approved by the Court 
en banc, held to have the effect of a jury verdict. 
TrADE-NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“American Oil Burner Service” held confusingly similar to “American Oil Company,’ 
used by plaintiff, in similar field. 
UNFAIR COMPETITION—RIGHT TO RELIEF—GENERAL 
Plaintiff, having over twenty years priority in use of its name in similar field, and the 
words “American” and “American Oil” having come to signify plaintiff to the public, held 
entitled to a decree as of course, where defendants, with knowledge and with intent to con- 
fuse and to appropriate plaintiff's good-will, adopted confusingly similar trade-name. 


Appeal from Court of Common Pleas No. 3, Philadelphia County. 

Unfair competition suit by American Oil Company against John J. Norkus, et al., 
trading as American Oil Burner Service. Defendants appeal from decree for plain- 
tiff. Affirmed. 


Roy Pressman, Philadelphia, Pa., for defendant-appellants. 
Harry Polish, Philadelphia, Pa., for plaintiff-appellee. 


Before Maxey, Chief Justice, and Drew, LINN, STERN, PATTERSON, STEARNE 
and Jones, Justices. 


LINN, J.: 


Defendants appeal from a decree enjoining them from continuing certain unfair 
trade practices. The plaintiff, American Oil Company, is a Maryland corporation 
that has been doing business in Pennsylvania since 1922 and in and about Philadel- 
phia since 1925. It is engaged, inter alia, in selling gasoline, motor oil, furnace oil 
and petroleum products in every state on the Atlantic seaboard and spends large 
sums in advertising. Since May, 1945, it has also been engaged in Philadelphia in 
servicing oil burners. 

In November, 1945, the defendants began doing business in Philadelphia as the 
“American Oil Burner Service.” The evidence supports the findings of fact made 
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by the learned chancellor, which, having been approved by the court in banc, have 
the effect of the verdict of a jury. Among these findings were the following: 


4. By reason of the extensive business of and advertising by the plaintiff, the words 
“American” and “American Oil” in the petroleum field have for many years come to 
signify in the mind of the public the business and products of the plaintiff... . 

10. Some time in March, 1946, the defendant John J. Norkus, acting on behalf of both 
defendants, contacted the plaintiff company and unsuccessfully sought to make an arrange- 
ment with it to handle plaintiff's oil burner service business. 

11. Defendants adopted the fictitious name “American Oil Burner Service” with know]l- 
edge of its similarity to that of the plaintiff's corporate name “American Oil Company,” 
and with the intent to cause confusion in the mind of the public, and appropriate to them- 
selves some of the good-will and trade of the plaintiff company. 

12. By reason of the similarity of the names “American Oil Company” and “American 
Oil Burner Service” there will be a tendency to deceive and confuse the public mind. 


The defendants did not testify and called no witnesses. On the facts the decree 
followed as of course. The case is clear and is ruled by Thomson-Porcelite Co. v. 
Harad, 356 Pa. 121, 123 [37 T.-M. R. 362]; Hartman v. Cohn, 350 Pa. 41 [35 
T.-M. R. 18]; Northern Metal Co. v. Maier, 337 Pa. 257, 11 A. 2d 140; Quaker 
State Oil Refining Co. v. Steinberg, 325 Pa. 273, 278 et seq.; Consol. Home Spec. 
Co. v. Plotkin, 358 Pa. 14 [38 T.-M. R. 218] ; American Clay Mfg. Co. v. American 
Clay Mfg. Co., 198 Pa. 189. See, also, Restatement, Torts: Sections 711 et seq.; 
Callman: Unfair Competition Without Competition, 95 U. of Pa. Law Rev. 433 
(1947). 

Decree affirmed, costs to be paid by appellants. 


MAVCO., INC. v. HAMPDEN SALES ASSOCIATION, INC., F. W. WOOL- 
WORTH CO., anno W. T. GRANT COMPANY, IMpLeapep, ETC. 


No. 590—App. Div. (N. Y.)—I1st Dept—March 15, 1948 


UNFAIR COMPETITION—FORM oF Goops—GENERAL 

To entitle plaintiff in unfair competition suit to relief on claim of simulation of goods, 
not covered by design patent, it must prove secondary meaning, viz., that prior to de- 
fendants’ entry into the field, plaintiff’s design had come to identify source; that purchasers 
buy plaintiff’s article because of source; and that confusion or likelihood of confusion results 
from defendants’ acts. 

UNFAIR COMPETITION—SECONDARY MEANING—BURDEN OF PROOF 

On the facts of record plaintiff held to have failed to establish cause of action. 

Mere popularity of an article is not enough; the number of sales claimed by plaintiff 
held so small that no secondary meaning could have been established; plaintiff failed to prove 
likelihood of deception or palming off. 

In absence of design patent or unfair competition, form or design of goods is in public 
domain and may be copied by others. 


Separate appeals from an interlocutory judgment of the Supreme Court, New 
York County, enjoining defendants-appellants from making and selling any plastic 
compacts or moulds for the making of compacts similar to a compact produced by 
plaintiff-respondent known as the “Eleanor Hamlin, Gem-Cut” compact, and di- 
recting an accounting. Reversed. 
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John H. Glaccum of counsel (Herman Vogel with him on the brief; Munn, Liddy 
& Glaccum, attorneys) for appellants Hampden Sales Association, Inc. 

Kenneth W. Greenawalt of counsel (Martin A. Schenck with him on the brief ; 
Davies, Auerbach, Cornell & Hardy, attorneys) for appellant F. W. Wool- 
worth Co. 

Eugene M. Foley for appellant W. T. Grant Co. 

Chester B. McLaughlin of counsel (Lester D. Stickles and Rodger Whelan with 
him on the brief, McLaughlin & Stickles, attorneys) for respondent. 


SHIENTAG, J.: 


Plaintiff Mavco, Inc. (hereinafter referred to as ‘““Mavco’’) is the maker of a 
face powder compact and has brought this action to restrain defendants from un- 
fair competition in the marketing of another compact made by Hampden Sales As- 
sociation (hereinafter called “Hampden” ). 

Mavco manufactures compacts, cigarette holders and cases made of plastics. 
These articles are sold to the public over the facsimile signature of one Eleanor 
Hamlin as their publicized stylist. In 1942 Mavco conceived a design for a com- 
pact to simulate a cut precious jewel. This was ultimately called “Eleanor Ham- 
lin—Gem-Cut.” But it was not until 1944 that the “gem-cut” idea was reduced to 
a blueprint since it was difficult to obtain the necessary materials in war time. In 
September 1944 Mavco ordered from Erie Resistor Corporation a mould for the 
production of the plastic compact and 50,000 completed compacts. However, there 
were further delays owing to a shortage of material and the compacts were not 
available for distribution to the public until after June 1945; they were then offered 
for sale at approximately $2.95 each. No substantial sales are reported before 
August 1945. 

Early in 1945 Mavco employed an advertising agency to lay out a program for 
advertising this compact. On August 15, 1945, there appeared in Vogue a full-page 
color advertisement of the “Gem-Cut” compact; another appeared in the Sep- 
tember 1945 issues of Madamoiselle and Charm Magazine; in January 1946 in the 
magazine Modern Plastics there was a full-color advertisement of the ‘“Gem-Cut” 
design and an article featuring it. In March 1946 there was further advertising 
in Chain Store Age and in May 1946 in the issue of Madamoiselle. There was 
also some newspaper and retail store advertising in various parts of the country. 
The total direct advertising expenditure was $46,000 of which 25% was devoted 
to the “Gem-Cut” item. The Hamlin name was featured in practically all of the 
advertisements. 

A record of plaintiff’s sales of this item was put in evidence and shows sales 
from August 1945 to June 1946. The largest sales of any month were in No- 
vember 1945 when 19,000 compacts were sold. For the other months of the pe- 
riod the sales were not large at any time and showed a falling off before the de- 
fendant’s compact appeared on the market. Some reference is made to a falling 
off in foreign sales which were never very large, but there is no showing that de- 
fendant’s article was responsible for this. 

Hampden was incorporated in 1931 and between 1931 and 1946 sold fifty mil- 
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lion different articles mostly cosmetics, bearing the name “Hampden,” some twenty 
million of which were sold through the Woolworth stores. Since the early part of 
1943, Hampden, as was quite natural in its business, had included compacts in its 
line. That year Hampden made and sold a wooden compact on which its name 
appeared. Hampden had marketed a fabricated Lucite compact in April 1945. 
Fabricated compacts are much more costly than moulded ones since they are made 
largely by hand. Hampden has now turned to the manufacture of metal com- 
pacts ; it was not possible to manufacture such compacts during the war and the 
industry resorted to substitutes. Over half a million dollars was spent in adver- 
tising the name ‘“‘Hampden.” Prior to 1944 a company having nothing to do with 
this case, Volupte, marketed a compact simulating a gem. In 1944 a company 
known as Belayre marketed a compact with a faceted top for which a design patent 
was issued. In 1944 Hampden began to work on a moulded compact which re- 
sulted in the making of the lucite compact the sale of which is being attacked in 
this action by plaintiff. This compact itself is marked “Hampden” and is sold 
under a line named “Café Society” which was originated in April 1945. 

The essence of the complaint against defendant is that its compact is “gem-cut” 
in appearance just like plaintiff’s. According to defendant’s testimony, Hampden 
employed a model-maker to work out a new model for a moulded plastic compact 
in June 1945. The finished model was delivered in October 1945. Hampden found 
the model unacceptable and Hampaen’s president, Leavin, said he was not satisfied 
with the general appearance ; that it was not attractive enough. In October 1945 
Leavin purchased, in the open market, one of plaintiff’s ““Hamlin, Gem-Cut’’ com- 
pacts which he thought was very effective. He showed the compact to his design- 
ers and changes were made in the design of the “Hampden” compact and the 
faceting was changed so that the general appearance of the top of the compact is 
similar to plaintiff’s article. There are, however, some differences. For example, 
the bottom of the Hampden compact is rounded and the hinges and clasp are differ- 
ent. The name “Hampden” appears in a special lettering on the powder puff of 
defendant’s compact. This form of printing “Hampden” has long been used by 
defendant and does not in any way imitate plaintiff's form of advertising of the 
name “Hamlin.” The name “Hamlin” appears in facsimile script on the powder 
puff, the compact and the containers made by plaintiff. The name Mavco also 
appears on the compact itself. 

Hampden’s compacts were first delivered in January 1946 and the first ship- 
ments to retailers were made in March 1946. The compact was made up in quantity 
and was retailed largely through defendants Grant and Woolworth, as well as 
through department stores. Hampden did not advertise this new article but it was 
shown by the retailers as one of the general so-called Café Society line. Hamp- 
den’s article was sold for $1.39. The only time “gem cut” was used in connec- 
tion with the sale of Hampden’s compact was in one of Woolworth’s branches. 
This was unauthorized by defendants. Woolworth’s manager did it on his own 
initiative and his act was disavowed and the practice discontinued. 

There was an attempt to prove a more direct connection between the products 
by the testimony of a Mrs. Kaplan who worked on the advertising campaign for 
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plaintiff. Mrs. Kaplan was trying to get the Hampden advertising account and had 
various meetings with Samuel Leavin, representing Hampden. Mrs. Kaplan says 
she showed him samples of the advertising layout relating to Mavco’s compact. In 
this conversation Mrs. Kaplan said she told Leavin that she did not know where 
Mavco had its moulds made. Mrs. Kaplan also testified that Mrs. Leavin told her 
that she had seen laminated displays and merchandise in the stores and thought 
it beautiful. Mrs. Kaplan’s conversation occurred in the summer of 1945. Tak- 
ing the testimony for all that plaintiff urges it is worth, what we have here is a 
claim of calculated and deliberate simulation of plaintiff's “Hamlin—Gem-Cut” 
compact. 

There is no claim of patent infringement and, if there were, it would not be 
the province of this court to give relief. The principles governing this type of un- 
fair competition claim have been thoroughly clarified. One of the most recent 
decisions is Lucien Lelong, Inc. v. Lander Co., Inc., 164 F. 2d 395. In that case 
the court considered a claim of unfair competition where each party was selling a 
ball-shaped, long-necked perfume bottle. The plaintiff had been using this design 
for years and had obtained a patent on it which had expired. The plaintiff did 
not claim that it had originated the bottle because such a shape had been in use for 
centuries. The principles laid down by Judge Clark are that under such circum- 
stances as those described that plaintiff can prevail only if it proves that its style 
of bottle has acquired a secondary meaning; that without that it was not unfair 
competition for another to copy it (Swanson Mfg. Co. v. Feinberg-Henry Mfg. 
Co., 147 F. 2d 500, 503). To establish a secondary meaning it is necessary to 
show (1) that the design is a mark of distinction identifying its source and (2) 
that purchasers are moved to buy the article because of its source (Crescent Tool 
Co. v. Kilborn & Bishop Co., 247 F. 299; Kaylon, Inc. v. Collegiate Mfg. Co., 255 
App. Div. 209; Kellogg v. National Biscuit Co., 305 U. S. Ill.). Generally, the 
secondary meaning must have been established when the defendant entered the 
field (Upjohn Co. v. William S. Merrell Chemical Co., 269 F. 209, cert. den. 257 
U. S. 638). In addition to this, the plaintiff must show that confusion has been 
created by the defendant’s sales in the market or that there is a likelihood of con- 
fusion (Lektro-Shave Corp. v. General Shaver Corp., 92 F. 2d 435). For exam- 
ple, in Armstrong Paint & Varnish Works v. Nu-Enamel Corporation, 305 U. S. 
315, 335, the court said: 


Here we have a secondary meaning to the descriptive term “Nu-Enamel.” This estab- 
lishes entirely apart from any Trade-Mark Act, the common law right of the Nu-Enamel 
Corporation to be free from the competitive use of these words as a trade-mark or trade- 
name... . This right of freedom does not confer a monopoly on the use of the words. 
It is a mere protection against their unfair use as a trade-mark, or trade-name by a com- 
petitor seeking to palm off his products as those of the original user of the trade-name. 
This right to protection from such use belongs to the user of a mark which has acquired 
a secondary meaning. He is in this sense the owner of the mark. 


With these principles in mind, we reach the conclusion that the plaintiff here 
has failed to make out a cause of action on the present record. The cases are clear 
that the courts do not, as a rule, find invention in the discovery of one of nature’s 
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fundamental designs or forms and do not favor monopolies in such designs (Knapp 
v. Will & Baumer Co., 273 Fed. 380). Ordinarily, the taking of a design from 
one substance and using it upon another is not an invention and plaintiff, even if the 
first user of faceting in plastics, could obtain no monopoly in respect thereto 
(Metallic Industries, Inc. v. Brauning, 279 Fed. 856). Furthermore, in this case 
there had been other users of faceted designs and all that appears here is that 
plaintiff produced a compact simulating a cut jewel and claimed rights in that de- 
sign which other people who had used it before had not claimed. The history of 
the use of the style of plaintiff’s compact warrants no inference that the public 
had associated the shape or style of this compact with the particular make in- 
volved. The number of sales alone claimed for plaintiff’s compact is so small that 
no secondary meaning could have been established. Mere popularity of an article 
manufactured under a certain name is not enough. As was said by Judge Learned 
Hand in Crescent Tool Co. v. Kilborn & Bishop Co., supra, p. 301, as long ago as 
1917: 


It is not enough to show that the wrench became popular under the name “Crescent” ; 
the plaintiff must prove that before 1910 the public had already established the habit of 
buying it, not solely because they wanted that kind of wrench, but because they also 
wanted a “Crescent,” and thought all such wrenches were “Crescents.” 


There is not the slightest evidence on this record to prove that the sales of this 
article by any of the defendants were effected because people thought they were 
buying a Mavco “gem-cut” compact; there is no evidence of confusion or decep- 
tion or of misrepresentation actual or likely. In the Upjohn case, supra, it was 


squarely held that the plaintiff was entitled to relief against unfair competition 
only where the defendant attempts to palm off on the purchasing public his goods 
as the goods of the plaintiff. There, in relation to secondary meaning the court said: 


The article had just been introduced to the trade that summer; only by the filling of 
prescriptions and by sales induced by the druggists had the article become known to the 
consumer ; and the best that can be said is that the stage was set for the formation of the 
phenolax habit—not that any appreciable fraction of the community had acquired it. Such 
a secondary meaning as is here involved comes gradually. We do not think it can be 
manufactured overnight by intensive advertising. 


See also Spalding v. Gamage Ltd. (1915) 84 L. J. Ch. 449. 

As for the moral question involved, which is sometimes urged on the theory 
that one competitor should not deliberately imitate another competitor’s wares, this 
question was very definitely disposed of in Sinko v. Snow-Craggs Corporation, 
105 F. 2d 450. In that case there had been what might be called a flagrant and 
deliberate imitation of certain decorative knobs. The court said: 


Stated in a summary way, Sinko created a desire on the part of the public for one of 
two things, either for knobs made by Sinko, above all other knob makers, or for knobs 
made in a particular manner regardless of who made them. If it is the first situation, 
the law of unfair competition gives Sinko the right to monopolize or to exclude other 
makers from copying the product. If it is the latter situation, Sinko receives no such 
right to monopolize, even though he might have been the first one to make the article in 
the particularly desirable manner (p. 453). 
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It was also stated by Mr. Justice Holmes (then Chief Justice of the Supreme 
Judicial Court of Massachusetts) in Flagg Mfg. Co. v. Holway, 178 Mass. 83, 91: 


The defendant has the right to get the benefit of that (public) desire even if created 
by the plaintiff. The only thing it has not the right to steal is the good will attaching 
to the plaintiff’s personality, the benefit of the public’s desire to have goods made by the 
plaintiff. 


It is sometimes said that this rule makes the diligent thief immune while the 
one who might hesitate and delay must give up his plunder. The question was 
answered, however, in the Upjohn case, supra, as follows: 


The answer is that there can be no larceny, unless the title or possessory right of the 
first holder is better than that of the second taker, and that in this case, until the general 
public belief among users that tablets of this appearance were phenolax wafers had 
come into existence, plaintiff's title to this combination of characteristics was no better 
than defendant’s (p. 214). 


Of course, imitation must not be grounded in breach of faith or breach of 
contract (Tabor v. Hoffman, 118 N. Y. 30; Montegut v. Hickson, Inc., 178 App. 
Div. 94; Margolis v. National Bellas Hess Co., 139 Misc. 738). 

In the last analysis, the decisions in these cases have been based on an aversion 
to granting a monopoly to anyone who was unable to secure a patent or statutory 
trade-mark unless it clearly appeared that the public would be deceived as to the 
article it was purchasing or its origin (Cheney Bros. v. Doris Silk Corp., 35 Fed. 
2d 279, cert. den. 281 U. S. 728). 

On this record, no operative facts warranting an injunction are shown. There 
was no simulation of plaintiff’s general mode of marketing, of packaging, or of its 
advertising. Plaintiff showed no confusion between the names “Hamlin” and 
“Hampden,” and the record establishes that Hampden has used its own corporate 
name on its product for years. Plaintiff certainly has no right to any exclusive 
use of lucite, to this particular method of fabrication, to the general shape of the 
compact, or to its facetings. The mere copying of a style, unprotected by patent 
or by statutory trade-mark (and there is no patent or statutory trade-mark in- 
volved in this case), does not in and of itself entitle the original designer to pro- 
tection unless that copying is accompanied by conduct or circumstances constitut- 
ing unfair competition (Pocket Books, Inc. v. Meyers, 292 N. Y. 580; Miss Susan, 
Inc. v. Enterprise, etc., Undergarment Co., Inc., 270 App. Div. 209). There may 
be a similarity in the names “Hampden” and “Hamlin.” But the manner in which 
those names were used on the packages and on the powder puffs in the compact 
negatives any intent to deceive and was not calculated to bring about confusion or 
deception. Besides, ““Hampden” was used long before plaintiff adopted the name 
“Hamlin” for its product. 

Plaintiff might urge its right to the use of the words “gem cut” in connection 
with its compact as its common law trade-mark. Even this, however, is not free 
from doubt for “gem cut” may be said to be a common descriptive term rather 
than fanciful, arbitrary or suggestive in character and not entitled to protection in 
the absence of a showing that it has acquired a secondary meaning. However, that 
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issue is not before us and we do not pass upon it. The defendants, with one isolated 
exception which has been referred to, have not used the words “gem cut” or any 
simulation thereof and none of the defendants makes claim to the right to use those 
words in connection with any product manuactured or sold by them. The single use 
of “gem cut” in one store of the defendant Woolworth, unauthorized and dis- 
claimed, does not give rise to a cause of action for unfair competition. Concededly, 
the charge of conspiracy broke down and has been abandoned on the appeal. What 
is shown is conscious adaptation of a shape and style already in the public domain 
and the selling of the product largely through chain stores at a cheaper price. No 
unfair competition has been established. 

The judgment should be reversed with costs and the complaint dismissed with 
costs. 


Peck, P. J., CoHN and CALLAHAN, JJ., concur. 


Van Vooruis, J., concurs on the authority of Cheney Bros. v. Doris Silk Cor- 
poration, 35 F. (2nd) 279; certiorari denied, 281 U. S. 728. 


A. D. JUILLIARD & CO., INC. v. AMERICAN WOOLEN COMPANY 
Commissioner of Patents—March 24, 1948 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
The use of an additional trade-mark held not to detract from trade-mark significance of 
mark in question. 
Fact that use of mark is limited to certain goods, held not to destroy trade-mark character 
where primary purpose and significance is to indicate origin and not quality. 
CANCELLATION—DAMAGE TO PETITIONER—GENERAL 
Applicant held to have failed to establish unclean hands of opposer or injury to applicant 
and dismissal of counterclaim held proper, where opposer, after assignment from subsidiary, 
used name of subsidiary, as manufacturing division, on labels; and then dissolved subsidiary 
which had assigned and organized a new subsidiary by the same name, which remained in- 
active. 
TRADE-M ARKS—GooDsS OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Clothing, including ladies’ and children’s coats and suits, held goods of the same de- 
scriptive properties as piece goods of wool and cotton. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Twil Lane” held confusingly similar to “Twilleen,” used on similar goods, under 1905 
Act. 
OpposITIONS—OpposeEr’s USE oF MARK—GRADE MARKS 
Opposer’s prior and continuous use of the mark, on similar goods, would be sufficient to 
sustain notice of opposition even were it used only as a grade-mark by opposer. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by A. D. Juilliard & Co., Inc., against American Woolen 


Company. Applicant counterclaimed for cancellation of opposer’s registration and 
appeals from decision sustaining opposition and dismissing counterclaim. Affirmed. 


Campbell, Brumbaugh & Free, New York, N. Y., for opposer. 
Chauncey P. Carter, Washington, D. C., for applicant. 
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DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining a notice of opposition to the registration of a trade-mark com- 
prising the words “Twil Lane” for “ladies’ and children’s coats and suits,” under 
the Trade-Mark Act of 1905, and dismissing applicant’s counterclaim for cancella- 
tion of opposer’s registered mark “Twilleen.” Opposer relies on the prior use of 
the trade-mark ‘“‘Twilleen,” on “woolen, cotton and woolen, and cotton piece goods,” 
which was registered by its predecessor under the Trade-Mark Act of 1905 (re- 
newed), many years prior to any date of use claimed by applicant for its mark, and 
it is this registration No. 183,594 which applicant sought to cancel by counterclaim. 
Opposer also took testimony which establishes its use of the mark on such piece 
goods. The opposition was based on the confusion in trade clause of the Trade- 
Mark Act of 1905. 

Applicant’s counterclaim for cancellation of opposer’s registered mark is based 
on the allegations that opposer’s mark ““Twilleen” is not used as a trade-mark and 
that ‘‘as used or claimed to be used by opposer identifies a particular weave or 
fabric and is not, therefore, a true trade-mark,’ and on certain acts of opposer 
which applicant contends constitute “unclean hands.” Applicant took no testimony 
and produced no evidence in support of this counterclaim, relying upon the evidence 
and exhibits of opposer. 

The contention that opposer’s mark is a grade-mark rather than a trade-mark 
is based on the admitted fact that opposer has used its mark in connection with its 
trade-mark “Juilliard” and has applied the word only to a particular type of fabric. 
The use of the additional trade-mark does not detract from the trade-mark signifi- 
cance of the trade-mark “‘Twilleen.” Celanese Corporation of America v. E. I. 
du Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 T.-M. R. 
133]. The fact that opposer limits its use of this particular mark to certain goods 
does not destroy its trade-mark value where its primary purpose is to indicate origin 
and not quality. Examination of the specimens, testimony and exhibits of record 
indicate that it is used by opposer in a manner which indicates that it has trade- 
mark significance and not as indicating a particular style, type or weave of fabric. 
Ashland Refining Company v. United Collieries, Inc., 1934 C. D. 20, 20 U.S. P. Q. 
171; Dixie Cotton Felt Mattress Co. et al. v. Sterns & Foster Co., 185 F. 431; 
Layton Pure Food Co. v. Church & Dwight Co., 182 F. 24; Keebler Weyl Baking 
Co. v. J. S. Ivins’ Son, Inc., 7 F. Supp. 211 [24 T.-M. R. 161] ; and Ex parte East- 
man Kodak Co., 545 O. G. 922, 55 U. S. P. Q. 361. 

Applicant’s contention that opposer is guilty of “unclean hands” is based on cer- 
tain facts which were brought into the case by opposer’s proofs relating to its title 
to the registration of the mark “‘Twilleen,” No. 183,594. This mark was registered 
by Atlantic Mills, a Rhode Island Corporation, which was a wholly owned sub- 
sidiary of opposer. In 1937 opposer decided to take over the business and mills of 
that subsidiary and operate them directly rather than through the subsidiary cor- 
poration and accordingly all of the physical property of that corporation and its 
business and good-will, including its trade-marks, and the good-will associated 
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therewith, were assigned to the opposer in this proceeding. Following such transfer 
the business was operated by opposer as a division of its business and the words 
“Atlantic Mills” have been used on labels of products manufactured in the mills 
of that particular division of opposer’s business. Shortly after the assignment 
referred to, the original corporation, Atlantic Mills, was dissolved and a new cor- 
poration organized under that name which has remained inactive. Before the Ex- 
aminer of Interferences applicant questioned the assignment of the registration 
No. 183,594 to opposer, contending that title to that registration and rights in the 
trade-mark were in the new corporation Atlantic Mills, Inc., rather than in opposer. 
On this appeal it raises no question as to the assignment or as to opposer’s title to 
the trade-mark registration, but contends that opposer’s action in continuing to 
use the words “Atlantic Mills” on labels of its goods and in organizing the new 
corporation and keeping it in existence constitutes “unclean hands” and requires 
cancellation of the registered mark. Just how such conduct constitutes “unclean 
hands,” is not made clear, nor is any authority cited to indicate that such a ground 
would serve as a basis for cancellation of opposer’s registered mark. Even though 
opposer’s motive in organizing the corporation may have been to prevent others 
from using the name “Atlantic Mills” as alleged by applicant, and indicated by the 
testimony of one of opposer’s witnesses, this appears wholly unconnected with the 
mark involved in this proceeding, or with the sale of products under such mark. 
There is no showing of any impropriety or injury either to applicant or anyone else 
from the incorporation and continued existence of this corporation or use of the 
name Atlantic Mills for a division of opposer’s business. It cannot, therefore, con- 
stitute any ground for cancellation, and would not give rise to any rights to regis- 
tration on the part of applicant. In view of the foregoing it seems apparent that 
applicant has shown no basis for cancellation of opposer’s registration and the Ex- 
aminer of Interferences was clearly correct in dismissing the counterclaim. 

Opposer having shown that it is the owner of a registration of the trade-mark 
“Twilleen” under the Trade-Mark Act of 1905, for “woolen, cotton and woolen, 
and cotton piece goods,” and having shown continuous use of this mark since a 
date prior to applicant’s use of the mark sought to be registered is clearly entitled 
to oppose this application for registration of ‘“Twil Lane” for “‘ladies’ and children’s 
coast and suits.”” These products must be considered as having the same descrip- 
tive properties. Kushner & Gillman v. Mayflower Worsted Co., 56 App. D. C. 165, 
11 F. 2d 462; Rogers Peet Co. v. B. F. Goodrich Co., 31 C. C. P. A. 1191, 143 F. 
2d 880 [34 T.-M. R. 244] ; and Vanity Fair Mills, Inc. v. Pedigree Fabrics, Inc., 
34 C. C. P. A. 1033, 161 F. 2d 226 [37 T.-M. R. 461]. The similarity of the 
marks “Twil Lane” and “Twilleen” requires no comment. Opposer’s proof of 
continuous use of “Twilleen” on these goods since a date prior to any use claimed 
by applicant would be sufficient to sustain the notice of opposition even were its 
mark used as a grade-mark rather than a trade-mark as alleged by applicant. John 
Wood Mnufacturing Co. v. Servel, Inc., 22 C..C. P. A. 1370, 77 F. 2d 946 [25 
T.-M. R. 407]. 


It seems clear that there is likelihood of confusion within the meaning of Sec- 
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tion 5 of the Trade-Mark Act of 1905, in the concurrent use of the marks by the 
parties on the goods involved. 
The decision of the Examiner of Interferences is aftirmed. 


TRANS-LUX CORPORATION v. EASTMAN KODAK COMPANY 


Commissioner of Patents—March 19, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Translite” held confusingly similar to “Trans-Lux,” used on similar goods, under 1905 
Act. 
TRADE-MArKS—Goops oF SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Light-sensitive photographic paper held goods of same descriptive properties as film 
projection screens, film projectors and stock ticker projectors for recording stock quotations 
on film and the projection thereof upon a screen. 
CANCELLATIONS—EVIDENCE—LIKELIHOOD OF CONFUSION 
Proof of actual confusion is not required and little weight can be given to absence of 
such proof where the marks are so deceptively similar that confusion in trade is likely. 
CANCELLATIONS—PETITIONER’S Use oF CorPORATE NAME—GENERAL 
“Translite” held not such an appropriation of the corporate name of petitioner, “Trans 
Lux Daylight Picture Screen Corporation” as to be barred by the “name clause” of Section 5 
of the 1905 Act. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceeding by Trans-Lux Corporation against East- 
man Kodak Company. Registrant appeals from cancellation of registration. 
Affirmed. 


Duell, Kane & Smoot, New York, N. Y., for petitioner. 
Newton M. Perrins and George A. Gillette, Jr., of Rochester, N. Y., for registrant. 


Morphy, A. C.: 


Eastman Kodak Company appeals from the decision of the Examiner of Trade- 
Mark Interferences which sustained the petition of Trans-Lux Corporation and 
recommended cancellation of the trade-mark ‘“‘Translite” for light-sensitive photo- 
graphic paper, issued January 13, 1931, under the provisions of the act of February 
20, 1905. 

Trans-Lux Corporation, which will be referred to in this decision as the peti- 
tioner, and Eastman Kodak Company, which will be referred to as the respondent, 
are parties in opposition proceeding No. 24,160 in which Trans-Lux opposes regis- 
tration of the same mark “Translite” for use on photographic paper and photo- 
graphic film. Since the issues in both proceedings are substantially the same it was 
agreed between the parties that the same records and briefs may be used in both. 

As ground for its petition for cancellation, petitioner alleges prior adoption 
and use by itself and its predecessors of its trade-mark “Trans-Lux” on a variety 
of merchandise in the photographic and projection equipment and related supplies 
field, as evidenced by registrations numbered 209,929, 339,213 and 355,263. The 
record shows priority of use by petitioner of its mark ““Trans-Lux” as evidenced by 
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testimony and its registration No. 209,929, issued March 2, 1926, on film projection 
screens and film projectors, stock ticker projectors for the recording of stock 
quotations on film and the projection thereof upon a screen. 

Petitioner’s contention in this petition for cancellation of the mark ‘“Trans-Lite”’ 
for light-sensitive photographic paper is that the two marks ‘“Trans-Lux” and 
“Translite” are substantially identical and that respondent’s mark “Translite” so 
closely resembles the petitioner’s mark “Translux” both in appearance and sound 
that confusion in trade and deception of purchasers is likely to result if there is con- 
current use of the marks on goods to which the two marks are applied which are 
alleged by petitioner to be goods of the same descriptive properties. 

Petitioner further contends that the dominant feature of its corporate name 
is the notation ‘““Trans-Lux”’ and therefore respondent is not entitled to the regis- 
tration of its trade-mark ““Translite” which is allegedly similar to and conflicting 
with petitioner’s corporate name. 

Respondent argues that the goods of which the two marks are applied are not 
competitive or similar ; that “Trans-Lux” and “Translite” are sufficiently different 
to eliminate confusion in view of the differences in the goods; that there has been 
no actual confusion in over fourteen years of concurrent use and that the adoption 
of the mark “Translite’’ was not an improper appropriation of a part of petitioner’s 
corporate name which was Trans Lux Daylight Picture Screen Corporation at the 
time respondent adopted its mark “Translite.” 

The questions for decision on appeal would appear to be: (1) Does respondent’s 
trade-mark “Translite” so nearly resemble the petitioner’s mark “Trans-Lux” that 
if used on goods of the same descriptive properties confusion or mistake in the 
mind of the public or deception of purchasers will ensue; (2) Are respondent’s 
goods, namely light-sensitive photographic paper and petitioner’s goods, as repre- 
sented by those named in its registration No. 209,929, namely projection screen and 
projectors, stock ticker projectors for recording of stock quotations on film and the 
projection thereof upon a screen, goods of the same descriptive properties within the 
meaning of Section 5 of the Act of 1905; and (3) Was the notation “Trans-Lux” 
the dominant part of petitioner’s corporate name at the time respondent adopted its 
mark, the notation “Translite,”” and was such adoption such an appropriation of 
petitioner’s corporate name as would bar registration to respondent under the pro- 
visions of the name clause of Section 5 of the Act of 1905. 

As to the question of confusion and deceptive similarity between the notations 
“Trans-Lux” and “Translite,” the examiner has cited the case of Eastman Kodak 
Company v. Peerless Photo Company, 67 U. S. P. Q. 18. In that case, in which 
the respondent here opposed the registration of the mark “Trans Photo” as con- 
fusingly similar to its mark “Translite,” the Examiner of Interferences sustained 
the opposition and the First Assistant Commissioner affirmed his decision, holding 
that “‘when considered as a whole, the marks bear such near resemblance as to be 
likely to lead to confusion in trade.” In the testimony of record in this case, the 
witness Whittenberg, vice-president of the respondent company, testified (XQ. 
103) : “In my opinion “Trans-Lux’ is more similar to ‘Translite’ than ‘Trans Photo’ 


>» 


is to ‘Translite. 
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I agree with this opinion and I also agree with the ruling of the Examiner 
of Interferences on this point in this case that there can be little, if any, room for 
doubt that the marks “Trans-Lux” and “Translite” are deceptively similar. 

The conclusion that the goods to which respondent applies its mark “Trans- 
lite,” namely light-sensitive photographic paper, are goods of the same descriptive 
properties as petitioner’s film projection screens and film projectors, stock ticker 
projectors for the recording of stock quotations on film and the projection thereof 
upon a screen, I believe is sound and I therefore agree with the examiner’s con- 
clusion. Respondent’s argument in its brief has been carefully considered as to 
this point, as have also petitioner’s arguments as to the availability of the mer- 
chandise of both parties in the same camera stores. The decision in Technicolor 
Motion Picture Corporation, et al. v. Columbia Broadcasting System, 69 U.S. P. Q. 
260, cited by the examiner, is also pertinent, since it was there held that “radio 
and television transmitting and receiving apparatus and component parts thereof 
have the same descriptive properties as motion picture films.” It is true, as 
brought out by the respondent, that there are specific differences between the goods, 
light-sensitive film and petitioner’s film projection screens and film projectors, stock 
ticker projectors for the recording of stock quotations on film and the projection 
thereof upon a screen, but the properties of the goods, I believe, and I agree with 
the examiner’s conclusion as to this point, are so similar that they must be regarded 
as possessing the same descriptive properties within the meaning of the statutes. 
The use of the two words, which I regard as confusingly similar, on these prod- 


ucts, which I agree are of the same descriptive properties, is likely to lead to con- 


fusion in trade. 

It is true, as respondent argues, that there has been presented no evidence of 
actual confusion, but nevertheless I am convinced that the marks are so deceptively 
similar that their concurrent use on the goods to which they are applied, which I 
believe are goods of the same descriptive properties, would lead to the likelihood 
of confusion which is contemplated by the act and little weight can be given to 
the absence of proof of actual confusion. EF.-Z. Mills Incorp. v. Martin Brothers 
Co., 25 C.C. P. A. Be; 7 U.S. P. QO. 199. 

The remaining ground of the petition for cancellation involves the “name” 
clause of Section 5. There appears to me to be an important difference in the ap- 
plication of the law to the two grounds of opposition. While I believe it true that, 
as held above, the two trade-marks “Trans-Lux” and “Translite” are so similar as 
to be likely to lead to confusion in trade, it does not follow that the adoption of 
the mark “Translite” was such an appropriation of opposer’s corporate name “Trans 
Lux Daylight Picture Screen Corporation” as to be barred by the “name clause” 
of Section 5 of Act of 1905. While the decision of the U. S. Supreme Court in 
American Steel Foundries v. Robertson, 269 U. S. 372; 342 O. G. 711, recognizes 
that the appropriation of a corporate name need not be complete and states that in 
the case of a partial appropriation the right to registration will depend upon the 
character and extent of such appropriation and the likelihood of resultant con- 
fusion to the public, the confusion referred to is confusion as to identity of the 
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corporation ; for, quoting from the decision in Newby v. Oregon Cent. Ry. Co., 
et al., the court said: 
And as a matter of fact, in some degree at least, the natural and necessary consequence 

of the wrongful appropriation of a corporate name, is to injure the business and rights of 

the corporation by destroying or confusing its identity. 

The First Assistant Commissioner in Technicolor Motion Picture Corporation, 
et al. v. Columbia Broadcasting System, Inc., supra, made this distinction when 
he held the trade-marks “Telecolor” and “Technicolor” confusingly similiar but 
held that “Telecolor” is not such a close simulation of ““Technicolor” as to amount 


to appropriation of opposer’s name. It was further stated in this decision, relying 
on Walgreen v. Greenwald Hosiery Co., 31 C. C. P. A. 298; 60 U.S. P. Q. 243: 


On the other hand, I am constrained to disagree with opposers in their contention that 
under the cases just cited, and others of like import, a mark falls within the prohibition of 
the name clause “if the mark so nearly resembles the name of the opposers that purchasers 
would be likely to believe that goods bearing that mark had their origin in the opposer, 
or were endorsed or sponsored by the opposer, or that confusion between businesses would 
be likely to result.” I construe such authorities to ban only those marks which so closely 
simulate the corporate name that in the words of the Walgreen case, supra, “applicant’s 
use of the mark amounts, in all practical aspects, to an appropriation of opposer’s name.” 


I therefore do not agree with the examiner as to the second ground for cancella- 
tion that the adoption of the mark “Translite” constituted an appropriation of the 
corporate name of petitioner “Trans Lux Daylight Screen Corporation,” and his 
decision is reversed as to this ground. 


As to the remaining ground, however, the decision of the examiner sustaining 
the petition for cancellation and recommending that registration No. 279,326, is- 
sued January 13, 1931, to the Eastman Kodak Company, be cancelled, is affirmed. 


CLAIROL, INCORPORATED v. NATIONAL MINERAL COMPANY 
(NAME CHANGED TO HELENE CURTIS INDUSTRIES, INC.) 


Commissioner of Patents—April 2, 1948 


TRADE-MarKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Personalized” held descriptive of hair tinting shampoos, hair waving preparations, 
namely lotions, creams, waving solutions, chemically treated waving pads, chemically func- 
tioning heater elements for permanent waving and hair waving kits. 
Appeal from Examiner of Interferences. 
Trade-mark interference between Clairol, Incorporated, and National Mineral 
Company name changed to Helene Curtis Industries, Inc.). Clairol, Incorporated, 
appeals from refusal of registration. Affirmed. 


David J. Moscovitz, New York, N. Y., for Clairol, Incorporated. 
Maurice S. Cayne, Chicago, Ill., for National Mineral Company. 


DanieLs, A. C.: 


The junior party to this interference proceedings, Clairol, Incorporated, has 
applied for registration of the word “Personalized,” as a trade-mark for “hair tinting 
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shampoos, hair waving preparations, namely, lotions, creams, waving solutions, 
chemically treated waving pads, chemically functioning heater elements for per- 
manent waving and hair waving kits incorporating the afore-mentioned,” under the 
Act of 1905. The mark of the senior party, National Mineral Company, involved 
in this interference, comprises the words, ““Your personalized Wave” for “permanent 
hair waving solution and permanent hair curling agent.’”’ The junor party has 
taken testimony, and the Examiner of Interferences has found the evidence suf- 
ficient to warrant an award of priority of use to the junior party, but has refused 
registration on the ground that the mark is merely descriptive of the goods. Only 
the junior party has appealed, so that no question as to priority or seniority need 
be considered, the only matter for decision being the examiner’s ex parte holding 
that the mark is merely descriptive of the goods. In reaching this conclusion the 
Examiner of Interferences followed his earlier decision in an opposition proceeding 
between these parties (Clairol Incorporated v. National Mineral Company) in which 
he held that the opposer (the junior party herein) had established priority of use, 
but refused registration ex parte on the ground of descriptiveness. 

In holding the mark to be merely descriptive, the Examiner of Interferences 
stated that “it indicates merely that the goods are adapted to give an individual 
wave personally adapted to the particular character of the recipient.” This find- 
ing is in accordance with dictionary definitions of the word “personalized,” and 
that it is so intended is indicated by applicant’s advertisements of record, which 
indicate an attempt to sell the product on the basis that it may be used in accordance 
with the particular personality of the user and that it is designed for “individual 
types.” The following statements are noted: 


.... that makes it possible for you to give custom permanents ... . Exhibit 21 (b). 
. . enriches, brightens, and intensifies the color, warmth, and sparkle of your particular 
type of hair! (Emphasis in the advertising.) Exhibit 30. 
. These new “Clairol” personalized Shampoos provide the answer to a long-felt 
need—a need for a shampoo designed for individual types. (Emphasis added.) Exhibit 34. 


See also Exhibits No. 39 and No. 40. 

In its brief on this appeal, the junior party contends that its mark cannot be 
descriptive since it does not describe hair tints or permanent wave lotions, and 
that these goods are sold generally to the public at large and not prepared solely, 
or for use only by and for any individual. This would not remove the descriptive 
significance indicated by the foregoing comments, but in the event that it did, would 
merely indicate that the word was misdescriptive. Cridlebaugh v. Montgomery 
Ward & Co., 34 C. C. P. A. 742, 158 F. 2d 646 [37 T.-M. R. 70]. The holding 
that the mark was merely descriptive is clearly correct. Jn re General Permanent 
Wave Corporation, 28 C. C. P. A. 1099, 118 F. 2d 1020 [31 T.-M. R. 210], and 
In re Hair Net Packers, Inc., 28 C. C. P. A. 715, 115 F. 2d 254 [30 T.-M. R. 665] ). 

The decision of the Examiner of Interferences is affirmed. 
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McKESSON & ROBBINS, INCORPORATED v. TAYLOR 
Commissioner of Patents—April 6, 1948 


OPpPposITIONS—PLEADING AND PRACTICE—EVIDENCE 
Certified copy of order of United States District Court requiring trustee of opposer, in 
reorganization proceedings, to turn all property to opposer held inadequate as prvof of 
opposer’s title to registrations standing in the name of trustee on Patent Office register. 
Printed copy of an alleged agreement between opposer and trustee, supported only by 
ex parte affidavit of an officer of opposer, not produced for cross-examination, held incom- 
petent as evidence to prove assignment of the registrations to opposer. 
OPPOSITIONS—PLEADING AND PRACTICE—REOPENING 
Denial of opposer’s motion to reopen held proper where opposer's attention had been 
called to the fact that record title to registrations was not in opposer, and opposer failed 
to take testimony to prove its title prior to final hearing. 
TRADE-MARKS—Marks Nor CoNnFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Western Gentlemen” held not so similar to “American Gentlemen,” used on similar goods, 
as to require or justify ex parter refusal of application to register. 


Appeal from Examiner of Interferences. 

Trade-mark oppositionsby McKesson & Robbins, Incorporated, against Henry 
F. Taylor, in which William J. Wardall, Trustee of McKesson & Robbins, Incor- 
porated, was joined as a party. Opposer appeals from dismissal of opposition. 
Affirmed. 


Samuel Herrick, Washington, D. C., for opposer. 
Mida, Richards & Murray, Chicago, IUl., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a notice of opposition to an application for registration of a trade- 
mark under the Trade-Mark Act of February 20, 1905. The mark sought to be 
registered is the notation ‘““Western Gentlemen” for “men’s talcum powder, hair 
tonic, after-shave lotions, deodorants and cologne.” 

Opposer, a corporation of the State of Maryland, alleges in the notice of oppo- 
sition that it had used the trade-mark “American Gentlemen” for similar products 
prior to any use claimed by applicant and relies upon two registrations, No. 282,266 
for “shaving soap in solid or paste form, and soap,” and No. 293,906 for “‘face lotion, 
talcum powder and face cream,” registered under the Act of 1905, April 14, 1931, 
and May 10, 1932, respectively, by McKesson & Robbins, Incorporated, a corpora- 
tion of Connecticut. 

The statutory ground for opposition is the confusion in trade clause of Section 5 
of the Trade-Mark Act of 1905. Neither party took testimony, opposer relying 
upon the registrations referred to as evidence of its rights to the trade-mark “Amer- 
ican Gentlemen,” and as indicating the probability of damage. 

The applicant’s answer to the notice of opposition set up a counterclaim for 
cancellation of the registration referred to on grounds which need not be consid- 
ered, since there is no appeal from the action of the Examiner of Interferences dis- 
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missing this counterclaim. As a result of the interposition of such counterclaim, 
however, William J. Wardall, trustee of McKesson & Robbins, Incorporated, in 
proceedings for corporate reorganization, was made a party to this proceeding, it 
being stated at the time he was joined as a party that the records of the Patent 
Office showed title to the registrations on which opposer relies to be in said trustee. 
The notice of opposition was dismissed by the Examiner of Trade-Mark Interfer- 
ences on the ground that opposer had failed to prove ownership of the registrations 
referred to, and accordingly had failed to establish any rights to oppose applicant's 
registration. Opposer has appealed from this decision. 

Applicant’s answer denied opposer’s ownership of the registrations upon which 
opposer relied and in certain procedural matters prior to final hearing again raised 
this question. Opposer, however, took no testimony and failed to produce the 
alleged assignment of such registrations. A certified copy of an order by the 
United States District Court having jurisdiction of the reorganization proceedings, 
which, in effect, ordered the Trustee to turn over all property and assets of the 
estate in his hands to the opposer was presented and an unauthenticated printed copy 
of an agreement between the Trustee and the opposer-corporation purporting to be 
an assignment of all such property, accompanied by an ex parte affidavit of a corpo- 
rate officer was also produced. Opposer contends that the certified copy of the 
District Court Order requiring the Trustee, an agent of the Court, to turn over 
all property to opposer is adequate proof of title, and that it must be presumed that 
the Trustee made such assignment in compliance with the Order. Such an assump- 
tion is unwarranted. There is no showing whether or not such Order may or 
may not have been modified, vacated or amended, and it is by its terms subject to 
further proceedings. To make any assumption on this subject would be to substi- 
tute speculation for proper proof, and would leave both the Patent Office and any 
court which may pass on this record in the position of acting without knowledge 
as to what subsequent action may or may not have been taken by either the Trustee 
or the court which had jurisdiction. The printed copy of the alleged agreement 
supported only by an ex parte affidavit of a corporate officer not produced for cross- 
examination is obviously not competent proof of the assignment of these marks. 

On the facts presented, the decision of the Examiner of Interferences that the 
opposer had failed to establish any right to oppose the applicant’s application was 
clearly correct. McKesson & Robbins, Incorporated v. The Vad Corporation, 33 
C. C. P. A. 872, 154 F. 2d 155 [36 T.-M. R. 155]; Rosengart v. Ostrex Co., 30 
C. C. P. A. 1046, 136 F. 2d 249 [33 T.-M. R. 284]; and Celanese Corporation of 
America v. American Viscoe Corporation, 70 U.S. P. Q. 534, 590 O. G. 538 (Peti- 
tion for reconsideration, 593 O. G. 591, 71 U. S. P. Q. 187). 

Following final hearing before the Examiner of Interferences but prior to deci- 
sion of this matter, opposer moved to reopen the case for further proof on the 
question of title. If title had been a matter of record in the Patent Office at the 
time opposer was required to offer proof, liberality in reopening to correct formal 
failure of proofs might be desirable. It was not, however, a matter of record, and it 
was made clear to opposer by various procedural matters that such proof would be 
required. In view of this the examiner denied the motion to reopen. There is no 
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need of reviewing these procedural matters and it seems sufficient to state that 
the Examiner of Interferences’ action in denying this motion upon the facts involved 
in this case was clearly correct. 

Opposer contends that even though it failed to prove title to the registrations 
referred to, they are a matter of record, and that the Patent Office should consider 
them as a basis for refusal of the registration sought by applicant as an ex parte 
matter. Schering & Glatz, Inc. v. Sharp & Dohme, Incorporated, 32 C. C. P. A. 
827, 146 F. 2d 1019. The marks involved do not appear to be so nearly similar that 
ex parte action is either required or justified. 

The decision of the Examiner of Interferences is affirmed. 


SILBER v. WYETH, INCORPORATED 
Commissioner of Patents—April 13, 1948 


TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Bornex” held confusingly similar to “Burnex,” used on similar goods, under 1905 Act. 
TRADE-MarKS—Goops OF SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Medicinal preparation for treatment of pediculosis held goods of same descriptive proper- 
ties as an ointment for burns, cut, bruises, sunburn, piles, and all skin troubles. 
CANCELLATIONS—PETITIONER’S USE OF MARK—GENERAL 
Petitioner for cancellation having used similar mark on similar goods, prior to any use 
claimed by respondent, held entitled to relief sought regardless of petitioner’s ownership of 
registration. 
CANCELLATIONS—PLEADING AND PRACTICE—EVIDENCE 
Respondent-counterclaimant held to have failed to prove that “Burnex” is descriptive or 
misdescriptive of petitioner’s ointment. 
Descriptiveness or misdescriptiveness of “Burnex” as applied to petitioner’s goods held 
not to be a matter of common knowledge. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Samuel Silber against Wyeth Incorpo- 
rated, in which respondent counterclaimed to cancel petitioner’s registration. Re- 
spondent appeals from cancellation of registration and dismissal of counterclaim. 


Affirmed. 


Everett H. Holmes, New York, N. Y., for petitioner. 
Dudley Browne, New York, N. Y., for respondent. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of Samuel Silber for cancellation of registration No. 415,690, regis- 
tered August 14, 1945, under the Act of February 20, 1905, and owned by re- 
spondent, Wyeth Incorporated, and dismissing respondent’s counterclaim for can- 
cellation of registration No. 219,161, registered October 12, 1926, under the Act 
of February 20, 1905, to Fig-O-Lax Company, Inc. (renewed) and assigned to 
Samuel Silber. Respondent’s mark sought to be cancelled comprises the word 
“Bornex” used upon “a medicinal preparation for the treatment of pediculosis.” 
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Petitioner bases its petition for cancellation on the confusion in trade clause, alleg- 
ing prior use and ownership of the trade-mark “Burnex” as applied to “an ointment 
for burns, cuts, bruises, suriburn, piles, and all skin troubles” and ownership of 
registration No. 219, 161 therefor. It has also pleaded and proven use of this mark 
upon other similar goods. Petitioner for cancellation has taken testimony and intro- 
duced evidence both as to ownership of its registration and as to its use of the mark. 

The similarity of the marks and goods requires no comment. As to the evi- 
dence showing that petitioner for cancellation has used its mark on the goods 
referred to since a date prior to any use claimed by respondent, no points other than 
those argued before the Examiner of Interferences are raised on this appeal, and 
his conclusions are clearly correct. Since such use entitles petitioner for cancella- 
tion to the relief sought regardless of ownership of the registration no review of the 
evidence as to petitioner’s ownership of registration No. 219,161 seems required 
other than to state that I agree with the conclusions reached by the Examiner of 
Interferences. 

As to its counterclaim for cancellation of registration No. 219,161, respondent 
contends that “by common knowledge it is shown that the trade-mark ‘Burnex’ 
is descriptive or deceptive,” and that ... . it has been shown that ... . under the 
record” presented “Silber does not have clear title to the registration.”” There is no 
testimony showing that the word “Burnex” is descriptive or misdescriptive of the 
products involved. Nor is this considered to be a matter of common knowledge. 
The question of title to the registration is disposed of by the ruling on the petition 
for cancellation. 

The decision of the Examiner of Interferences is affirmed. 


KORONA SPICE CORP. v. KUCZOR, etc. 
Commissioner of Patents—April 15, 1948 


CANCELLATION—PLEADING AND PRAcTICE—PrRooF OF ABANDONMENT 

Where respondent denied all material allegations of petition for cancellation, held 
petitioner had burden of proving by fair preponderance of evidence its contention of abandon- 
ment. 

TRADE-M ARKS—ABANDON MENT—GENERAL 

Even when non-use extends over considerable period of time it does not constitute abandon- 
ment unless intent to abandon is shown. 

Non-use of mark compelled by circumstances such as inability to produce or secure product 
due to war or legal prohibition does not constitute abandonment. 

Suspension of use of the mark for a reasonable length of time due to death does not 
per se indicate abandonment. 

Disposal of physical assets under conditions disclosed of record held not to indicate intent 
to abandon nor to constitute facts from which an abandonment or intent to abandon must be 
inferred. 

CANCELLATION—PLEADING AND PRACTICE—GENERAL 

To sustain its petition for cancellation petitioner must prove its right to use of the mark 
at about the time of filing petition for cancellation. 

Unless abandoned, the matter of respondent’s title is not one which may be questioned by 
petitioner. 
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TRADE-MarkK Act or 1946—APPLICABILITY TO PENDING APPEALS—PARTICULAR INSTANCES 
Transaction connected solely with sale of physical assets held not to amount to an 
abandonment nor to constitute anything cognizable under Section 19 of 1946 Act. 
CANCELLATION—PLEADING AND PRACTICE—APPEALS 
Submission of certain public records for the first time at hearing on appeal held not per- 
missible; and even if non-production during the times for taking testimony were excusable, 
held there is no basis for receiving such evidence which would not affect the decision. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Korona Spice Corp. of Trade-Mark 
registration against Michael P. Kuczor (Elizabeth Kinder, Administratix of estate 
of Roy B. Kinder, deceased, substituted). Petitioner appeals from dismissal of 
petition. Affirmed. 


Fraser, Myers & Manley, New York, N. Y., for petitioner. 
Joseph J. Juhass, New York, N. Y., for respondent. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing a petition for cancellation of registration No. 103,004, regis- 
tered under the Trade-Mark Act of February 20, 1905, covering the word ‘“‘Korona”’ 
for paprika, The petition, pursuant to Section 13 of that Act, sets up abandon- 
ment of the mark by the registrant as the only ground for cancellation. Since 
respondent’s answer denied all material allegations of the petition for cancellation, 
the Examiner correctly held that it was incumbent upon petitioner to support its 
contention of abandonment by a fair preponderance of the evidence. Jack Frost, 
Inc. v. Thomas H. Frost, 470 O. G. 949, 30 U. S. P. Q. 316; McMullin-Leavens 
Company v. Wm. Anderson Textile Mfg. Co., Ltd., 593 O. G. 594, 71 U.S. P. Q. 
249; Frank W. Horner, Inc. v. Chicago Pharmacal Co., 600 O. G. 678, 74 U. S. 
P. QO. 44; Old Monk Olive Oil Co. v. Southwestern Coca-Cola Bottling Co., 28 
C. C. P. A. 1091, 118 F. 2d 1015. 

The petition for cancellation alleges ownership of the registration sought to be 
cancelled by Roy R. Kinder “doing business as M. P. Kuczor Co., Inc.” as assignee 
of the original registrant, and that said Roy R. Kinder died on December 6, 1943; 
that subsequently, on February 11, 1944, a sale of “all the physical assets of said 
Roy R. Kinder, doing business as M. P. Kuczor Co., Inc.,”” was made to one Martin 
Kooperstein by the marshal ; and that subsequently, on March 1, 1944, the petitioner 
for cancellation, Korona Spice Corporation, commenced the use of the mark 
“Korona” in connection with the sale of paprika. It is further alleged that at the 
time petitioner first used the mark on March 1, 1944, the registrant was not entitled 
to the use or registration of the mark “Korona” and that such mark “had been 
abandoned and the assets of the business in which it has been used has been dis- 
posed of.” 

From these allegations as well as from the testimony taken by petitioner for 
cancellation, and the briefs filed in this matter, it is evident that petitioner maintains 
that the mark was abandoned between the death of its owner on December 6, 1943, 
and its adoption and use by. petitioner for cancellation on March 1, 1944. Under 
well settled authorities nonuse of a mark does not itself establish abandonment un- 
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less intent to abandon is shown even when the nonuse extends over a considerable 
period of time. Beech-Nut Packing Company, 273 U. S. 629, 1927 C. D. 237. It 
is also well established that nonuse of a mark when compelled by certain circum- 
stances such as inability to produce or secure the product due to war or legal pro- 
hibition does not amount to abandonment. Kelly Liquor Co. v. National Brokerage 
Co., Inc., 26 C. C. P. A. 1110, 102 F. 2d 857, and it is considered that a sus- 
pension of use for a reasonable length of time due to death does not per se indicate 
abandoment. It is therefore apparent that to sustain its contention of abandon- 
ment during the period in question, petitioner for cancellation must show a definite 
intent to abandon on the part of respondent. Baglin, Superior General of the Order 
of Carthusian Monks v. Cusenier Company, 221 U. S. 580, 169 O. G. 449, 1911 
O. D. 552. 

Petitioner for cancellation has attempted to show actual abandonment and intent 
to abandon by the respondent, administratrix, through her actions during the period 
between December 6, 1943, and March 1, 1944, and by statements alleged to have 
been made by her. To prove this petitioner for cancellation has taken testimony of 
a number of witnesses and offered certain documentary exhibits. Respondent has 
testified that there was no actual abandonment, nor any intent to abandon, and 
has denied testimony as to statements she is alleged to have made. 

Subsequent to the death of Roy R. Kinder, Mr. Kooperstein who is the princi- 
pal, if not the sole, party in interest in Korona Spice Corporation, petitioner for can- 
cellation, and the one who caused its incorporation, negotiated with Mrs. Kinder 
for the purchase of the business of Mr. Kinder, which it is alleged by petitioner, 
had been carried on under the name of M. P. Kuczor Co., Inc. That corporation 
had been in financial difficulties and, apparently as a result of advice from her coun- 
sel that she could not transfer the assets of the corporation without assuming per- 
sonal liability to creditors and the advice of Kooperstein’s counsel that he could not 
safely take over the stock of the corporation, these negotiations, which had pro- 
gressed to the extent of preparation of a draft of an agreement of sale for a com- 
paratively substantial amount, were dropped. After these negotiations failed 
Kooperstein brought suit against M. P. Kuczor Co., Inc., in the City Court of the 
City of New York, to recover approximately $1,400 due him from that corporation, 
Mrs. Kinder cooperating to the extent of coming to New York from New Jersey 
for the purpose of accepting service of the summons and complaint of such suit 
on January 19, 1944. A default judgment was obtained and on February 11, 1944, 
the physical assets of M. P. Kuczor Co., Inc., including physical equipment and 
such containers and stock as were on hand were levied upon by the city marshal 
and sold by the marshal at public sale to Kooperstein for an amount slightly less 
than the amount due him from the corporation. Kooperstein than proceeded to 
organize the Korona Spice Corporation, and began the sale of paprika under the 
trade-mark “Korona” on or about March 1, 1944, a substantial part of these 
sales being made to former customers of the corporation through the witness 
Adler who had been sales representative of M. P. Kuczor Co., Inc., and immediately 
began to represent the Korona Spice Corporation in the same capacity. 

There appears to be no dispute as to the foregoing facts. It is obvious that 
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this disposal of the physical assets of the corporation and the termination of its 
business at the premises previously occupied due to expiration of its lease did not 
amount to a transfer of rights in the trade-mark here in question nor of its registra- 
tion, but concerned only the financial problems and physical assets of the M. P. 
Kuczor Co., Inc. At the time of the negotiations regarding the sale of the business 
or assets of the corporation to Mr. Kooperstein and the surrender of the premises 
where business of that corporation had been conducted and of the proceedings in the 
city court action various witnesses testified that Mrs. Kinder stated that she was 
abandoning the business, that she was through with it and that she was giving it up, 
etc. These statements are denied by Mrs. Kinder, but if made at the time and 
under the conditions stated may have been intended to refer to the physical assets 
involved in the city court litigation rather than as indicating any intention perma- 
nently to discontinue the paprika business or as having any relation to the mark 
referred to. 

The testimony as to these statements is, as found by the Examiner of Interfer- 
ences, conflicting. Except for the testimony as to such statements by witnesses 
for the petitioner for cancellation there is no statement or admission by Mrs. Kinder 
that she intended to abandon the mark or which is inconsistent with an intent 
to resume the sale of paprika under the mark. Nor does the disposal of the 
physical assets under the conditions disclosed in the record indicate a definite intent 
to abandon or constitute facts or circumstances from which an abandonment or 
intent to abandon must be necessarily inferred. The lease expired during the period 
between Mr. Kinder’s death and the sale of the physical assets, and for all that 
appears the premises might have been abandoned and the business conducted else- 
where even had Mr. Kinder lived. While the physical assets were sold, there is no 
allegation of disposal of the business, nor of any good-will which may have been 
associated therewith. The equipment sold was apparently used in connection with 
the business of selling this paprika, but there is nothing to show that it was unique 
or irreplaceable, nor that the business could not have been conducted without it, 
there being in fact every indication that it had no great monetary value. For all 
that appears the business could have been readily resumed at some other premises 
with such equipment as may have been necessary to package paprika purchased in 
bulk in packages bearing the mark. This is not a case such as Reconstruction 
Finance Corporation v. J. G. Menthan Corp., et al., 28 Fed. Supp. 920, in which 
disposal of the plant and assets necessarily constituted a destruction of the mark 
and of all business with which good-will, trade-marks and trade-names might have 
been associated. As in that case, however, there was no sale nor attempt to sell 
the business or good-will and petitioner not only admits that Mr. Kinder was the 
owner of the trade-mark by bringing a petition for cancellation, but in the said 
petition specifically alleged that it was his business “operated by him under the 
trading name of M. P. Kuczor Co., Inc.”” It would be inconsistent with these 
statements and petitioner’s proof thereunder to hold that the mere sale of certain 
physical assets of such a corporation necessarily would have prevented Mr. Kinder 
or his personal representatives from continuing the paprika business. I therefore 
agree with the Examiner of Interferences that petitioner has failed to support 
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its burden of proving an intent to abandon the mark by a preponderance of evi- 
dence. 

Petitioner for cancellation stresses the failure of Mrs. Kinder to resume the 
business during the period following the filing of this petition in October of 1944 
and the time of taking testimony herein, petitioner’s prima facie testimony having 
been taken in February of 1946, and respondent’s in March of 1946. To sustain 
the petition it is necessary for petitioner to prove its right to the mark at about the 
time of filing the petition for cancellation in October, 1943. Old Monk Olive Oil 
Co. v. Southwestern Coca-Cola Bottling Co., supra. So the situation at that time 
may be immaterial. It is apparent, however, that in view of petitioner’s conduct in 
taking up the business of selling paprika to the same trade under the mark in ques- 
tion and the pendency of this proceeding such a delay of less than two years from 
the beginning of this proceeding would not require an inference of intent not to 
resume use of the mark. 

Petitioner for cancellation also questions the use of the mark by the M. P. 
Kuczor Co., Inc., during Mr. Kinder’s lifetime while record title to the mark 
remained in Mr. Kinder. This contention is inconsistent with the allegations of the 
petitioner for cancellation already quoted and the question of ownership of the 
mark as between the respondent and the Kuczor Corporation would have no bear- 
ing on the right to cancel claimed by petitioner here. Unless abandoned, the mat- 
ter of title is not one which can be questioned by petitioner. Frank W. Horner, 
Inc. v. Chicago Pharmacal Company, supra. 

In its brief on this appeal petitioner for cancellation contends that Section 19 of 
the Trade-Mark Act of 1946, which may be considered in inter partes cases pending 
in the Patent Office, when applicable, requires cancellation of registrant’s mark. 
This is apparently predicated on the fact that Mr. Kooperstein paid a bill of the 
Kuczor Company of five hundred seventy-five dollars at the time of the marshal’s 
sale for which Mr. Kinder might otherwise have been personally liable. It is ap- 
parent from the testimony of petitioner for cancellation that Mr. Kooperstein 
made this payment to avoid any possibility that Mrs. Kinder’s attorney might ob- 
tain a stay of the proceedings preventing the sale. Whether or not he could have 
carried out this intention is not material since it is clear that this was the reason for 
such payment. How such a payment could under any circumstances amount to 
an “equitable principle of laches, acquiescence or estoppel’ under Section 19 of 
the Trade-Mark Act of 1946 is not stated, but it is clear that the transaction was 
connected solely with the sale of the physical assets and in no way related to the 
trade-mark or good-will and could not have amounted to a transfer or abandon- 
ment of the trade-mark. 

On the hearing of this appeal counsel for petitioner for cancellation requested 


permission to submit certain records as to payment of corporation taxes of M. P. 
Kuczor Co., Inc., apparently for the purpose of showing that certain statements 
made by Mrs. Kinder on that subject were incorrect or that the corporation was 


not in existence. These were not received. They were matters of public record at 
the time the testimony was taken in this proceeding, but even if their nonproduction 
at that time were excusable, there is no basis for receiving them at this time, since 
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the payment or nonpayment of such taxes has not been considered and would not 
affect the decision reached. 

I agree with the Examiner of Interferences that the petitioner for cancellation 
has failed to sustain the burden of proof of abandonment during the period which 
must be considered herein by a fair preponderance of the evidence and is not entitled 
to the concellation sought. 

The decision of the Examiner of Interferences is affirmed. 


FIRST INDUSTRIAL CORPORATION v. SPERRY GYROSCOPE 
COMPANY, INC. 


Commissioner of Patents—April 20, 1948 


TrRAvE-MarkKs—Goops oF DIFFERENT DESCRIPTIVE PROPERTIES—GENERAL 
That the goods are not competitive is not the only test; but goods herein held to be so 
different in character as to have nothing in common except that both operate in connection 
with electricity. 
TRADE-Marks—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Electric high frequency testing and measuring apparatus for testing and measuring high 
frequency electrical equipment and phenomena held goods of different descriptive properties 
from electrical switches of the so-called precision type. 
TrapE-Marks—Marks Nor ConFrusiINncly SIMILAR—PARTICULAR INSTANCES 
“Microline” held not confusingly similar to “Micro” or “Micro Switch,” used on different 


goods, under 1905 Act. 
Trade-mark opposition by First Industrial Corporation against Sperry Gyro- 
scope Company, Inc. Opposer appeals from dismissal of opposition. Affirmed. 


McCanna & Morsbach, Rockford, Ill., and Charles R. Allen, Washington, D. C., 
for opposer. 
Paul B. Hunter, Garden City, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the notice of opposition to an application for registration of a trade- 
mark under the Trade-Mark Act of 1905. The application to which opposition 
was filed comprises the word “Microline” for “electric high frequency testing and 
measuring apparatus for testing and measuring high frequency electrical equip- 
ment and phenomena, namely, characteristic monitoring ; measuring and indicating 
apparatus; watt-meters, matching transformers, impedance meters, wave meters, 
frequency standards, and standard cavities.” The opposition, damage being predi- 
cated on the confusion in trade clause, Section 5 of the Trade-Mark Act of 1905, 
is based on opposer’s prior use of the words “Micro” and “Micro Switch” as applied 
to electrical switches of the so-called precision type. Both parties have taken testi- 
mony and opposer has established use of the words “Micro” and “Micro Switch” 
on its switches since a date prior to any use claimed by applicant for the use of the 
“Microline” on its products. The Examiner of Interferences considered it unnec- 
essary to pass on the similarity of the marks, holding that the question of whether 
the goods of the parties possess the same descriptive properties was all that need be 
determined. 
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As to this question he found that the goods of the respective parties “differ in 
character, are not competitive, and are wholly unrelated as to use. They are mer- 
chandised through different trade channels and are distinctively different in their 
purchasing appeal.” Both parties have submitted testimony and exhibits showing 
the type of goods manufactured by them in some detail and have submitted elaborate 
analyses of their use and possible application. It appears without contradiction, as 
found by the Examiner of Interferences that applicant’s goods constitute highly 
specialized apparatus, useful only in connection with high and ultra high frequency 
electrical equipment. They can be used only by engineers or scientists, and could 
be used only in a restricted field. Opposer’s goods are snap switches. Opposer 
argues, and has established, that they are of a precision nature, carefully engi- 
neered for use in various specialized applications as well as in general use. They 
are sold not only through wholesale distributors but for use by manufacturers in 
their equipment, such sales frequently being made by trained engineering personnel 
who must determine their capacity for use in the equipment of such customers. That 
the goods are not competitive is, of course, not the only test. Examination of the 
advertising material, catalogs, and other exhibits submitted indicates, however, 
that they are so different in character that they appear to have nothing in common 
except that they both operate in connection with electricity. As stated by the 
United States Court of Customs and Patent Appeals in United Battery Manufac- 
turing Co. v. United Metal Box Co., 24 C. C. P. A. 1220, 90 F. 2d 260 [27 T.-M. 
R. 468] : 


Of course all electrical goods or devices do not belong to the same class. 


Unlike that case, however, the products herein involved cannot be considered to 
be closely associated in the mind of the public. See also All-American Mohawk 
Corp. v. Rollison, 22 C. C. P. A. 1301, 77 F. 2d 926 [25 T.-M. R 400] ; Williams 
Oil-O-Matic Heating Corp. v. Westinghouse Electric & Mfg. Co., 20 C. C. P. A. 
775, 62 F. 2d 378 [23 T.-M. R. 29]. 

Opposer relies upon the fact that some of its switches have been specified for 
use in and forming a part of installations which it is claimed deal with high fre- 
quency operation. It is admitted, however, by the engineers who testified for op- 
poser that when so used they deal only with low frequency phases of such equipment, 
and that they will not operate in making, breaking, or changing the connection of 
high frequency electric currents. The fact that they may be used on occasion in 
such apparatus cannot change the essential dissimilarity of these goods. Based upon 
the record presented I agree with the Examiner that they possess different descrip- 
tive properties, and that the proposed registration cannot damage opposer within 
the meaning of the statute, regardless of the resemblance of the marks of the 
parties. 

In view of the foregoing it is unnecessary to consider the similarity of the 
marks except to state that, should it become material, the marks also differ, in my 
opinion, to such an extent as to indicate that there is no likelihood of confusion 
as a result of the registration sought. 

The decision of the Examiner of Interferences is affirmed. 
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THE RESINOUS PRODUCTS & CHEMICAL COMPANY v. HERIBERT 
Commissioner of Patents—April 21, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Solution to be used as coating, finish or lacquer for textiles and for plastics and par- 
ticularly for textiles made of natural, synthetic or mixed yarns or glass fibres for water- 
proofing, mildewproofing, flameproofing, and mothproofing, held goods of the same descrip- 
tive properties as viscous, resinous or rubber-like condensation product or solution thereof 
used in producing nitrocellulose lacquers, plastics and other types of coatings and synthetic 
resin suited for use in varnishes, lacquers and other coating compositions and also for use 
in plastic moulding compounds, adhesives, etc. 
The fact that an additional step is necessary before opposer’s goods may be used as coat- 
ings, held not controlling. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Polyplex” held confusingly similar to “Paraplex,” used on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining the question of confusing similarity, marks must be viewed as a whole; 
and even common suffixes, descriptive or disclaimed portions may not be wholly disregarded. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Resinous Products & Chemical Company against 
Herbert J. Heribert. Applicant appeals from decision sustaining notice of opposi- 
tion. Affirmed. 


John F. Bergin and Wallace T. Quinn, Philadelphia, Pa., for opposer. 
E. J. Freeman, New York, N. Y., for applicant. 


DANIELS, A. C.: 


Applicant has appealed from the decision of the Examiner of Interferences sus- 
taining a notice of opposition to the application to register the word ‘‘Polyplex”’ as 
a trade-mark under the Act of February 20, 1905, for ‘‘a solution to be used as a 
coating, finish or lacquer for textiles and for plastics, and particularly for textiles 
made of natural, synthetic, or mixed yarns or glass fibres for waterproofing, mildew- 
proofing, flameproofing and mothproofing.” Opposer has alleged prior use and 
ownership of the trade-marks, ‘“Paraplex,” registration No. 279,547, registered 
January 20, 1931, for ‘“‘a viscous, resinous, or rubber-like condensation product or 
solution thereof used in the production of nitrocellulose lacquers, plastics, and other 
types of coatings,’ and “Duraplex,” registration No. 281,845, registered March 31, 
1931, for “synthetic resin suited for use in varnishes, lacquers, and other coating 
compositions, also for use in plastic moulding compounds, adhesives, etc.,”’ both 
marks having been registered under the Act of 1905. 

A stipulation of facts in lieu of testimony has been filed for both parties. No 


question was raised before the Examiner of Interferences, nor on this appeal as to 


opposer’s priority of use of the marks on which opposer relies on the goods stated, 
and the only questions decided by the Examiner or presented on appeal are whether 
or not the marks and products are or are not confusingly similar within the mean- 
ing of the confusion in trade clause of Section 5 of the Trade-Mark Act of 1905. 
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The Examiner has held both to be so similar as to give rise to likelihood of con- 
fusion. It is applicant’s contention that the goods must be considered as possess- 
ing different descriptive properties, because its product is a coating which is sold 
as a finished product for application to textile or fibre products, while opposer's is 
merely a product used in solutions to produce such coatings. That opposer's prod- 
uct is capable of and intended for use in such coatings is stipulated. It is stated 
in the stipulation of facts that: 


Opposer, The Resinous Products & Chemical Company, a corporation of Delaware, 
doing business at 222 West Washington Square, Philadelphia 5, Pa., is engaged in the 
manufacture and sale of 

(a) viscous, resinous, or rubber-like condensation products or solutions thereof 
used in the production of nitrocellulose lacquers, plastics, and other types of coatings, 


and also in the manufacture and sale of 


(b) synthetic resins suited for use in varnishes, lacquers, and other coating 
compositions, and also for use in plastic moulding compounds, adhesives, etc. 


The use of the marks referred to on such goods is also conceded. 

The fact that an additional step is necessary before these goods may be used as 
coatings is not controlling. Beck, Koller & Company, Inc. v. Kakelite Corpora- 
tion, 24 C. C. P. A. 1290, 90 F. 2d 349 [27 T.-M. R 559}. 

As to the similarity of the marks “Paraplex’”’ and “Polyplex” no discussion is 
required. Taken as a whole they are obviously similar in appearance and sound. 
Applicant contends that “plex” is a common suffix used in many registrations. 
Even if the mark were to be considered as separated into its component syllables, 
and such syllable found to be as common as applicant contends, the first syllables 
of the marks are not sufficiently different to distinguish these marks. And even 
descriptive or disclaimed portions of marks may not be wholly disregarded in deter- 
mining such questions of similarity. Considered in their entireties these marks must 
be considered confusingly similar within the meaning of Section 5 of the Trade-Mark 
Act of 1905. Since priority of use of both of the marks on which opposer relies is 
conceded, this is sufficient to dispose of this question without consideration of the 
similarity of opposer’s other mark. 

Based on the foregoing it is believed that the Examiner was correct in holding 
that, as applied to the goods involved, the marks bear such near resemblance as to be 
reasonably likely to cause confusion in trade. 

The decision of the Examiner of Interferences is affirmed.’ 


1. In The Resinous Products & Chemical Co. v. Heribert (Opposition No. 24953), a com- 
panion case between the same parties, involving the same marks, decided the same day, the 
Commissioner affirmed the Examiner’s decision sustaining the opposition where the only dif- 
ference from the above case was that “The goods of applicant differ in that those involved in 
this proceeding are coatings, finishes or lacquers for leather, rather than for textiles.” The 
Commissioner held the goods to possess the same descriptive properties and that the marks were 
confusingly similar. 
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EX PARTE DEWEY PORTLAND CEMENT COMPANY 
Commissioner of Patents—March 26, 1948 


TRADE-MARKS—DOMINANT FEATURE—PARTICULAR INSTANCES 
“Dewey” held dominant feature of composite mark consisting of the word “Dewey” in 
black block letters in the upper wing of a red maltese cross, with the words “Concrete 
Products” appearing in white script in the center and the word “Cement” appearing in 
black block letters in the lower wing of the cross, the words “Concrete Products” and 
“Cement” being disclaimed. 
TRADE-MARKS—REGISTRABILITY—DISTINCTIVE DISPLAY 
Surname “Dewey,” printed in plain block letters, in association with a red maltese cross, 
held not distinctively displayed, under 1905 Act. 
TRADE-M ARKS—REGISTRABILITY—EFFECT OF PRIOR REGISTRATIONS 
Applicant’s prior registrations of similar marks held to have been issued in error and to 
add nothing to the registrability of applicant’s mark. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Dewey Portland Cement Com- 
pany. Applicant appeals from refusal of registration. Affirmed. 


Charles W. Hills, Chicago, IIl., for applicant. 
Murphy, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Marks refusing 
applicant, Dewey Portland Cement Company, registration of a trade-mark which 
displays the word “Dewey” in black block letters in the upper wing of a red Mal- 
tese cross or Formée, with the words “Concrete Products” appearing in white 
script in the center, and the word “Cement” appearing in black block letters in the 
lower wing of the cross. The mark is applied to “cement used in the manufacture 
of concrete blocks, pipes and the like.” The words “Concrete Products” and 
“Cement’ ’are disclaimed apart from the mark as shown. 

The refusal to register is based on the ground that the wording appearing on 
the mark is the dominant part thereof and that the surname “Dewey” is not distinc- 
tively displayed. 

Applicant in its brief points out that it has two other applications for regis- 
tration pending, one covering a mark in which the Maltese cross is associated with 
the words “24 Hour Cement,” and the other covering a mark in which the words 
“Dewey-Air-Entraining Cement” are displayed in association with the Maltese 
cross. Applicant has requested suspension of further prosecution .of those other 
applications to await the outcome of this appeal since it is stated that the issues in all 
three applications are identical. 

Applicant argues that its trade-mark does not consist merely of the surname 
“Dewey” nor the disclaimed descriptive words, but consists of the entire com- 
posite mark, dominated by the Maltese cross. It is further argued that applicant 
is the owner of four marks previously registered under the Act of 1905 in all of 
which, it is contended, the Maltese cross is the dominant feature, and in two of 
which the name “Dewey” is used in connection with the Maltese cross. 
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The issue in this case appears to me to come down to the question of what is 
the dominant portion of the mark sought to be registered and whether it is the 
surname “Dewey” or the red Maltese cross. 

The authorities cited by both the examiner and the applicant have been con- 
sulted and the argument in applicant’s brief has been carefully considered. The 
law as it applies to this case, is believed correctly stated in the decisions in /n re 
Sears, Roebuck & Company, 30 C. C. P. A. 710, 132 F. 2d 341 [33 T.-M. R. 80]; 
and in Frankfort Distilleries, Inc. vy. Dextora Co., 26 C. C. P. A. 1244, 103 F. 2d 
924 [29 T.-M. R. 329] ; 36 U. S. P. Q. 297, dismissed on appeal. In the former 
case, the Court of Customs and Patent Appeals cited its prior decisions in Langen- 
dorf United Bakeries, Inc. v. General Foods Corp., 29 C. C. P. A. (Patents) 831, 
125 F. 2d 159, 52 U. S. P. Q. 323, and Frankfort Distilleries, Inc. v. Kasko Distill- 
ers Products Corp., 27 C. C. P. A. (Patents) 1189, 111 F. 2d 481, 45 U. S. P. Q. 
438, referred to its prior decision in Jn re Nisley Shoe Co., 19 C. C. P. A. (Patents) 
1211, 58 F. 2d 426 [22 T.-M. R. 265], and said: 


If the purchaser of trade-marked goods would be more likely to remember one part 
of a mark than another part as indicating origin of the goods, such word is the dominant 
part of the mark under the decisions above cited. 


In the Nisley Shoe Co. case, supra . . . . we said: 


We are of the opinion that the proper construction of the words “particular or dis- 
tinctive manner” in the proviso of Section 5 referred to is that the word or words con- 
stituting the mark shall be written, printed, impressed, or woven in such a manner as to 
form a distinct impression upon the eye of the observer, to the extent that he will re- 
member © ch particular or distinctive form and rely upon it, in part at least, in ascribing 
origin of the goods to which the mark is applied. 


In the Frankfort v. Dextora case, at page 297, the Assistant Commissioner 
stated: 


In the case of In re Artesian Manufacturing Co., 37 App. D. C. 113, and again in the 
case of Oliver Chilled Plow Works v. The William J. Oliver Manufacturing Co., 40 App. 
D. C. 125, the Court of Appeals for the District of Columbia quoted with approval the 
following language of the Commissioner of Patents in Ex parte Polar Knitting Mills, 154 
O. G. 251, as correctly stating the rule here applicable: 

It is believed that the controling principle underlying the requirement of the statute 
that a mere name, unless written or printed in a distinctive manner, may not be reg- 
istered, is that the distinctive manner in which the name is displayed must be of a char- 
acter as to give such a distinct impression to the eye of the ordinary observer as to out- 
weigh the significance of the mere name. 


Applying these principles to the instant case and analyzing the mark applied 
for, I am clearly of the opinion that the word “Dewey” is the most prominent 
spoken symbol of the composite mark and the one which purchasers would ordi- 
narily utilize in calling for applicant’s goods. And since as stated in Rice-Stix Dry 
Goods Co. v. Industrial Undergarment Corp., 33 C. C. P. A. (Patents) 813, 152 
F. 2d 1011, 

It is well known, . ... . that the public frequently remembers and purchases a vendor’s 


merchandise under a unitary literal symbol without regard to the pictorial and other sub- 
ordinate matter associated with a label or trade-mark. 
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I therefore agree with the examiner that the surname “Dewey” is the dominant 
part of the mark. 

In this case, therefore, as in the Sears, Roebuck case, supra, since the surname 
“Dewey” is the dominant feature of the mark sought to be registered, it must be 
found to be “written, printed, impressed or woven in some particular or distinctive 
manner.” 

Since I am of the opinion that the surname “Dewey” printed in plain block 
letters is not so displayed and that its association with the red Maltese cross or 
Formée does not lend the distinctiveness required by the statute, I find no error in 
the action of the Examiner of Trade-Marks in denying registration of the mark 
applied for. 

As to applicant’s arguments in its brief concerning the four prior registrations 
of marks similar to the one applied for here, it may be said, as stated by the First 
Assistant Commissioner in the Sears, Roebuck case, that while such errors and in- 
consistencies as those it points out are regrettable, they add nothing to the regis- 
trability of applicant’s mark. The court in passing on this same point stated that 


(33 T.-M. R. 80]: 


We deem it proper to say that in referring to the various marks of the type at issue 
here and the actions thereon by the tribunals of the Patent Office we have done so only 
for the purpose of showing what the practice has been. The right of registration in the 
instant case may not be determined by the actions had in those cases. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE THE FLEETWOOD COFFEE CO. 
Commissioner of Patents—March 29, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Flank silhouette of fanciful gazelle-like creature leaping across large orb, held confus- 
ingly similar to the word “Antelope” and representation of an antelope’s head within a 
circle, used on similar goods, under 1905 Act. 
Representation of an antelope would be anticipated by prior registration of the word 
“Antelope.” 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by the Fleetwood Coffee Co. Ap- 
plicant appeals from refusal of registration. Affirmed. 


William F. Hall, Washington, D. C., for applicant. 


DanIkELs, A. C.: 


This is an appeal from the refusal by the Examiner of Trade-Marks to register 
a trade-mark for coffee under the Act of February 20, 1905. The mark sought 
to be registered is described by the examiner’s statement as consisting of “the rep- 
resentation of a deer-like animal, shown in side-view in the act of leaping, against 
the background of a circle. The animal is referred to in the application as a gazelle.” 
Applicant’s brief describes it as: 
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Applicant’s coined symbol consists of a flank-silhouette of a highly fanciful or modern- 
istic streamlined wild gazelle-like creature, in full flight, leaping across a large orb 
against which the body of the creature is silhouetted. 

Registration of this mark has been refused on the ground that it is confusingly 
similar to registration No. 84,130, registered November 7, 1911, renewed, which 
shows the word “Antelope” and the representation of an antelope’s head within 
a circle, applied to “blended tea and chicory and coffee.” The only ground of ap- 
peal is the contention that the marks are not confusingly similar. While applicant’s 
mark may be to some extent fanciful rather than an exact picture of an actual ani- 
mal, both the mark sought to be registered and that of the reference show animals 
with heads of very similar shape, both having long tapering horns and both appear- 
ing to be representations of an antelope—a gazelle being a kind of antelope. That 
a representation of an animal is confusingly similar to a representation of the same 
or even a somewhat different animal is well established. Gilmore Oil Company, 
Ltd. v. Wolverine-Empire Refining Co., 21 C. C. P. A. 943, 69 F. 2d 532 [24 
T.-M. R. 122] ; Edgar-Morgan Co. v. Anderson, 57 App. D. C. 359, 23 F. 2d 896; 
In re John Braadland, Limited, 37 App. D. C. 102, 174 O. G. 1029; and Belding 
Heminway Company v. E. P. Reed & Co., 487 O. G. 676, 36 U.S. P. Q. 298. 

Applicant attempts to distinguish these on the ground that the mark of the ref- 
erence is merely a portrait of a standing antelope, not in silhouette but in detail 
and obviously stationary. Both are, however, antelopes; both are surrounded by 
a circle, and no basis for such a distinction appears from any cited case, nor can 
such distinction be sustained in logic. The prior registration also includes the word 
“Antelope,” and the name would include the representation. E.xpello Corporation 
v. General Brands Corp., 553 O. G. 772, 58 U. S. P. Q. 424; In re Canada Dry 
Ginger Ale, Inc., 24 C. C. P. A. 804, 86 F. 2d 830 [27 T.-M. R. 83]; and /n re 
Dutch Maid Ice Cream Company, 25 C. C. P. A. 1009, 95 F. 2d 262 [28 T.-M. R. 
195]. 

Applicant also attempts to distinguish these marks by the statement that “ap- 
plicant’s mark provides a sense of mystery; the words at night ; a fairy-fawn-leap- 
ing in the moonlight. Its originality makes it striking and unique,” while “there is 
no such originality or distinctiveness” in the mark of the reference. Acceptance of 
these characterzations of the marks would not change the fact that both are simi- 
lar animals and would, it is believed, be recognized as such by purchasers. As such 
they must be held to be confusingly similar within the meaning of the Act. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE POND’S EXTRACT COMPANY 
Commissioner of Patents—March 30, 1948 


1920 Act—REGISTRABILITY—Marks Devoip oF TRADE-MARK SIGNIFICANCE 
“Make-up Pat,” used on preparation applied to the face as make-up base or foundation, 
held devoid of trade-mark significance and not registrable. 


Petition from Examiner of Trade-Marks. 
Application for registration of trade-mark by Pond’s Extract Company. Ap- 
plicant petitions from refusal of registration. Affirmed. 


Ray T. Ernst, New York, N. Y., for applicant. 
DanlELs, A. C.: 


Applicant has sought to register the words “Make-up Pat” under the provisions 
of the Act of March 19, 1920, as a trade-mark for “‘a preparation to be applied to 
the face to form a make-up base or foundation.” Registration has been refused by 
the Examiner of Trade-Marks on the ground that the mark is devoid of trade-mark 
significance and can in no way indicate origin or ownership. This petition seeks a 
reversal of that ruling. 

Applicant contends that while the mark is of a descriptive nature, that the names 
commonly and normally used to designate applicant’s products are “make-up base, 
make-up foundation, make-up cake or cake make-up,” and that it therefore func- 


tions as a trade-mark, and not as the generic name of the product. The specimens 
show the mark “Make-up Pat” appearing under applicant’s trade-mark “‘Pond’s,” 
no other identification of the product appearing on the package. “Pat” is defined 
in Funk & Wagnalls New Standard Dictionary of the English language as: 


Pat?, n. 1. A small molded or pressed mass. 


Applicant’s product is clearly responsive to this definition and there appears to 
be no tenable distinction between make-up cake, make-up foundation, or other 
terms, which applicant concedes are generic, and ‘““Make-up Pat.” It is also ob- 
vious that applicant intends this to serve as the name of the product rather than as 
serving in any manner which might have trade-mark significance, since it uses no 
other product name. 

Applicant has submitted certain affidavits from buyers of these products for 
prominent stores who state in effect that to them the mark indicates a so-called 
“make-up base” or “make-up foundation,” or “cake make-up,” which is put out 
by the Pond’s Extract Company, and that so far as they are aware no one else used 
these words on this product. As stated in Ex parte Fram Corporation, 551 O. G. 
737, 57 U.S. P. Q. 330 (pet. recon. 552 O. G. 571, 57 U. S. P. Q. 462): 


It may well be that to persons who are familiar with applicant’s device, the expression 
“Oil & Motor Cleaner” is indicative of origin in applicant, particularly in view of the 
fact that the expression invariably appears in association with applicant’s registered trade- 
mark “Fram.” But by the general public, I think it would be regarded merely as the 
name of the goods.” 
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See also Ex parte Taylor, 527 O. G. 851, 49 U.S. P. QO. 458; Ex parte Kops Broth- 
ers, Inc., 591 O. G. 664, 70 U. S. P. Q. 541; and Ex parte The Kilgore Manufac- 
turing Company, 485 O. G. 770, 35 U. S. P. Q. 392. 

While descriptiveness would be no bar to registration under the Trade-Mark 
Act of 1920, I agree with the Examiner of Trade-Marks that the mark sought to 
be registered is devoid of trade-mark significance. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE PARFUMERIE FRAGONARD G. FUCHS & CIE, ETC. 
(Two CasEs) 


Commissioner of Patents—March 31, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Case 1: “Moments Volés,” French equivalent of “Stolen Moments,” held confusingly 
similar to “Sweet Moments” and “Precious Moments,” used on similar goods, under 1905 Act. 
Case 2: “Stolen Moments” held confusingly similar to “Sweet Moments,” “Precious 
Moments” and “Stolen Secret,” used on similar goods, under 1905 Act. 


Appeals from Examiner of Trade-Marks. 

Applications for registrations of trade-marks by Parfumerie Fragonard G. 
Fuchs & Cie (Parfums Fragonard, Inc., New York, N. Y., assignee). Applicant 
appeals in two cases, from refusals of registrations. Both affirmed. 


John M. Leach, New York, N. Y., for applicant in both cases. 
DaniELs, A. C.: 


(Case 1): 

This is an appeal from the refusal by the Examiner of Trade-Marks to reg- 
ister the words “Moments Volés” as a trade-mark for perfumes under the Trade- 
Mark Act of February 20, 1905. The English meaning of these words is “Stolen 
Moments.” Registration was refused because of prior registrations of the words 
“Sweet Moments” for a line of toilet preparations including perfumes and toilet 
waters, and “Precious Moments” for perfumes, under the Trade-Mark Act of 
February 20, 1905. The only issue raised on this appeal is the question of confus- 
ing similarity of the marks within the meaning of Section 5 of the Trade-Mark 
Act of February 20, 1905. Applicant argues that its mark differs significantly from 
the marks of the references in appearance, pronunciation and connotation. It is 
contended that although “Moment” is the same in both spelling and meaning in 
French and English, the second word “Volés” is clearly foreign and that purchasers 
would therefore be impressed by the combination rather than by either word alone, 
and that purchasers, even casual ones, remember words of foreign origin “because 
of the ‘glamour’ they possess, and do not intend to remember solely the words of 
known meaning. . . . .” Certainly “Moments” whether regarded as a French 
or English word constitutes a conspicuous portion of each of the marks involved 
and since many purchasers would not understand the meaning of “Volés,” it seems 
more probable that it would be remembered by them by reason of being known 
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rather than unknown. Nor is there anything of record to indicate that purchasers 
are actually aware of the French influence on cosmetic names and will accordingly 
be impressed thereby. Therefore, to accept this contention of applicant would be 
mere speculation. 

As to the connotation of the marks to those who would understand their French 
significance “Stolen Moments” appears to have the same general connotation as ap- 
plied to perfume as that of the marks of the prior registrations cited, in addition to 
having the same element of similarity in appearance that it believed to exist as to 
those who do not know the meaning. Again applicant contends that its phrase 
“Stolen Moments possesses a far more distinctive ‘glamour’ than do the rather trite 
expressions” of the references. Again there is nothing of record to indicate how 
any glamour may be involved, and I do not feel competent to make assumptions on 
a question of this type. It therefore seems that to purchasers who do not under- 
stand the meaning of the word “Volés” the prominence of the word “Moments” 
would be likely to give rise to confusion, and to those who do understand it, there 
is an obvious similarity in appearance and in connotation, accepting the meaning 
which I must assume the manufacturer of perfumes intends will be placed upon 
the words. 

Applicant’s brief on appeal places much emphasis on the Commissioner’s de- 
cision in Valpo Company v. Solis, Entrialgo y Compania, 74 U.S. P. Q. 193, 601 
O. G. 535. That was, however, a cancellation case in which the First Assistant 
Commissioner found that doubt must be resolved in favor of a finding of dissimi- 
larity because of the long contemporaneous use of the marks and the decision in- 
dicates considerable doubt as to dissimilarity. Otherwise the case appears to weigh 
against applicant’s contentions in this case. Based on the decisions cited by the 
Examiner of Trade- Marks, Ex parte Roger & Gallet, 605 O. G. 723,75 U.S. P. Q. 
245 ; Pillsbury Flour Mills Company v. Kretschmer Corp., 584 O. G. 496, 68 U. S. 
P. Q. 277; Locke Stove Company v. Agricola Furnace Company, 574 O. G. 791, 
65 U. S. P. Q. 177; Ex parte Hockwald Chemical Company, 591 O. G. 669, 71 
U.S. P. Q. 37, the decision of the Examiner of Trade-Marks refusing registration 
must be considered to be correct. 

The decision of the Examiner of Trade-Marks is affirmed. 

* * * 


(Case 2): 

This is an appeal from the refusal to the Examiner of Trade-Marks to register 
the words “Stolen Moments” as a trade-mark for perfumes, under the Trade-Mark 
Act of February 20, 1905. Registration herein was refused over the same prior 
registrations as those involved in the copending application, Serial No. 488,117, 
decided concurrently herewith, and in addition, a prior registration of the words 
“Stolen Secret,” for similar goods, has been cited as a bar to registration. It is 
conceded that there is more likelihood of confusion because of similarity in this 
case than in the companion appeal where the words are written in French. The 
reasons for affirming the Examiner of Trade-Marks in the copending appeal apply 
in this case. 

The decision of the Examiner of Trade-Marks is affirmed. 





38 T.-M. R. EX PARTE FELT & TEXTILES 


EX PARTE FELT & TEXTILES OF CANADA, LTD. 
Commissioner of Patents—April 9, 1948 


TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 
Marks must be considered in their entireties in determining the question of confusing 
similarity. 
Having included an essential feature of another mark, the likelihood of confusion is not 
removed by the addition of other matter. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of the word “Rambow,” the representation of a rainbow and 
the representation of a large white ram, held confusingly similar to mark consisting of the 
word “Rainbow” and to mark consisting of pictorial landscape scene showing a rainbow, used 
on similar goods, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Felt & Textiles of Canada Ltd. 
Applicant appeals from refusal of registration. Affirmed. 


Smart & Biggar, Ottawa, Canada, for applicant. 
DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Marks refusing an 
application for registration of a mark for floor carpetings under the Trade-Mark 
Act of February 20, 1905. The mark sought to be registered consists of the word 
“Rambow,” a representation of a rainbow, and the pictorial representation of a large 
white ram, all appearing on a rectangular blue background. The word “Rambow” 
appears in the upper portion of the rectangle. The ram is placed in the lower 
central portion of the rectangle, and the rainbow extends from the lower lefthand 
side to the upper righthand side of the rectangle crossing the picture of the ram and 
cutting out the lower portion of the letter “W” of the word. Registration was 
refused over two prior registrations under the Act of 1905, for floor rugs. Both 
were registered in 1919 by the same registrant, and renewed, one showing a rainbow 
which appears over a pictorial landscape scene, and the other consisting of the word 
“Rainbow.” 

The only question presented on this appeal is the question of similarity of the 
marks, applicant contending that they are not confusingly similar within the mean- 
ing of the Trade-Mark Act of 1905. In support of this, it is argued that the ram 
“is the dominant feature of the mark,” and that the word “Rambow” is a fanciful 
and arbitrary word having no meaning and that it could not be confused with 
“Rainbow.” It is further contended that the marks must be considered as a whole, 
and that each of the references must be considered separately and not in combina- 
tion. 

The marks must of course be considered in their entireties but I cannot agree 
with applicant that the representation of a ram stands out to such an extent that 
it would be the only feature that would be considered by purchasers or that would 
be the feature most likely to be considered by purchasers or prospective purchasers. 
On the contrary the word “Rambow” and the representation of a rainbow are at 
least equally conspicuous and would appear to be more likely to be remembered by 
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purchasers or prospective purchasers. W.B. Roddenbery Co. v. Kalich, 34 C. C. 
P. A. 1084, 158 F. 2d 289 [3 T.-M. R. 73], and Celanese Corporation of America 
v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 948, 154 F. 2d 146 
[36 T.-M. R. 130-133]. While arguing on this appeal that the ram is the “domi- 
nant feature” of the mark the specimens filed with the application show the word 
“trade-mark” placed below the word “Rambow” apparently indicating that it was 
regarded commercially as the feature primarily serving the function of indicating 
origin. The word “Rambow” and the representation of a rainbow forming a con- 
spicuous part of the mark are considered to be so similar to the word “Rainbow” 
or the representation of a rainbow shown respectively in the references as to give 
rise to likelihood of confusion. “Rainbow” and “Rambow” must be considered 
similar in sound and appearance whatever may be their derivation or significance 
and when “Rambow” is displayed in connection with the representation of a rain- 
bow it adds to the probability of their being considered as the same. That the word 
is the equivalent of the representation is obvious in this case and therefore either or 
both of the references require refusal of the registration sought. Nor having in- 
cluded an essential feature of the registered marks does the addition of the ram 
remove the likelihood of confusion in this composite mark. Carmel Wine Co. v. 
California Winery, 38 App. D. C. 1, 1912 C. D. 428, and Frankfort Distilleries,, In- 
corporated v. Kasko Distillers Products Corporation, 27 C. C. P. A. 1189, 111 F. 2d 
481 [30 T.-M. R. 339]. 

Considered in their entireties the marks cited by the Examiner and the mark 
sought to be registered are so similar that their concurrent use would give rise to 
likelihood of confusion in trade. 

The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE JOSEPH BANCROFT & SONS CO. 
Commissioner of Patents—April 12, 1948 


TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Ban-Flame” held descriptive of treated piece goods resistant to ignition, comprising cot- 
ton, wool, silk or cellulose derivatives, under 1905 Act. 
TRADE- MARKS—REGISTRABILITY—GENERAL 
The fact that applicant’s mark, which is held descriptive, bears “family resemblance” to 
other marks of applicant held immaterial on question of registrability. 
Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Joseph Bancroft & Sons Co. 
Applicant appeals from refusal of registration. Affirmed. 


Synnestvedt & Lechner, Philadelphia, Pa., for applicant. 
DanieELs, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks refusing 
registration under the Trade-Mark Act of 1905 of the notation “Ban-Flame” as a 
trade-mark for “treated piece goods resistant to ignition, and particularly compris- 
ing cotton, wool, silk, or cellulose derivatives,” on the ground that it is merely 
descriptive of such goods. Applicant contends that “the mark is not descriptive, 
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but fanciful and suggestive.”” Applicant has made it clear that the goods, while not 
fireproof, are resistant to ignition and that, while they will burn, they burn slowly, 
tending to prevent spreading of flames, and are free from “afterglow.” Apparently 
the use of such fabric is required where fabric hangings or curtains are used in 
places of public assemblage in one or more states, and legislation requiring use of 
such material has been considered in other localities. 

In the prosecution of the application, applicant’s counsel and the examiner con- 
sidered various dictionary definitions of the word “ban.’””’ Among those meanings 
ascribed to the word by the dictionary is “to prohibit” or “to shut off or out.” 
Whatever definition may be accepted, its meaning in connection with “flame” as 
applied to goods such as those for which applicant seeks registration can only be 
descriptive of the goods or of their “character or quality.” 

They aptly describe the properties claimed for these fabrics, that is, their 
ability to resist flame and to burn in such a manner that flame or the spread of 
flame is prevented. As such they may not be registered under the Trade-Mark 
Act of 1905. In re Copperweld Steel Co., 20 C. C. P. A. 786, 62 F. 2d 363 [23 
T.-M. R. 34]; Ex parte American Steel and Wire Co. of New Jersey, 27 U. S. 
P. Q. 185; In re W. A. Sheaffer Pen Co., 34 C. C. P. A. 771, 158 F. 2d 390 
[37 T.-M. R. 63]; Andrew J. McPartland v. Montgomery Ward & Co., Incorpo- 
rated (C. C. P. A.) 164 F. 2d 603, 76 U.S. P. Q. 97. 

As applied to such goods the mark does not have an element of incongruity 
which makes the combination of words unusual or unique, nor does it require 
mental effort to arrive at their meaning. W.G. Reardon Laboratories, Inc. v. B. & 
B. Exterminators, Inc., et al., 71 F. 2d 515, 22 U.S. P. Q. 22. It is further argued 
that the mark is original with applicant, and that because of its “family resemblance” 
to other “Ban” marks which applicant states it uses, it is or will be recognized by the 
trade as indicating origin rather than having descriptive significances. The public 
cannot be presumed to know applicant’s reasons for adopting the mark. Whitehall 
Pharmacal Company v. Lederle Laboratories, Inc., 591 O. G. 668, 71 U.S. P. Q. 
13. Whether or not these practices and other facts referred to might be material in 
an application under the Trade-Mark Act of 1946 is not open for decision at this 
time. 

The decision of the Examiner of Trade-Marks is affirmed. 

































EX PARTE BUDDY KIT CO. 
April 22, 1948 






Commissioner of Patents 





TRADE-Marks—Goops OF THE SAME DescripTivE ProperTIES—PARTICULAR INSTANCES 
Sports wear, including sport shirts, loafer jackets, slacks and sport coats held goods of 
the same descriptive properties as men’s underwear, dress shirts, sport shirts, coats, vests, 
trousers, knickerbockers, top coats, and overcoats for men and boys. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Riviera of California,” the words “of California” being disclaimed, held confusingly 
similar to “Riviera.” 
While the marks must be considered as a whole and descriptive or disclaimed features 
may not always be wholly disregarded, the disclaimed matter has no distinctive significance 
and adds nothing to the registrability of the mark. 
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TRADE-M ARKS—REGISTRABILITY—GENERAL 
Where the mark sought to be registered, except for disclaimed matter, is identical with 
previously registered marks used on similar goods, rejection is mandatory under 1905 Act. 
Applicant may not obtain right to registration merely by adding a descriptive or geo- 
graphic term to the mark of another. 
Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Buddy Kit Co. Applicant appeals 
refusal of registration. Affirmed. 


J. Calvin Brown, Los Angeles, Calif., and Lee L. Townshend, Washington, D. C., 
for applicant. 


DANIELS, A. C.: 


Applicant has applied for registration of the words “Riviera of California,” the 
words “of California” being disclaimed, as a trade-mark for “‘sportswear, spe- 
cifically, sport shirts, loafer jackets, slacks and sport coats,” under the Act of 
February 20, 1905. Registration has been refused by the Examiner of Trade-Marks 
in view of three prior registrations under the Act of 1905: No. 200,069, for the 
word “Riviera,” registered June 23, 1925, and renewed, as a trade-mark for “men’s 
underwear of knitted or textile fabric” ; No. 395,759, for the word “Riviera” and a 
design, registered June 9, 1942, for “dress shirts and sport shirts” ; and No. 229,285, 
for the word “Riviera,” registered June 21, 1927, and renewed, for “coats, vests, 
trousers, knickerbockers, topcoats, and overcoats for men, youths, and boys.” That 
the goods of applicant are similar to those of the registrations cited is clear. Sexton 
Mfg. Co. v. Goodall Worsted Co., 17 C. C. P. A. 1196, 40 F. 2d 1017 [20 T.-M. R. 
328]; Rogers Peet Co. v. B. F. Goodrich Co., 31 C .C. P. A. 1191, 143 F. 2d 880 
[34 T.-M. R. 244]. The mark sought to be registered, except for the disclaimed 
words “of California,” is identical with the marks of the references so that refusal 
is mandatory under Section 5 of the Trade-Mark Act of 1905. 

To avoid these considerations applicant argues that its mark is distinguishable 
because of the addition of the words “of California” and that “California sports- 
wear” constitutes a type of garment now well recognized, and which accordingly 
cannot be confused with ordinary clothing, citing as authority the decision of the 
Circuit Court of Appeals, Second Circuit, in California Apparel Creators, et al. v. 
Wieder of California, Inc., et al., 162 F. 2d 893, 74 U. S. P. Q. 221. I cannot agree 
with applicant’s counsel that such construction can be placed on the court’s decision 
in that case nor that decision would require registration of applicant’s mark 
since no such question was involved. While the mark must be considered as a 
whole, and descriptive or disclaimed features may not always be wholly disre- 
garded, the disclaimed words “‘of California” as used in this application add noth- 
ing to the mark and cannot be considered to have any distinctive significance. Nor 
can an applicant obtain right to registration of the mark of another by merely add- 
ing a descriptive or geographic term to it. Carmel Wine Co. v. California Winery, 
38 App. D. C. 1, 1912 C. D. 428; Frankfort Distilleries, Incorporated v. Kasko 
Distillers Products Corporation, 27 C. C. P. A. 1189, 111 F. 2d 481 [30 T.-M. R. 
339]. 


The decision of the Examiner of Trade-Marks is affirmed. 
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